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A REVISED WHO PROGRAM ON GENERIC NAMES 
By John J. Horan* 


The World Health Organization, a specialized agency of the 
United Nations created by a treaty which eighty countries have 
now signed, began in 1950 a program designed to create an inter- 
national system of common or generic names for drugs. This 
WHO ‘‘non-proprietary name’’ program seeks to adopt and pro- 
mote the use throughout the world of a single common name for 
every drug. 


This WHO activity has been previously discussed in The 
Trade Mark Reporter. In February (43 TMR 133), Dr. Lloyd C. 
Miller described the program at length and also pointed out certain 
shortcomings in the procedure which the WHO had been follow- 
ing. Maurice W. Levy, Esq. in an article the following month 
(43 TMR 229) pointed out and discussed at greater length the 
rather severe shortcomings of this procedure and of the program 
in general as it had been operating. 


As the impact of the WHO program began to be felt in the 
United States criticism of it mounted for the reasons outlined by 
Mr. Levy. The United States Trade Mark Association on the ree- 
ommendation of its International Committee submitted a state- 
ment to the U. S. Secretary of State pointing out the deficiencies 
in the WHO program and requesting that our Government 
seek a re-examination of the program looking toward its dis- 
continuance or at least a radical revision in the procedure under 
which it operated. Similar representations had been made to the 
State Department by such groups as the American Drug Manufac- 
turers Association, the United States Pharmacopeia, and the 
American Pharmaceutical Manufacturers Association. The Amer- 


*Trade-Mark Counsel, Merck & Co., Inc., Member of the New York Bar, Member of 
the Lawyers Advisory Committee, USTMA. 


Epitor’s Note: The author recently attended the Sixth World Health Assembly 
in Geneva as a representative of the American Drug Industry and legal adviser to the 
American Delegation to the Assembly. 
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ican Medical Association and the Council of the World Medical 
Association also joined in advocating revision of the WHO pro- 
cedure. 


The U. S. State Department recognized the validity of the 
criticism directed at the WHO program and instructed the Amer- 
ican Delegation to the Sixth World Health Assembly in Geneva 
to attempt to obtain a clarification and revision of the program. 
The American Delegation was headed by Dr. Leonard Scheele, 
Surgeon General of the United States, and included about a dozen 
distinguished members of the American medical profession. Those 
who were particularly concerned with the non-proprietary name 
program in addition to Dr. Scheele were Mr. Howard B. Calder- 
wood, U. S. State Department, Dr. Frederick J. Brady, Division 
of International Health, Publie Health Service, and Dr. Robert T. 
Stormont, Director of the Division on Therapy and Research and 
Secretary of the Council of Pharmacy and Chemistry of the 
American Medical Association. Their efforts at the Assembly re- 
sulted in a new and satisfactory set of rules of procedure for the 
non-proprietary name program. 


The manner in which the legitimate criticisms of American 
medicine, pharmacy and industry were appraised by the State 
Department and presented to the Assembly by the American Dele- 
gation deserves the highest praise. It appeared to the writer to 
offer an example of the kind of intelligent representation which 
will encourage confident participation by Americans in interna- 
tional activities such as the WHO. 


It was most encouraging too to find a clear recognition by the 
Assembly and by the WHO Secretariat of the necessity for oper- 
ating the non-proprietary name program in accordance with pro- 
cedures which offer adequate safeguards to the legitimate rights 
of nationals of Member States. The WHO did not hesitate to take 
steps to establish such a procedure when the shortcomings in its 
program were pointed out by the United States and by other Dele- 
gations. The Secretariat also agreed, in view of the inadequate 
notice to United States nationals, to consider objections to names 
which have already been adopted by the WHO. 
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The WHO was not willing to consider the abandonment of the 
non-proprietary name program but recognized that there had been 
difficulties in its operation and agreed on the need for revision and 
clarification of the procedure. The Assembly unanimously passed 
a resolution presented by the United States which recognized the 
necessity for safeguards which would insure the protection of 
rights which might be affected by WHO adoption of a non-propri- 
etary name and requested the WHO Executive Board to review 
and clarify the procedure for this program. 


During the Assembly the American Delegation discussed with 
the WHO Secretariat administering the non-proprietary name 
program and with the WHO Legal Section the objections that had 
been raised to the program in the United States and offered its 
suggestions for drafting rules of procedure. The Secretariat after 
study and consultation with the representatives of other countries 
drafted rules of procedure which it recommended to the Executive 
Board. A copy of the Director-General’s report is attached (Ap- 
pendix A). The Executive Board adopted unanimously the resolu- 
tion proposed by Secretariat (Appendix B) which embodied new 
rules of procedure as Annexes I and II. For convenience the new 
rules are set out separately at page 671 as Appendix C. These rules 
are binding on the WHO and now govern the non-proprietary name 
program, 


The WHO appears to recognize that the establishment of an 
adequate procedure for a program which operates on a world level 
is a most difficult task. It is anticipated that the present rules will 
be improved as experience is gained in their operation and we 
discuss below several terms which are deliberately left undefined 
until that time. The Executive Board resolution provides for a 
report to the Assembly by the Director-General on the operation 
of the rules at the Seventh Assembly in 1954. For this reason the 
rules while binding on the WHO have not been made the subject 
of an international treaty or of regulations under Article 21 (d) 
and (e) of the WHO Constitution. The voluntary nature of the 
program under the new rules appears to remove the objections 
previously raised in the United States to this more informal mode 
of procedure. 
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THE TRADE-MARK REPORTER 


Piracy 

The WHO recognized that a successful non-proprietary name 
program depended upon the prevention of ‘‘piracy’’ of generic 
names through their registration as trade-marks. The WHO has 
agreed to do everything in its power to encourage Member States 
to prevent the acquisition of proprietary rights in generic names. 


At the Sixth World Health Assembly, Dr. Brady in stating 
the position of the American Government emphasized the serious- 
ness of the piracy problem. Dr. Timmerman, Director of the Di- 
vision of Therapeutic Substances, made a statement in the name 
of the Director-General in which he pointed out to the delegates 
the importance of preventing registration as trade-marks of gen- 
eric names. An earlier Assembly has clearly condemned this prac- 
tice. The new rules provide that the Director-General will request 
Member States to take such steps as are necessary to prevent the 
acquisition of proprietary rights in generic terms. 


The delegations to the World Health Assembly from most of 
the seventy-two Member States represented included the principal 
public health officers of those countries as well as other distin- 
guished members of the medical profession. It is anticipated that 
these officials will point out to trade-mark officials in their home 
countries that accepting applications for registration of generic 
names is inconsistent with that country’s obligations to the World 
Health Organization, interferes with the legitimate marketing of 
drugs and results in higher cost of drugs to patients. It is hoped 
that the influence of the WHO will be substantial in persuading the 
so-called ‘‘pirate’’ countries to take the steps necessary to put an 
end to this practice. There was at the Assembly some indication 
that this type of activity by the WHO may be effective. The public 
health officials of a number of South American countries expressed 
to the American Delegation their concern with this problem. It has 
already been suggested that the subject be put on the agenda of 
the Directing Council of the Pan-American Sanitary Organization 
(a regional organization associated with WHO) for its October 
meeting. It is to be hoped that this type of discussion will enlist 
the cooperation of the public health officials and the medical pro- 
fession in various countries throughout the world in preventing 
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‘‘piracy’’. While this appeared to be the most effective step that 
the WHO could take, the Secretariat is anxious to consider sug- 
gestions for other steps that WHO could take to help solve this 
problem. 

New Rules of Procedure 


The title of the new rules is significant and itself defines the 
nature and scope of the program (particular attention is called to 
the words underlined): ‘‘Procedure for the Selection of Recom- 
mended International Non-Proprietary Names for Drugs Moving 
in International Commerce.”’ 


The use of the word ‘‘Recommended’’ makes quite clear that 
the adoption of a non-proprietary name by the WHO does not have 
any binding legal effect. Names adopted by WHO and to be for- 
warded to Member States are entitled and will always be referred 
to as ‘‘Recommended International Non-Proprietary Names.’’ 
This is the term used throughout the new rules of procedure and 
names under consideration at earlier stages of the procedure are 
referred to as ‘‘Proposals.”’ 


The title also makes clear that the program is for the selection 
of non-proprietary names for drugs moving in international com- 
merce. The WHO will accept proposals and consider proposed 
names prior to the time they move in international commerce but 
feels that it should not undertake to adopt a non-proprietary name 
for a drug until it is marketed in more than one country or has 
begun in some way to move in international commerce. The WHO 
therefore clearly will no longer undertake to adopt international 
non-proprietary names for mere laboratory curiosities. 


The American Delegation emphasized that the WHO could 
not escape responsibility for the results of its decisions by pointing 
out that they are recommendations, since in fact these recom- 
mendations have a substantial effect on international commerce. 
If the WHO request that the name it selects be adopted and pro- 
tected by Member States is honored, the WHO decision has the 
force of law when it is encountered in the market place. The WHO 
non-proprietary name program is an effort to persuade the nations 
of the world to require use of a single name and WHO decisions 
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affect the marketing of drugs in direct relation to the success of 
the WHO in persuading Member States to accept its reecommenda- 
tions. 

Proposals for Names 


The new rules provide for the submission of proposals for non- 
proprietary names directly to the Director-General of the World 
Health Organization.1 Forms for use under the new rules are now 
being prepared and may be obtained from the Director-General of 
the WHO at Geneva. Dr. Scheele has also undertaken to make the 
forms available at the offices of the Public Health Service in Wash- 
ington. It is anticipated that they will also be distributed by trade 
and industry associations to their members. 


Consideration By Subcommittee 

When proposals are received by the WHO, they will be re- 
ferred to the Subcommittee on Non-Proprietary Names of the 
Expert Advisory Panel on the International Pharmacopoeia.’ The 
activities of this Subcommittee have been previously described by 
Dr. Miller who has served as a member of it.* Dr. Miller has found 
that membership on two WHO committees has placed too heavy a 
burden on his time and has felt it necessary to resign from the 
Subcommittee on Non-Proprietary Names, although fortunately 
he is continuing to serve as a member of the Expert Committee on 
the International Pharmacopoeia. His place on the Subcommittee 
on Non-Proprietary Names will be taken by Dr. Robert Stormont 
of the American Medical Association. The appointment of Dr. 
Stormont by the WHO is a most fortunate one. He is uniquely 
qualified for this work through his experience with the selection 
of common names for drugs in his capacity as Secretary of the 
AMA Council of Pharmacy and Chemistry. Those who submit 
proposals for names or comments or objections on proposed names 
to the WHO may feel it appropriate to forward a copy of their 
communication directly to Dr. Stormont for his information. 


Rights of Discoverer of Drug 
The Subcommittee will consider the names proposed for a 


. Rule 1. 
- Rule 2. 
3. 43 TMR 133. 
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particular substance and will make its recommendation to the 
Secretariat. An important change in the procedure from the 
standpoint of American industry is the inclusion in Rule 2 of a 
provision that the name adopted or proposed by the discoverer 
or developer of a drug will be accepted unless there are com- 
pelling reasons to the contrary. It is now clearly understood that 
the generic name adopted or proposed by the discoverer or de- 
veloper of a drug will be adopted by the WHO even though it 
does not conform to all of the principles suggested for guidance 
in devising names. The new rule recognizes that there may be 
instances in which the name proposed by a discoverer of a drug is 
completely inappropriate, such as where it conflicts with a previ- 
ously adopted trade-mark, but makes it clear that the discoverer’s 
name is not to be rejected for trivial or theoretical considerations. 
This will remove one of the severest criticisms leveled by the 
United States at the program as it previously operated. It is 
understood that there will be no objection to the WHO offering 
its services and that of its Expert Committee to one who proposes 
a name in order to attempt to improve it. The right of a dis- 
coverer to have the final say as to the name of his drug is however 
clearly recognized. ‘ 
Notice 


When the WHO, in the person of its Secretariat and Expert 
Committee, has after consideration and discussion decided on the 
name it wishes to recommend, notice will be given that it is con- 
sidering adoption of a name.* The official notice is to be published 
in the Chronicle of the World Health Organization and sent by 
letter to the Member States and to pharmacopeial commissions 
and other bodies designated by Member States. The publication 
in the Chronicle offers an official, definite publication readily 
available to all from which the time limits set in the rules will 
be determined. While the Secretariat is also authorized to send 
a notice to any specific person it knows is interested in or con- 
cerned with a name® under consideration it is not required to do 
so. It would obviously be inappropriate to place upon the WHO 
the burden of determining what nationals of the Member States 


4. Rule 3. 
5. Rule 3A (1). 
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would be interested in proposed names or of sending out in- 
dividual notices. 







| 

/ 

| The writer together with other industry representatives re- 
cently conferred with the Surgeon General and representatives 






of the State Department, Patent Office, Food and Drug Com- 
mission, Public Health Service and other government bureaus 
to discuss how best to implement the new rules in the United 
States. The Surgeon General and the State Department stated 
that it is their intention to encourage the widest possible dis- 
semination of proposed names in this country. They will there- 
fore designate the United States Pharmacopeia, the American 
Drug Manufacturers Association, the American Pharmaceutical 
Manufacturers Association, the United States Trade-Mark Asso- 
ciation, the American Pharmaceutical Association and perhaps 
others to receive notices directly from the WHO. In addition the 
Public Health Service plans to distribute copies of the official 
notice it receives to these and other organizations who indicate 
an interest in the program. This program will result in the 
adequate notice to all United States nationals which the WHO 
program has heretofore failed to provide. The representative of 
the U. S. Patent Office at the meeting agreed to explore the pos- 
sibility of publishing proposed names in the Official Gazette of 
the U. S. Patent Office. 



























Any firm or individual interested in receiving official notices 
directly can of course subscribe to the Chronicle of the World 
Health Organization by writing to the Director-General of the 
WHO. Subscription to this publication is not expensive and offers 
the additional advantage of enabling those interested to appraise 
themselves of other activities of the World Health Organization 
which might affect the marketing of drugs or otherwise would 
be of interest. 











Time for Objections 


A six month period is allowed for the filing of comments on 
or objections to the proposed name. Careful consideration was 
given to the determination of the amount of time that should be 
allowed for this purpose. The Secretariat stated that its experi- 
ence indicated that six months is a minimum period to allow for 
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submission of objections when acting on a world level, in view of 
the slowness of mail, distances involved, difference in language, 
ete. This period may be shortened in the future if experience in- 
dicates that a shorter period will offer adequate time for receipt 
of notice, consideration of the name and forwarding of objections 
or comments to Geneva. 


Comments 


Anyone may forward comments to the WHO on the proposed 
name.® It is hoped that comments or criticisms which will assist 
the WHO in making the wisest possible choice will be freely for- 
warded to it for its consideration. 


Objections 

Such comments are to be distinguished under the new rules 
from a formal objection to a proposed name which may be filed 
under Rule 5 by any interested person. A formal objection must 
identify the person objecting, state his interest in the name and 
set forth the reasons for the objection to the proposed name. 
When such a formal objection has been filed the WHO may either 
reconsider the proposed name or use its good offices to attempt 
to obtain withdrawal of the objection. However, a name will not 
be selected by the WHO as a “Recommended International Non- 
Proprietary Name’’ while there exists on the record a formal 
objection filed under Rule 5, which has not been withdrawn. 


This provision is a most important one. Rule 6 together with 
the provisions for adequate notice included in the rules establish 
a procedure which offers full protection to the rights of ‘American 
nationals and others who are affected by the WHO decisions. It 
places the non-proprietary name program on a basis which will 
permit participation by the American drug industry and which 
will in fact encourage its cooperation in making the program a 
success. 


This provision of the rules was of course given very careful 
consideration. Placing the non-proprietary name program on a 


6. Rule 4. 
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voluntary basis appears highly desirable at the present time for 
a number of reasons. 


It will be noted that no provision is made in the rules for 
trade-mark searches by the WHO. The WHO is obviously not 
equipped to undertake world-wide searches of proposed names 
for possible trade-mark conflicts and there does not appear to 
be any possibility that facilities for such a search will exist in the 
foreseeable future. Possible conflicts between a proposed name 
and previously adopted trade-marks are therefore provided for 
by adequate publication or notice of the proposed names and by 
opportunity to object to them. 


The WHO has at the present time no facilities for the resolu- 
tion of trade-mark conflicts where such an objection is filed. It 
had been suggested that a trade-mark expert be appointed to the 
Subcommittee on Non-Proprietary Names. Trade-marks of course 
represent extremely valuable industrial property. It seems quite 
clear that while such an expert might offer valuable advice to the 
WHO he would not be competent to adjudicate a conflict which 
involved valuable property rights. The adoption by WHO of a 
‘Recommended International Non-Proprietary Name’’ which con- 
flicted with a previously adopted trade-mark could seriously im- 
pair or destroy the value of that trade-mark. An American national 
whose rights and property were thus affected would receive small 
solace from the fact that a trade-mark lawyer acting as a member 
of a WHO Subcommittee had approved this action by the WHO. 
As to such conflicts nothing less than a proper legal adjudication 
by a recognized judicial tribunal would seem acceptable. The 
WHO at the present time obviously is not equipped to resolve such 
conflicts nor does it appear to be in a position to establish adequate 
machinery for their resolution. 


The WHO Secretariat stated that, thus far in the non- 
proprietary name program, objections have been filed to less than 
5% of the names proposed. Placing the non-proprietary name 
program on a voluntary basis therefore should not seriously affect 
the program. 


Moreover it was considered that if the WHO non-proprietary 
name program could operate successfully on an essentially vol- 
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untary basis it would be highly desirable to do so. The program 
itself would be substantially strengthened and the recommenda- 
tions of the WHO as to non-proprietary names would have greater 
weight since presumably world-wide agreement would exist on 
the names recommended. This would operate to give greater 
dignity and effect to the list of names recommended by the WHO. 


The possibility of disruption of the program by the filing of 
frivolous and unwarranted objections was recognized. It was 
thought however that it is unlikely that anyone will undertake to 
vitiate the program by filing a series of frivolous objections; 
certainly it should be assumed until proven otherwise that rep- 
utable manufacturers will not take such action. Rule 5 provides 
for the filing of a formal objection only by an interested person 
and requires that an objector state his interest in the name. Un- 
doubtedly grounds will exist for the WHO to find that an objector 
is not an interested person where some person or firm files a 
series of frivolous or irrelevant objections. 


No attempt is made in the rules to define the interest which 
would entitle a person or firm to file a formal objection under 
Rule 5. It was clearly understood that a manufacturer of the 
product for which a name was being considered would have such 
an interest. However, it was felt that the task, of defining this 
interest should be deferred until some experience had been gained 
in operating under these rules. 


It was recognized that this may possibly prove an inadequate 
safeguard against the filing of unjustified objections; experience 
in operating under the rules will show whether irrelevant or 
incompetent objections are a real problem. It did not appear 
desirable to attempt to establish rules for the resolution of all 
legitimate objections because frivolous objections might possibly 
be filed. There is moreover serious doubt that the WHO is e- 
quipped to establish adequate machinery for the resolution of 
conflicts based on legitimate objections. 


It is anticipated under the present procedure that most ob- 
jections will be resolved after discussions between the WHO and 
the person objecting, either through minor amendment of the name 
or withdrawal of the objection. As to the ‘‘hard core’’ of names 
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as to which there is a conflict which cannot be resolved by per- 
suasion or discussion, it would appear highly desirable for the 
WHO to either consider new proposals or defer selection of a 
name until one can be chosen that is likely to be a true “interna- 
tional” name which will be used throughout the world. It is of 
course understood that where an objection to a proposed name 
cannot be resolved, the way is open to the filing and consideration 
of new proposals for a name for that drug. 


Adoption of Name 


Where no objection has been filed to the proposed name or 
those filed have been resolved, notice of its adoption as a Recom- 
mended International Non-Proprietary Name will be given by the 
WHO in the same manner as notice of proposed names. The 
Director-General of the WHO will request of all Member States 
that the name be recognized as the non-proprietary name for 
the substance and that the Member States take such steps as may 
be necessary to prevent the acquisition of proprietary rights in 
the name. 


Conclusion 


The use throughout the world of a single common or generic 
name for a drug is indeed a highly desirable objective. As with 
most worthwhile tasks however it is one that will be difficult to 
achieve. One need only consider the serious problems involved 
in establishing a new generic name in one country such as the 
United States to be aware of the tremendous difficulties involved 
in achieving the same results throughout the world. Common 
world-wide nomenclature for drugs is not something that will be 
achieved overnight or without difficulty. As Mr. Levy has pointed 
out ‘‘the task undertaken by WHO requires not only idealism 
but also pragmatism and a full recognition of the realities of the 
situation’’. It is to be hoped that the new rules of procedure 
represent a sound step towards the creation of a program which 
will combine ‘‘idealism and pragmatism’’. 


The spirit in which the non-proprietary name program is 
administered by the WHO is of course at least as important as 
any set of written rules. We believe that the extensive discussions 
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of the program that have taken place have resulted in a new 
understanding by the WHO of practical problems involved in 
drug nomenclature and the importance of this subject in the 
marketing of drugs. The WHO approached the whole problem in 
the finest possible spirit and there is little doubt that the new 
procedure will be administered in a spirit of cooperation and 
understanding. 


The WHO program on non-proprietary names so administered 
under the new rules of procedure should accord full protection 
to the rights of United States nationals while promoting the use 
throughout the world of ‘‘international non-proprietary names’’. 


APPENDIX A 


Report of Director-General to the Executive Board on the 
Procedure for the Selection of Recommended 
International Non-Proprietary Names for Drugs 


The following report has been prepared by the Director-General for 
the information and guidance of the Executive Board in its consideration 
of the matters arising out of the decision of the Sixth World Health 
Assembly on the system of selection of international non-proprietary names. 
This decision is embodied in resolution WHA6.15 in the following terms: 


‘‘The Sixth World Health Assembly, 


‘*Recognizing that the wide acceptance of non-proprietary names 
for drugs serves the best interests of world health, assists the growth 
of international commerce in drug products, and constitutes an addi- 
tional basis for improved international relations, 


‘‘Recognizing at the same time that safeguards are necessary in 
any procedure for the selection of non-proprietary names to ensure 
the protection of proper rights which may be affected by the adoption 
of the names recommended ; 


‘“REQUESTS the Executive Board at its twelfth session, taking 
into account those resolutions of the World Health Assembly and the 
Executive Board which pertain to the selection and adoption of non- 
proprietary names for drugs and pharmaceutical products, to review 
and clarify the procedure to be followed for this purpose and to 
report thereon to the Seventh World Health Assembly.’’ 


1. The World Health Organization first undertook the selection of the 
international non-proprietary names (sometimes referred to as ‘‘generic’’ 
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or ‘‘common’’ names) upon resolution WHA3.11 of the Third World 
Health Assembly. This resolution was adopted on the basis of a study 
made by the Director-General and by the Expert Committee on the 
International Pharmacopoeia at its fifth session. Subsequently, in a series 
of resolutions, the Executive Board outlined the details of the Procedure, 
in particular regarding measures to ensure that non-proprietary names 
receive the maximum protection within Member States in order to prohibit 
their use for unauthorized purposes. 





2. It has, however, become apparent that there is a compelling need for 
the existing procedures to be clarified and for the several provisions regard- 
ing the programme to be consolidated, in order to facilitate the under- 
standing and operation of the programme by those persons concerned, 
and to this end the Director-General has consulted with interested authori- 
ties, including those of the United States of America, the delegation of 
which sponsored resolution WHA6.15, with a view to the preparation of 
a single unified procedure. Such a unified procedure has been prepared 
as a result of this consultation and appears as an Annex to the resolution 
contained in this report. 





3. The salient points of the new procedures are as follows: 


(a) The existing provisions of the several Executive Board resolu- 
tions would be terminated and incorporated in the Procedure; 


(b) In order to ensure that there shall be no conflict of a name 
with prior rights, the provisions regarding a six months delay for 
the submission of comments or objections to a proposed name have 
been clarified. Furthermore, so long as a formal objection is not with- 
drawn, the name objected to will not be forwarded by WHO as a 
Recommended International Non-Proprietary Name; 

(ec) A eareful distinction is made between names which are under 
consideration only, and means which are recommended by WHO for 
adoption ; 

(d) Particular emphasis is laid upon the desirability of accepting 
a name already in use and selected by the person or firm discovering 
or first developing and marketing the drug concerned ; 

(e) Responsibility for any searches in trade-mark registers ete. 
would lie with the competent authorities of Member States and with 
individuals; 

(f) The request for the protection of names in order to prevent 
the acquisition of proprietary rights would extend not only to Recom- 
mended Names, but also to names under consideration. 


The Director-General is of the opinion that the unified procedure will 
































Vol. 43 T. M. R. PROGRAM ON GENERIC NAMES 671 









serve to clarify the operation of the programme, assist considerable in its 
operation and protect more adequately the names proposed against un- 
authorized use. The Board may therefore wish to consider the adoption of 
a resolution on the following lines: (See Appendix B) 


APPENDIX B 


Resolution of Executive Board of WHO 









The Executive Board, 


Considering resolution WHA3.11 establishing a system for the selec- 
tion of Recommended International Non-Proprietary Names for drugs; 


Acting in accordance with resolution WHA6.15, by which the Board 
was requested to examine and clarify the procedure for such selection and 
to report thereon to the Seventh World Health Assembly ; 


1. RESOLVES as follows: 


















(1) The submission, consideration and selection of Recommended 
International Non-Proprietary Names for drugs shall be in accord- 
ance with the Procedure and guiding principles annexed hereto 
(Annexes I and II). (See Appendix C) 


(2) The Director-General shall continue to co-operate with the 
International Union for the Protection of Industrial Property for 
matters regarding the legal protection of names. 


(3) Resolutions EB6.R29, EB8.R41, EB9.R91, EB9.R92 and 
EB9.R94 shall be hereby replaced and terminated. 


2. REQUESTS the Director-General to submit a report concerning these 
activities to the Executive Board at its thirteenth session. 


APPENDIX C 







Annex |! 


Procedure for the Selection of Recommended International 
Non-Proprietary Names for Drugs Moving in International Commerce 









The following procedure shall be followed by the World Health 
Organization in the selection of Recommended International Non-Proprie- 
tary Names for drugs moving in international commerce, in accordance 
with the World Health Assembly resolution WHA3.11: 


1. Proposals for Recommended International Non-Proprietary Names 
shall be submitted to the World Health Organization on the form provided 
therefor. 
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2. Such proposals shall be submitted by the Director-General of the 
World Health Organization to the members of the Expert Advisory Panel 
on the International Pharmacopoeia and the Pharmaceutical Preparations 
designated for this purpose, for consideration in accordance with the 
‘‘General Principles for Guidance in Devising International Non-Proprie- 
tary Names’’, annexed to these procedures. The name used by the person 
discovering or first developing and marketing a drug shall be accepted, 
unless there are compelling reasons to the contrary. 











3. Subsequent to the examination provided for in Paragraph 2, the 
Director-General of the World Health Organization shall give notice 
| that a Proposed International Non-Proprietary Name is being con- 






sidered. 







A. Such notice shall be given by publication in the Chronicle of 
the World Health Organization and by letter to Member States and 
to national pharmacopoeia commissions or other bodies designated by 


Member States. 







(i) Notice may also be sent to specific persons known to be 
econeerned with a name under consideration. 


B. 









Such notice shall: 
(i) 
(ii) identify the person who submitted a proposal for naming 
the substance, if so requested by such person; 









set forth the name under consideration; 











(iii) identify the substance for which a name is being con- 
sidered ; 





(iv) set forth the time within which comments and objections 
will be received and the person and place to whom they should be 
directed ; 






(v) state the authority under which the World Health Organi- 
zation is acting and refer to these rules of procedure. 






C. In forwarding the notice, the Director-General of the World 
Health Organization shall request that Member States take such steps 
as are necessary to prevent the acquisition of proprietary rights in the 
Proposed Name during the period it is under consideration by the 
World Health Organization. 









4. Comments on the Proposed Name may be forwarded by any person 
to the World Health Organization within six months of the date of 
publication, under rule 3, of the name in the Chronicle of the World 
Health Organization. 
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5. <A formal objection to a Proposed Name may be filed by any in- 
terested person within six months of the date of publication, under 
rule 3, of the name in the Chronicle of the World Health Organization. 


A. Such objection shall 
(i) identify the person objecting; 
(ii) state his interest in the name; 


(iii) set forth the reasons for his objection to the name pro- 
posed. 


6. Where there is a formal objection under rule 5, the World Health 
Organization may either reconsider the Proposed Name or use its good 
offices to attempt to obtain withdrawal of the objection. No name shall 
be selected by the World Health Organization as a Recommended In- 
ternational Non-Proprietary Name while there exists a formal objection 
filed under rule 5 which has not been withdrawn. 


- 


7. Where no objection has been filed under rule 5, or all objections 
previously filed have been withdrawn, the Director-General of the World 
Health Organization shall give notice in accordance with sub-section 
A of rule 3 that the name has been selected by the World Health 
Organization as a Recommended International Non-Proprietary Name. 


8. In forwarding a Recommended International Non-Proprietary Name 
to Member States under rule’7, the Director-General of the World Health 
Organization shall 


A. request that it be recognized as the non-proprietary name for 
the substance, and 


B. request that Member States take such steps as are necessary 
to prevent the acquisition of proprietary rights in the name, including 
prohibiting registration of the name as a trade-mark or trade name. 


Annex Il 


General Principles for Guidance in Devising 
international Non-Proprietary Names 


1. Names should, preferably, be free from any anatomical, physiological, 
pathological or therapeutic suggestion. 


2. An attempt should first be made to form a name by the combination of 
syllables from the scientific chemical name, in such a way as to indicate 
the significant groupings of the compound. 


3. Names should, in general, not exceed four syllables. 
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4. Names should be distinctive in sound and spelling, and should not 
be liable to confusion with names already in use. 


5. The addition of a terminal capital letter or number should be avoided. 


6. Names proposed by the person discovering or first developing and 
marketing a drug, or already officially adopted in any country, or used 
in the national pharmacopoeias, or in works of reference such as ‘‘New 
and Nonofficial Remedies’’, should receive preferential consideration. 


7. Preference shall be given to the following terminations: 


Latin English French 


-inum -ine -ine for alkaloids and organic bases 

-inum -in -ine for glycerides and neutral principles 

-osidum —_ -oside -oside for glycosides 

-olum -ol for aleohols and phenols (-OH group) 

-alum -al for aldehydes 

-onum for ketones and other substances contain- 
ing the CO group 

-enum for unsaturated hydrocarbons 

-anum for saturated hydrocarbons 


ccc 
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TRADE-MARK LICENSES AND “CONTROL” 
By George H. Sage* 


The licensing of trade-marks has become an increasing busi- 
ness activity. For the earlier years, the court decisions report 
various instances, involving different types of factual situations. 
In the more recent years, an increasing number of concerns, pos- 
sessing a favorably-known trade-mark or trade name, or enjoying 
a favorable reputation, have gotten into the act, for this purpose 
entering any and all possible commercial fields. The reason for 
the increasing activity is clear—to the trade-mark owner, the 
activity with its lush royalties proves most lucrative; to the 
licensee, especially the smaller business enterprise, the activity 
permits the licensee to hitch his product or service to the star of 
a trade-mark acceptable to the consumer, thereby avoiding the 
prohibitive expense or uncertainty of building up and maintain- 
ing his own trade-mark in the battle of the brands. 


For the validity of a trade-mark license, however, the law 
prescribes one major requirement. That requirement is the exist- 
ence of ‘‘control’’ by the trade-mark owner as the ‘‘licensor’’ 
over the other party as the ‘‘licensee’’ with respect to the nature 
and quality of the particular goods or services. The purpose of 
this legal requirement of ‘‘control’’ is the protection of the public 
against deception through the furnishing by the licensee, under 
the cover of the trade-mark, of goods or services of a quality 
inferior to that ‘‘guaranteed’’ by the trade-mark. 


The basis for this legal requirement of ‘‘control’’ is found 
in the ‘‘modern’’ doctrine of the function of a trade-mark. This 
‘*‘modern’’ doctrine is that a trade-mark ‘‘ guarantees”’ the quality 
of the particular goods or services covered by the trade-mark in 
that they emanate from the same source. This ‘‘modern’’ doctrine 
has supplanted, or at least supplemented, the ‘‘traditional’’ doc- 
trine that a trade-mark indicates the origin or ownership of the 
particular goods or services.’ The Lanham Act has adopted the 


*Member of New York Bar. 

1. In general, see Schechter, ‘‘ The Rational Basis of Trade-mark Protection,’’ 40 
Harv. L. Rev. 813 (1927); Nims, Unrair COMPETITION AND TRADE-MARKS (4th ed.) 
(1947), Sec. 187; DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING (1936), 
Sec. 3; CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS (1950), Vol. 3, Sec. 65.2. 
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same ‘‘modern’’ doctrine of the ‘‘guarantee’’ function of a trade- 
mark, in Sees. 5 and 45 of the Act as to ‘‘related companies,’’ 
defined in terms of ‘‘control.’” 













This ‘‘modern’’ doctrine determines the validity of a trade- 
mark license. Under the common law of trade-mark licenses, a 
‘‘eontrolled’’ license is valid, whereas a license without ‘‘control’’ 
(i.e., a ‘‘bare’’ or ‘‘naked’’ license) is invalid, based on the basic 
concept of the protection of the public against deception from 
the use of a trade-mark. A trade-mark owner, although he is 
not required to be the manufacturer or seller of the goods or 
services, must in fact “control’’ the nature and quality of the 
goods or services.’ Similarly, under Sees. 5 and 45 of the Lanham 
Act, constituting merely a statutory summary of the developing 
common law on ‘‘controlled licensing,’’ with the fundamental 
requirement against any public deception, ‘‘control’’ by the licensor 
over the licensee is legally essential for the validity of a trade- 
mark license—a ‘‘controlled’’ license is valid, whereas a license 
without ‘‘control’’ is invalid. Accordingly, in various court de- 
cisions, ‘‘bare’’ or ‘‘naked’’ licenses have been held invalid, while 
‘‘controlled’’ licenses have been upheld or recognized as valid.° 

























The presence or absence of the legally-essential ‘‘control’’ 
for the validity of the trade-mark license thus becomes a most 
important legal problem. In the final showdown of litigation, the 
trade-mark owner who has engaged in the granting of trade-mark 






| 2. Commentators have pointed out that in the Congressional Hearings, the argu- 

ment was made that licensing plus control over quality was no more than the application 
of the ‘‘guarantee’’ theory of trade-marks. See Schniderman, Trade-Mark Licensing—A 
Saga of Fantasy and Fact, 14 Law and Contemp. Prob., Spring, 1949, p. 248, at p. 251; 
and CALLMANN, supra, Vol. 4, Ch. 25, at Sec. 98.3(¢). In this connection, reference is 
made to the Hearings before the Subcommittee on Trade-marks of the House Com- 
mittee on Patents on H.R. 4744, 76th Cong., 1st Sess., 57, at pp. 58-60 (1939). 

3. In general, see Taggart, Trade-Marks and Related Companies: A New Concept 
in Statutory Trade-Mark Law,’’ 14 Law and Contemp. Prob., Spring, 1949, p. 234, at 
pp. ey and 236-41; NIMs, supra, at pp. 124 and 128-30; DERENBERG, supra, at Secs. 

an " 

4. In general, see Taggart, supra, at p. 236; Schniderman, supra, at pp. 252 and 
256-7; Whitman, You Can License Your Trade-Mark If—, 38 T.M.R. 639 (1948); and 
Robert, Commentary on Lanham Trade-Mark Act, 15 U.8.C.A., Sees. 81-1113, p. 265, at 
pp. 272-3. 

5. With specific respect to ‘‘bare’’ or ‘‘naked’’ licenses, the leading case is 
Everett O. Fisk § Co. v. Fisk Teachers Agency, 3 F. (2d) 7 (1924) (CCA-8), involving 

the services of a teachers employment agency. See also MacMahan Pharmacal Co. v. 
Denver Chemical Mfg. Co., 113 Fed. 468 (1901) (CCA-8), at pp. 474-6; and Purity 
Cheese Co. v. Frank Riper Co., 57 F. Supp. 102 (1944)(D.C., N.D., Wise.), at p. 103, 
34 TMR 368. Such invalidity, it must be noted, may be limited to a certain marketing 
territory covered by the particular invalid license, such as in the case of E.F. Prichard 
Co. v. Consumers Brewing Co., 136 F.(2d) 512 (1943) (CCA-6), 33 TMR 370. 
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licenses generally is confronted with this problem. If he has 
brought an action for infringement of the trade-mark against 
some third party who has sought to cut himself in on the trade- 
mark owner’s good will in the trade-mark, the defendant will 
generally seek to point an accusing finger at the trade-mark li- 
censes as ‘‘bare’’ or ‘‘naked,’’ and then raise the legalistic 
ery of ‘‘abandonment,’’ ‘‘loss of distinctiveness,’’ or ‘‘unclean 
hands.’’® Even in the case of his own licensees, if the trade-mark 
owner has brought an action to enjoin a former licensee, upon 
the expiration or termination of the license, from the further use 
of the trade-mark, the former licensee, although having enjoyed 
the relative freedom of a license lacking ‘‘control,’’ will unhesi- 
tatingly raise the same legalistic cry, if not also add that of 
“estoppel.’’? Apart from cases in the courts, moreover, the prob- 
lem may arise in proceedings in the U. S. Patent Office, such as 
where the trade-mark owner is seeking to prevent another from 
registering the mark in the other’s name, or where another is 
even seeking to cancel any registration in the trade-mark owner’s 
own name. 


Although ‘‘control’’ is thus recognized as legally-essential for 
the validity of a trade-mark license, a problem still remains. With 
‘‘control’’ possessing varying content in fact, the problem is as 


6. E.g., Coca-Cola Co. v. J.G. Butler §& Sons, 229 Fed. 224 (1916) 6 TMR 206; 
Coca-Cola Co. v. Bennett, 238 Fed. 513(1916) 7 TMR 159; MacMahan Pharmacal Co. v. 
Denver Chemical Mfg. Co., 113 Fed. 468 (1901); B.B.&R.Knight, Inc. v. Milner & Co., 
283 Fed. 816 (1922); Keebler Weyl Baking Co. v. Ivins’ Sons, Inc., 7 Fed.Supp 211 
(1934) ; 24 TMR 161; Finchley, Inc. v. George Hess, 24 F.Supp. 94 (1938) ; 28TMR404; 
Purity Cheese Co. v. Frank Ryser Co., 57 F. Supp. 102(1944) ; 34TMR 368; California 
Fruit Growers Exchange v. Sunkist Drinks, Inc., 3 F. Supp. 496 (1933); see also Mani- 
schewitz Food Products, Inc. v. Rosenberg, 9 F.R.D. 115; 80 USPQ 427 (1949); 39 
TMR 231. 

The independent manufacturer, it must be noted, may itself take the initiative and 
bring suit against the trade-mark owner, such as for a declaratory judgment. See Crown 
Beverage Corp. v. Nehi Corp., 196 Misc. 715, 92 N.Y.8.(2d)902, 83 USPQ 143 (1949) ; 
39 TMR939. 

7. E.g., Everett O. Fisk & Co. v. Fisk Teacher’s Agency, 3F.(2d)7 (1924); 15 
TMR 147; Smith v. Dental Products Co., Inc., 140 F(2d) 140 (1944), 34TMR78; cert. 
den. 322 U.8.743 (1944); later proc. 168 F (2d) 516 (1948); Broeg v. Duchaine, 
319 Mass. 176, 55 N.E. (2d) 209 (1944); 36 T.M.R. 207; Nelson v. Winchell & Co., 203 
Mass. 75 (1909) ; see also Nu-Grape Bottling Co. v. Comati, 40F.(2d) 187 (1930). 

The licensee, like the independent manufacturer, it must be similarly noted, may 
take the initiative and bring an action, against the trade-mark owner, but alleging the 
validity of the trade-mark license. See H. Freeman & Son, Inc. v. F. C. Huyck & Son, 
Inc., 7 FSupp. 971 (1934); 24 TMR 282; Coca-Cola Bottling Co. v. Coca-Cola Co., 269 
Fed. 796 (1920) ; 11ITMR 134; Morse-Starrett Products Co. v. Steccone, 86 F. Supp. 796 
(1949) ; 40TMR 41. 

8. See Crown Fabrics Corp. v. American Viscose Corp., 145 F.(2d) 246 (1944); 
34 TMR376; Du Pont v. Celanese, 167 F. (2d) 484, 85 USPQ 172 (1948) ; 40 TMR 67. 
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to the nature of such ‘‘control’’ in the particular factual situation. 
Where the particular factual situation makes ‘‘control’’ of a 
certain content legally essential for validity, then ‘‘control’’ of 
a different content will not satisfy the legal requirement. With 
the improper ‘‘control,’’ a trade-mark owner, lulled into a false 
sense of security by the mere fact of “control,’’ will be headed 
for the inevitable rude awakening, with its accompanying prob- 
able loss of his rights in the trade-mark, not to mention other 


types of loss. 


It is submitted that the proper ‘‘control’’ depends upon the 
practical necessities of the particular factual situation. This test 
is derived from the very purpose of the legal requirement for 
‘*control’’—effective protection of the public against deception 
from the use of the trade-mark by the licensee to cover goods or 
services inferior to the standards of quality ‘‘guaranteed’”’ by 
the trade-mark. Since factual situations differ, the nature of the 
appropriate ‘‘control’’ will correspondingly differ.® 


Three types of ‘‘control’’ are implicit in the cases. One type 
refers to the right of control over the internal management oper- 
ations of the licensee. Another type refers to the right of control 
over the external standards to be observed by the licensee. Still 
another type refers to both the right and the actual exercise of 





9. Reference may be possibly made to the use of the term ‘‘control’’ in other 
legal fields. As was stated in Gulf Refining Co. v. Fox, 11 F. Supp. 425 (1935) (D.C., 
S.D., W.Va.), affd. 297 U.S. 381 (1936), involving a State Chain Store Tax statute: 

‘¢*** the word ‘control’ has no legal or technical meaning, and must be given 
such an interpretation as the Legislature intended it to have, to be ascertained 
from the connection in which it is used, the act in which it is found, and the legis- 
lation of which it forms a part’’(p.43). 


This language was quoted with approval in Hawkins v. Merrill, Lynch, Pierce, Fenner & 
Beane, 85 F. Supp. 104 (1949) (D.C., Ark.), at p. 123, where the court stated with 
reference to the interpretation of the Securities Exchange Act (p. 121): 

‘<The provisions of the Securities Exchange Act of 1934, and the regulations 
promulgated thereunder, should be interpreted in the light of the end sought to be 
achieved and the evil to be prevented by the enactment of that legislation. In this 
manner only can full civil redress, within the contemplation of the Congress in 
enacting this legislation be accorded one who has been injured as a result of a 
violation of the act.***’’ 


Then, with specific reference to a provision imposing a liability upon one who ‘‘controls’’ 
another, the court further stated (p. 123): 

‘*The Congress believed, as is evidenced by this legislation, that the rights 
of the public could be adequately protected in this field of our economy only by 
extensive and rigid regulation and supervision; and when one, as did the Defendants 
under the facts of this case, directs another in such a manner as to defeat the pur- 
poses of the legislation and violate the rights secured by the legislation, there exists 
that degree of control necessary to create liability under Sec. 78 t (a).’’ 
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control. In the decided cases, the propriety of each type depended 
upon the practical necessities of the particular factual situation. 


‘“‘Control’’ as Referring to ‘‘Internal Management Operations’’ 


In certain court decisions, the practical necessities of the 
particular factual situation made legally-essential, for the validity 
of the trade-mark license, ‘‘control’’ over the internal manage- 
ment operations of the licensee. The most common such factual 
situation has been the bottling of a carbonated beverage. In this 
‘*bottling’’ situation, the licensor has been the manufacturer of 
the essential beverage syrup, while the licensee has been the bottler 
of the final product covered by the trade-mark. Each such court 
decision indicated that the syrup manufacturer, as the licensor, 
‘‘controlled’’ necessarily the internal management operations of 
the bottler, as the licensee, in order thereby to ensure the strict 
conformity of the final product with the standards ‘‘guaranteed’’ 
by the trade-mark. 


The ‘‘Coca-Cola’’ product has been the subject of several 
eases. In Coca-Cola Co. v. Butler & Sons,’ for ‘‘control’’ pur- 
poses, the licensor set the standards for the product which was to 
be bottled; all plants were subjected to a system of inspection and 
supervision, to ensure a sanitary and wholesome product; in- 
spectors, required to make reports, took samples of the product 
both before and after the syrup had been mixed with the carbon- 
ated water; the inspectors were equipped with gas test gauges, 
hydrometers and other instruments, to enable them to determine 
whether or not the product was being bottled in accordance with 
instructions; other instruments were used to test each machine, 
to determine whether the machine was throwing tlhe proper amount 
of syrup into each bottle; the samples taken were chemically exam- 
ined, and any necessary changes were prescribed; when necessary, 
a chemical expert and a member of an advisory board made per- 
sonal investigations; the water was chemically tested; the sanita- 
tion of the plant was inspected; the amount of carbonic acid gas 
used was checked; cooling plants were prescribed; etc. To the 
same effect are Coca-Cola Co. v. Bennett! and Coca-Cola Co. v. 


10. 229 Fed. 224 (1916) (D.C., Ark.), at pp. 228-29; 6 TMR 206. 
11. 238 Fed. 513 (1916) (CCA-8), at pp. 514-15; 7 TMR 159. 
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Coca-Cola Co.1? It will be noted, moreover, that in view of these 
same practical necessities making legally-essential ‘‘control’’ over 
the internal management operations, the mere fact that the defend- 
ant independent bottler had used the same Coca-Cola syrup and 
had bottled it in the same manner as did the franchised bottlers 
was held, in the Butler and Bennett cases above, legally immaterial. 


Another ‘‘bottling’’ case is Broscious v. Pepsi-Cola Co.,'* 
involving the product ‘‘Pepsi-Cola.’’ The contract arrangement 
required the licensed bottler to mix the ingredients exactly and 
only as directed by the syrup manufacturer. In upholding the 
validity of the contract, the court stated: 


‘‘It is not asserted that Pepsi-Cola (i.e., the manufac- 
turer) is without the unqualified right to make a contract 
whereby it sells its product to be distributed wnder reasonable 
conditions calculated to protect the good reputation of its 
product which is sold under a trade-marked name.’’! 


Another common factual situation in past court decisions is 
one where the trade-mark owner, instead of furnishing any essen- 
tial constituent material or ingredient to the licensee for further 
processing as in the ‘‘Coca-Cola’’ cases, merely granted the right 
to use the trade-mark. The practical necessities of the particular 
factual situation, however, required ‘‘control’’ by the trade-mark 
owner over the internal management operations of the licensee, 
to ensure conformity of the product with the standards ‘‘guaran- 
teed’’ by the trade-mark to the public. Thus, in Smith v. Dental 
Products Co., Inc.,!° the trade-mark owner (i.e., the licensor), the 
originator and inventor of numerous dental products, licensed a 
manufacturer to manufacture them under his trade-marks. The 
licenses prescribed the formulas; authorized the licensor to change 
any formulas; and permitted the licensee to change the ingredients 
of any of the designated articles, but only with the licensor’s con- 
sent. In addition, as the court observed: 


**It is sufficient to observe ***that he (i.e., the licensor) 


. 269 Fed. 796 (1920) (D.S., Del.), at pp. 814-16. 
13. 155 F.(2d) 99 (CCA8-1946). 
14. Id. p. 101. 
15. 140 F. (2d) 140, 147 (1944), 34TMR 78, cert. den. 322 U.S. 743 (1944), later 
proceedg. 168 F. (24) 516 (1948). 
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retained well near absolute control over the manner of adver- 
tising, manufacture and sale of the manner of advertising, 
manufacture and sale of the products involved,***.’’ 











In Du Pont v. Celanese,’® the court thus described the rela- 
tionship: 








‘‘It further appears from the license agreement that it 
was agreed that the trade-mark should be employed by (the 
licensee) ‘to designate only such dyestuffs which shall in 
quality be up to such standard as may be fixed or approved by 
the (licensor) and that for the purpose of ascertaining the 
quality of said dyestuffs’, appellee (i.e., the licensor) ‘shall 
through such agents or representatives as it may designate, 
have the right to inspect and test from time to time, such 
dyestuffs before they are offered for sale.’ ’’ 
























In Bacardi Corp. v. Domenech," a Cuban manufacturer of a 
trade-marked rum product made according to certain secret pro- 
cesses granted a United States corporation the right to use the 
trade-mark on rum manufactured and sold in Puerto Rico, but 
subject to the requirements that all such rum was to be manufac- 
tured under the supervision of representatives of the Cuban 
corporation, and was to be of the same kind and quality as the 
rum manufactured by the Cuban corporation itself. In California 
Fruit Growers Exchange v. Sunkist Drinks, Inc.,* the owner of a 
trade-mark covering fresh California citrus fruits licensed another 
to manufacture an orange drink under the same trade-mark ‘‘ under 
strict supervision and regulation.’’ In Nelson v. Winchell & Co.,'® 
where the trade-mark owner (the plaintiff) was a jobber of shoes 
manufactured for him under his directions, the court thus described 
the ‘‘control’’: 





‘‘But the shoes were manufactured by the defendants (shoe 
manufacturers) especially and solely for him (the plaintiff- 
jobber) and in accordance with his directions. He was to be 
himself responsible to purchasers as if he had been the manu- 
facturer. He dictated the stock to be used and the way in 
which he wished the shoes to be made, and went to the defend- 







16. 167 F.(2d) 484, 486 (1948). 
17. 311 U.S. 150 (1940). 

18. 3 F.Sup. 496 (S.D.N.Y.-1933). 
19. 203 Mass. 74, 82 (1909). 
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ant’s factory to see that his ideas were carried out. He 
determined the design, the material and the workmanship of 
the shoes. In short, as he put it in his testimony, he con- 
trolled the manufacture of the shoes upon which his label was 


to be put.’’ 












See also Associated Perfumers, Inc. v. Andelman,” involving fran- 
chised retail cut-rate stores selling drugs, cosmetics, ete., under 
a distinctive store front, a uniform name, uniform methods of dis- 
| playing merchandise, etc., and where, in addition, the licensor 
| prescribed the products to be carried, resale prices, ete. Such a 
licensing system obviously involved ‘‘control’’ over the internal 
management operations of each licensee. 
















Services, as distinguished from products, involving internal 
management control under a trade-mark license are also found in 
the court decisions. For one case, see Stauffer v. Exley.2* In 
this case, the plaintiffs had developed a special apparatus and 
method for giving therapeutic treatments, which they advertised 
extensively in California and other States as ‘‘Stauffer’s’’ treat- 
ments and ‘‘Stauffer’s System’’ treatments. They licensed others 
to operate places of business both in California and other States 










‘where such treatments are rendered under appellant’s super- 
vision and control as to nature and quality.”’ 










For another case, see the recent decision of Howard D. Johnson 
Co. v. Robbins Inght, Inc.2*. In this ease, the trade-mark owner 
had been engaged, over twenty years, in manufacturing and selling 
ice cream, candy, food products, and other commodities. It oper- 
ated directly some restaurants. Other restaurants were operated 
under the well-known ‘‘ Howard Johnson’s’’ name, under so-called 
‘‘franchises,’’ 









‘‘by the terms of which the plaintiff allowed the use of its 
trade-name and its sign to holders of the franchises, who were 
required to buy the plaintiff’s products for resale and to con- 
form to the plaintiff’s standards in operating their res- 


taurants.’’ 







The meaning of ‘‘control’’ in the particular factual situation 





20. 316 Mass. 176, 55 N.E. (2d) 209 (1944). 
21. 184 F.(2d) 962, 966-967 (C.A. 9-1950); 40 TMR 960. 
22. 328 Mass. 46, 101 N.E. (2d) 348 (1951). 
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as referring to internal management operations finds confirmation 
in other legal fields. Thus, under the State Chain Store Tax stat- 
utes, imposing a tax upon chain store systems, defined in terms of 
‘‘control,’’ the arrangements between individual gasoline refiners 
and their franchised gasoline filling station operators, differing 
in nature and extent but all involving effective internal control, 
have been held to subject the refiners to the tax.?* In addition, the 
‘‘Gamble Store Agency’’ franchise system of stores, also involving 
internal control, was held to constitute a chain store system within 
the meaning of the applicable tax statute.2* Under the Securities 
Exchange Act of 1934, making every person who ‘‘controls’’ 
another liable to the same extent as is the ‘‘controlled’’ person,”° 
a leading stock brokerage concern, exercising effective internal 
control over a local ‘‘correspondent’”’ or ‘‘wire connection,’’ was 
held liable under the ‘‘control’’ provision of the Act for certain 
losses incurred by customers of the other party.*®° Under the Fed- 
eral Antitrust Laws, the practical internal ‘‘control’’ by a certain 
gasoline refiner over its franchised filling station operators was 
held to constitute a violation.27 Under State Unemployment Com- 
pensation Laws, defining the ‘‘employer’’ subject to the statute 
in terms of ‘‘control,’’ the meaning of ‘‘control’’ as referring to 
the internal management operations was fully recognized.”* It 
may be noted in passing that the legally-essential internal control 
need not extend to that degree necessary to give rise to a common 
law relationship of principal-agent or employer-employee, or, con- 
versely, that the legally-essential ‘‘control’’ and an ‘‘independent 
contractor’’ status are not legally incompatible.*® 


23. E.g., see Midwestern Petrolewm Corp. v. State Board of Tax Commissioners, 
206 Ind. 688, 187 N.E. 882 (1933), rhg. den. 191 N.E. 153 (1934); Gulf Refining Co. v. 
Foz, 11 F. Supp. 425 (1935),(D.C., S.D., W.Va.), affd. 297 U.S. 381 (1936); Ashland 
Refining Co. v. Fox, 11 F. Supp. 431 (1935) (D.C., 8.D., W.V4., affd. 297 U.S. 381 
(1936) ; Standard Oil Co. of Texas v. State, 142 8.W. (2d) 519 (Tex. Civ. App., 1940) ; 
Maczwell v. Shell Eastern Petrolewm Products, Inc., 90 F.(2d) 39 (1937) (CCA-4), cert. 
den. 302 U.S. 715 (1937); and Standard Oil of Indiana v. State Board of Equalization, 
110 Mont. 5, 99 P. (2d) 229 (1940). 

24. See Bedford v. Gamble Skogmo, Inc., 104 Colo. 424, 91 P. (2d) 475 (1939); 
State v. Gamble-Skogmo, Inc., 63 Ida. 265, 120 P. (2d) 630 (1941). 

25. 15 U.S. C.A., Sec. 78 t(a). 

26. See Hawkins v. Merrill Lynch, Pierce, Fenner §& Beane, 85 F. Supp. 104 (1949) 
(D.C., Ark.), especially pp. 122-3. 

27. See U.S. v. Richfield Oil Corp., 99 F. Supp. 280 (1951) (D.C., 8.D., Cal.), 
affd. 343 U.S. 922 (1952). 
28. See State v. First National Bank of Texhoma, 197 Okla. 652, 174 P. (2d) 
259 (1946), at p. 261;Todd v. Annunzio, 410 I11.343, 102 N.E. (2d) 297 (1951), at 
p. 300. 

29. See Gulf Refining Co. v. Fox, supra; U.S. v. Richfield Oil Corp., supra; Haw- 
kins v. Merrill, Lynch, Pierce, Fenner § Beane, supra; McMaster Inc. v. Chevrolet Motor 
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‘*Control’’ as Referring to ‘‘External Standards’’ 





‘*Control’’ with reference to a trade-mark license may have a 
meaning in the particular factual situation different from the 
meaning of the ‘‘internal management operations’’ of the licensee. 
Instead, in the particular factual situation it may well refer to 
certain ‘‘external standards.’’ Under this type of ‘‘control,’’ the 
licensor prescribes certain standards for the product of the licensee, 
and requires the licensee in operating under the license to conform 











to such standards. 





The particular factual situations in which ‘‘control’’ over ‘‘ex- 
| ternal standards’’ will be legally sufficient for the validity of a 
trade-mark license, however, differ substantially from those par- 
ticular factual situations in which the legal requirement for va- 
| lidity is ‘‘control’’ over the ‘‘internal management operations”’ of 
the licensee. In each class of situations, the legal test is the same— 
effective protection of the public against deception from the use 
of a trade-mark to cover goods or services inferior to the standards 
of quality ‘‘guaranteed’’ by the trade-mark. The application of 
this legal test will naturally differ, however, so that in certain 
factual situations ‘‘control’’ over ‘‘external standards’’ will be 
legally sufficient, while in other factual situations only ‘‘control’’ 
over ‘‘internal management operations’”’ will be legally sufficient. 















Illustrations of factual situations in which ‘‘control’’ over 
‘‘external standards’’ is legally sufficient, as a practical matter, to 
provide the legally-essential ‘‘control’’ for the validity of a trade- 
mark license are offered by various court decisions. One group 
of such decisions has involved manufacturers of textile fabrics 
who owned certain trade-marks, engaged in selling their products 
to manufacturers of clothing, with the right to use the particular 
trade-mark on the particular finished product. Effective control 
for all practical purposes was exercised through one device or 
another ensuring compliance with certain external standards, with 
the result that the license was upheld as valid. Thus, in B. B. é R. 
Knight, Inc. v. Milner & Co.,®° a manufacturer of cotton piece goods 
owned a trade-mark covering its product. During a thirty-year 























Co., 3 F. (2d) 469 (1925) (D.C., E.D., 8.C.) ; Mathews Conveyor Co. v. Palmer-Bee Co., 
135 F.(2d) 73 (1943). 
30. 283 Fed. 816 (1922) (D.C., Ohio), at pp. 818-19. 
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period, this manufacturer engaged in licensing manufacturers of 
men’s shirts and other garments to use and apply the above trade- 
mark to the finished clothing articles. One condition of the license, 
however, was that the clothing manufacturer join with the trade- 
mark owner m guaranteeing the quality of the goods and the 
workmanship, design, and reliability of the fimshed article. In 
practice, the trade-mark owner would select only reliable clothing 
manufacturers of high standing; and would require each such 
manufacturer to join with the trade-mark owner in the warranty 
and guaranty above and in the obligation to refund the purchase 
price if the ultimate user was dissatisfied with the clothing 
product.* In Crown Fabrics Corp. v. American Viscose Corp.,*” 
a manufacturer of rayon yarn, owning a trade-mark covering this 
product, entered into license agreements with customers to use 
the trade-mark on fabrics made by them from such yarn. The 
agreements prescribed quality control through requiring that the 
fabrics made from the licensor’s yarn be approved by a certain 
testing bureau.*® See also Finchley, Inc. v. George Hess,** in 
which the plaintiff, engaged in selling men’s apparel under a regis- 
tered trade-mark, licensed the trade-mark to a manufacturer of 
men’s hats, under a license prescribing certain standards of 
quality. . 


Effective ‘‘control’’ for the purpose of the validity of a 
trade-mark license is also ensured in a second facfual situation 
where the licensee is required to observe certain technical speci- 
fications. Strict observance of the specifications results in the 
final product’s complying fully with the prescribed external stand- 
ards. An illustration is furnished by U.S. v. General Electric Co.*° 
In this case, it appeared that General Electric Company main- 
tained extensive research laboratories and facilities, engaged in 
promoting improvements in incandescent electric lamps, together 
with manufacturing equipment and methods. In this connection, 

31. It is pointed out in Schniderman, ‘‘Trade-Mark Licensing—Saga of Fan- 
tasy and Fact,’’ Law and Contemp. Prob., Spring, 1949, p. 248, at p. 253, that the trade- 
mark owner (licensor) maintained ‘‘effective control’’ by securing a joint guarantee 
by itself and the licensee of the shirts and blouses manufactured. 

32. 145 F.(2d) 246 (CCPA—1944), 34TMR376. 

33. Schniderman, supra, at p. 253, points out that the licensor in the above case 
maintained ‘‘effective control’’ by the contractual requirement of the independent 
testing of the quality of the fabrics. 


34. 24 F. Supp. 94 (E.D.N.Y.—1938), 28TMR404. 
35. 82 F. Supp. 753 (1949) (D.C., N.J.), at pp. 848-50. 
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it utilized the word ‘‘Mazda’’ as its mark of a research service 
offered to other manufacturers of the product. It would collect 
and select technical information useful in lamp manufacture and 
sell the specifications embodying General Electric’s selection of 
the best combination of technical experience available to General 
Electric for its use in lamps. These specifications were sold 
directly to other lamp manufacturers as ‘‘Mazda’’ licensees. In 
| other words, ‘‘Mazda’’ was intended to serve as a symbol of 
| service to other lamp manufacturers. The case itself involved the 
| legality, under the Federal Antitrust Laws, of numerous activities 
| of General Electric with respect to the lamps, including the licens- 
| ing of the ‘‘ Mazda’’ trade-mark. The court commented, in passing, 
upon the trade-mark licensing system: 


















‘‘Under ordinary circumstances there would be no vice 
| in General Electric licensing the use of the ‘Mazda’ symbol 

conditioned upon observance of its technical specifications as 
the American Viscose and similar cases held or in denying a 






license to any one.’’ 










Akin to the preceding is a third factual situation where the 
trade-mark is licensed for use in connection with a patented prod- 
uct, the licensee receiving conjoint licenses under both the patent 
and the trade-mark. The specifications in the particular patent 
will constitute the ‘‘external standards,’’ so that effective ‘‘con- 
trol’’ over the licensee will be maintained by requiring adherence 
to the technical specifications of the patent.*® 









“Control as Referring to Both the Right and the Actual Exercise 






the licensee for the validity of a trade-mark license requires more 
than the mere right of control, whether over ‘‘internal manage- 
ment operations’’ or over ‘‘external standards.’’ For the validity 
of a trade-mark license, ‘‘control’’ includes not only the right of 
control, but also the actual exercise of control. This legal require- 








36. For illustrative cases, see Adam. v. Folger, 120 Fed. 260 (1903) (CCA-2), at 
p. 264; Hoffman v. B. Kuppenheimer § Co., 183 Fed. 597 (1910) (D.C., N.D., Ill, E.D.) ; 
and Societé Anonyme, etc. v. Pasteur Chamberland Filter Co., 8 T.M.R. 298 (D.C., 8.D., 
Ohio). See also Waterproofing Co. v. Hydrolithic Cement Co., 153 App. Div. 4, 138 
N.Y.S. 265 (1912); 2TMR 29. In general, see Schniderman, supra, at pp. 254-55. 












The legally-essential ‘‘control’’ is the trade-mark owner over 
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ment is present under the common law of trade-mark licensing 
and under the Lanham Act. 


1. Under the Common Law 


The various court decisions reviewed above have involved the 
question whether ‘‘control’’ in the particular factual situation 
refers to the ‘‘internal management operations’’ of the licensee 
or to the ‘‘external standards’’ prescribed by the licensor for 
compliance with by the licensee. In addition, they have also in- 
volved, where the licenses have been held valid, actual exercise by 
the licensor of his right of control over the licensee.*? Such actual 
exercise of the right of control has been pointed out by various 
commentators as indicative of the validity of the license.*® 


Certain recent cases involving the common law of trade-mark 
licensing, moreover, have clearly indicated the legal necessity of 
actual exercise of the right of control in order that the trade-mark 
license may be held valid. One such case is the well-known Du Pont 
v. Celanese, supra. In this case, the license clearly gave the 
licensor the right of control over the licensee with respect to the 
trade-marked product. A third party (the plaintiff) sought to 
have the trade-mark registration-of the licensor cancelled for ‘‘loss 
of distinctiveness.’’ The complaint failed, however, to allege that 
the trade-mark owner had not exercised the above right of control. 
Upon action by the trade-mark owner (the defendant) to dismiss, 
the motion was granted. In support of its decision, the majority 
of the court mentioned, among other factors, the absence of any 
allegation by the plaintiff of the failure by the licensor to exercise 
its right of control. The minority judge, on the other hand, took 
a contrary view. He pointed out that there was no showing that 

37. Thus, in Smith v. Dental Products Co., Inc., supra, the court observed (p.147): 

‘«* * * Furthermore, there is proof to the effect that plaintiff, as was his right 
under the agreements, spent a considerable amount of time at defendant’s plant, 
at least until the year 1930. On some occasions, he was there regularly for a week 
or a month at a time. While the record is somewhat deficient in describing the serv- 
ices actually performed by him, it is reasonable to conclude that he was exercising 
his rights as provided for in the agreements, in connection with the manufacture 


and sale of dental products made according to his formulas and sold under his 
name and trade-marks. ’’ 
See also Morse-Starrett Products Co. v. Steccone, supra, where the court significantly 
stated (p. 805): 
‘*No such control was ever exercised or attempted to be exercised by the defendant. ’’ 
38. Thus, see Taggart, supra, at pp. 236-40; Schniderman, supra; Whitman, supra, 
at p. 640; NIMS, supra, at p. 128. 
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the licensor had exercised the right of supervision and control of 
the licensee’s product. The majority and the minority thus appar- 
ently differed as to which party had the burden of alleging and 
proving actual exercise. Both agreed, however, that actual exer- 
cise was necessary. The majority apparently assumed that, in 
the absence of an allegation to the contrary, actual exercise had 
taken place. The minority judge was not so agreeable to assume 
this fact. 


The issue of the exercise of control is brought out more clearly 
in a subsequent case. In Manischewitz Food Products, Ine. v. 
Rosenberg, supra, the trade-mark owner was a leading manufac- 
turer of various food products prepared in strict accordance with 
Jewish dietary laws (i.e., “kosher’’). It enjoyed an excellent repu- 
tation for ‘‘kosher’’ products of high quality. This trade-mark 
owner licensed another, under a royalty agreement, to can and sell 
“kosher’’ food products under the trade-mark, provided that cer- 
tain conditions were met. These conditions provided for quality 
of the product and compliance with ‘‘kosher’’ requirements. Spe- 
cifically, a rabbi was to supervise all the manufacturing processes, 
at the licensee’s expense; and inspectors of the licensor were to 
report on the preparation of the ingredients used in preparing the 
food products. 


Later, the licensee became bankrupt. Certain products which 
had been rejected by the licensor as not being ‘‘kosher’’ and as not 
measuring up to its standards (i.e., indicating actual exercise of 
control) found their way into the hands of a third-party dealer, 
the defendant. The licensor filed a suit against such third party 
for an injunction, alleging irreparable injury to the plaintiff’s 
good will and name. Upon a hearing of the Motion to Dismiss the 
Complaint, the court denied the Motion. The court stated that the 
public policy of the State (Penn.) was not opposed to the licensing 
of trade-marks and trade-names, but that it applied only where 
there was a ‘‘control license.’’ It then stated (p. 116): 

‘‘The royalty agreement in the instant case gave the 
plaintiff sufficient power to maintain the integrity of its label. 

Whether (the licensee’s) use of the label did in fact work a 


deception upon the consuming public, and plaintiff failed to 
take reasonable precautions to exercise its powers under the 
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license agreement is another question. Under a motion to 
dismiss the complaint, we must assume the contrary.”’ 


2. Under the Lanham Act 


The same legal requirement appears to be equally present 
under the Lanham Act. The particular provisions of the Act spe- 
cifically applying to trade-mark licenses are Secs. 5 and 45, re- 
ferring to and defining the phrase ‘‘related company’’ in terms of 
‘‘control.’’ Various commentators on the Act have clearly indi- 
cated that such provisions carry over into the statute the earlier 
legal requirement under the common law of actual exercise of the 
right of control, for ensuring the validity of the trade-mark 
license.*® 

CONCLUSION 


The moral of the preceding discussion is two-fold. One part 
is that the trade-mark license should provide for the right of 
appropriate ‘‘control’’ by the trade-mark owner as the licensor 
over the licensee with respect to the subject-matter of the license. 
The other part is that the trade-mark owner as the licensor should 
actually exercise such control. Both the right and the exercise of 
control are legally essential to the validity of the trade-mark 
license. 


The greater difficulty will be experienced with respect to ensur- 
ing the right of control. First, the right of control should be ex- 
pressly granted by clear and specific provision in the license, rather 
than left to be spelled out or inferred from uncertain or ambiguous 
language or from the conduct of the parties. Secondly, the pro- 
vision should prescribe the appropriate type of control—either 
control over internal management operations or control over ex- 
ternal standards, as the particular factual situation may necessi- 
tate to ensure that the quality of the products or services is that 
‘‘ouaranteed’’ by the licensed trade-mark, for the protection of 
the public against deception. These two legal requirements are 
the positive ones. 


Correlative, negative requirements also exist. Continuing, 
thirdly, the trade-mark license should not contain any provision 


39. Thus, see Taggart, supra, at p. 247; Schniderman, supra, at p. 264; Whitman, 
supra; Robert, supra, at p. 273. 
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expressly and directly prohibiting appropriate control by the 
trade-mark owner as the licensor over the licensee. Illustrative 
is a provision that the ‘‘Licensor shall not interfere, directly or 
indirectly, with the internal management of the Licensee’s busi- 
ness.’’ Strange as it may appear in the light of the legal require- 
ments for the validity of a trade-mark license, such a provision 
may well find its way into a trade-mark license, generally at the 
instance of the licensee in the assertion of a proud independence 
of the licensor. 


Lastly, even apparently innocuous provisions that might pos- 
sibly adversely affect the right of control should be treated as 
suspect, and should be stricken out, or at least modified. Out- 
standing as illustrative is an ‘‘arbitration’’ provision. However 
meritorious is the arbitration procedure in general for the settle- 
ment of disputes between parties without the expense, delay and 
annoyance of court litigation, yet with respect to the validity of a 
trade-mark license, such a provision appears fatal. The reason 
is the nullification of control due to the very nature of the arbitra- 
tion procedure. Thus, the arbitrators are free to exercise their 
own judgment and discretion in arriving at an award. For this 
purpose they are not controlled by the parties, nor ordinarily 
even by the courts. While the law imposes certain legal require- 
ments of ‘‘control’’ for the validity of a trade-mark license, the 
arbitrators, acting pursuant to their own independent judgment 
and discretion, as they have a legal right to do, may have entirely 
different conceptions on the matter. The standards observed by 
the arbitrators replace the standard of the licensor, not to mention 
those of the courts.*° 






In general, see 3 Am. Jur., ‘‘ Arbitration and Award,’’ at Sec. 135; and 
C.J. 3. '¢« Arbitration and Award,’’ Sec. 103, at pp. 246-7. 
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THE VALUE OF THE TRADE-MARK IN SELF-SERVE SELLING 
By Jim Nash* 


The vital function of the trade-mark in the self-service out- 
let is to provide quick identification and help build sales—for a 
single product, a line of products or for the store itself. The 
trade-mark must be considered as the single most important ele- 
ment contributing to the turnover of a product in a self-service 
store. The identification must be clear, quick and distinctive. To 
understand why this is so, let us consider the following: 


The Sales Situation in Self-Serve Stores 


. Many products bid for attention: 


The average grocery store, for instance, carries some 
3,000 different items, lined up shelf by shelf, aisle by 
aisle. A product competes for the shopper’s dimes and 
dollars not only with all other products in the same 
eategory but, indirectly, with all other products in the 
entire store. 


Shoppers in a hurry: 


In self-serve outlets traffic moves rapidly. In fact, much 
effort and planning on the part of store management 
is directed toward making this possible. With this free- 
dom of movement, surveys show that shoppers spend 
only 10-36 seconds in a section. Their choices are made 
in that brief span. 


. Little or no provision for point of sale material: 


In these busy markets, there is seldom room enough 
for promotion material. It is impossible to tell all your 
selling story on your package. So therefore you must 
associate the selling story you have in your advertising 
to the package, and the trade-mark does this for you. 


. No salesman to point out the advantages of the product, or 
to push any lines: 
Each package is definitely on its own in a self serve 
outlet, and depends on eye appeal for movement. 


Faced with these sales conditions, the manufacturer’s trade- 


*Industrial Designer, Associate Member USTMA. 
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mark assumes new significance. He cannot afford to have some 
casual mark, which may or may not have served its purpose be- 
fore. The manufacturer’s trade-mark must be a dominating, work- 
ing force in the sale of the product. 







The trade-mark must perform these functions: 


Identify the product quickly, and make the product stand out 
sharply in its frame of competing products. To achieve this 
ealls for a good design, original in shape, executed with flair 
and distinction. 


Catch eye of shopper, and stop her. A dramatic flair must 
be achieved to attain high and effective attention value. 








| Be remembered and recognized instantly. The trade-mark 
must retain its distinctive character and identification whether 
shown large or small, in any color, in any medium. The cus- 
tomer’s recognition should easily carry-over from the ad- 
vertisement whether magazine, TV or any other to the actual 
package itself on the retailer’s shelf. 









Provide a connecting link. An effective trade-mark is the best 
and simplest way to associate the product on the shelf with 
advertisements which have appeared in magazines, news- 
papers, on television or elsewhere. In a way it takes the 
place of point of purchase material which cannot be put up in 
the new modern stores. It can also associate a line of prod- 
ucts of one manufacturer. It actually furnishes the repeat 
impression at no extra cost, so eagerly sought and coveted 
as effective promotion tools by advertisers. Its value grows 
with constant use, and increases over the years. 



















It can be seen that much is demanded of trade-marks, that 
theirs can be no lazily inert life in the highly competitive self- 
serve world. On the contrary, well designed, smartly promoted, 
they can and do further sales of manufacturers’ products. Among 
the trade-marks that may be classed as outstanding for their 
success as sales promoters may be mentioned the KEN’L RATION 
pup, AUNT JEMIMA, the QUAKER OATS man, the BON AMI 
chick, and a host of others. 











But what of the Self-Serve Outlet or Self-Serve Chain Itself? 







Competition among self service stores today is as keen as the 
competition between brands they carry on their shelves. 





Vol. 43 T. M. R. THE VALUE OF THE TRADE-MARK 693 


In any community shopping section, the same types of stores 
tend to look similar from the outside, architecturally speaking. 
Actually in some community planning for attractive town sites 
and in some commercial real estate developments patterns are 
set before the stores are occupied. Inside, self service stores 
appear somewhat similar, too. Most modern food supermarkets, 
for instance, have wide aisles flanked by banks of shelves. They 
have fresh produce departments over on one side, long counters 
displaying pre-packaged meats over there on another. They have 
freezers for frozen foods, are all brightly lighted, and generally 
speaking, sell the same national brands. The most modern and 
effective layouts, fixtures, gondolas or wall shelf plans, refrigera- 
tion or other equipment are quickly adopted by chain store or 
supermarket operators, who are by nature alert and aggressive. 
What, then, can a store do to set itself apart, to acquire personal- 
ity, to attract new customers and keep old ones coming back? 


It can adopt and promote its own distinctive and effective 
trade-mark that will quickly flash that store’s name to the mind of 
everyone who sees it—on the store, inside or out, on packages, 
trucks, advertising or promotion. Such a trade-mark has plus 
values: it creates a distinctive identity for the store, helping it to 
draw customers away from its competition, it builds good will and 
increases traffic by attracting new customers and bringing present 
customers back more often; it acts as additional sales promotion 
of a store’s own private brands. 


An example of effective chain store trade-marks successfully 
promoted are the Red Owl Stores of Minnesota, and Colonial 
Stores of Virginia. The Red Owl Stores had always had a trade- 
mark, a literal unexciting representation of an owl. Several years 
ago the store management decided to put their trade-mark to 
work. It was redesigned into an abstract design of a young owl’s 
head—with results that have far exceeded expectations. So gay 
and eye-compelling is the little owl head that almost from the 
first day it appeared it bestowed on the stores an individuality 
that has not only been a conversation piece through the years but 
has brought a substantial growth in sales volume. 


The owl trade-mark is used on the store fronts, on a water 
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tower, on the stationery, on employees’ buttons, on posters, in 
all the advertising. It also appears on Red Owl private brand 
packages and has built business for those without causing any 
loss to the national brands carried. In fact, for some products 
and some national brands there has been an impetus to sales and 
the additional traffic has resulted in general sales increases. There 
is no doubt but what the owl head trade-mark has given Red Owl 
Stores a forceful sales tool and individuality that help meet all 
competition in the trading areas. 


A similar success story can be told of the Colonial Stores of 
Norfolk, Virginia, with a number of stores in the southeast. In 
this case the management of Colonial Stores owned a number of 
stores, each bearing its own name, which meant they were not 
associated in the customer’s mind with the parent company. 
Furthermore most of the stores had common names which in 
itself meant little or nothing to the business of the store. With 
the adoption of a distinctive working trade-mark, all stores were 
quickly brought together in one group, an effective association 
that readily resulted in increased business was easily promoted, 
and each and every store profited, not only by association with 
Colonial Stores management but also with each other. 


The C and S of the name were used to form the body and 
tail of a cock. A rooster head was added and the design became 
a distinctive symbol. So another trade-mark was born that helps 
create good will and personality for a chain of stores and boosts 
sales for its own private brands. 


Designing a trade-mark that will be an active, effective 
‘‘worker’’ is a major project for any company. It demands study 
of a company’s organization background of its products, its dis- 
tribution and its special problems. It requires the considered 
cooperation of top management with the sales, advertising and 
production departments; and it requires the understanding of 
the legal department. The project may be a redesign of an old 
trade-mark, to bring it up to date. Or it may be the creation of 
a fresh new design. Once successfully achieved, however, a trade- 
mark, effectively used and promoted, becomes an increasingly 
valuable tool with which to build bigger and better sales. 
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Any study of today’s trade-mark in self service stores reveals 
that this symbol has taken a very definite place in this modern form 
of retail selling. To the original time honored purpose of the 
trade-mark owner’s identification, something new has been added. 
It is now an integral part of the entire advertising, merchandising 
and sales promotion program. The modern trade-mark is more 
than a hall-mark; it is a working tool, an active member of the 
entire team necessary to make a business, large or small, a success. 
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RECENT CANADIAN DECISIONS 
By Harold G. Fox, Q. C.* 








Since my last report to this Bulletin, Canadian trade-mark 
litigation has run a fairly pedestrian course. 
Inevitably the problem of similarity of trade-marks has occu- 
pied the minds of the courts although no new principles have been 
) enunciated and, in general, the method of approach to the prob- 
lem has been the same as in the past. In Hyman Rubenstein et al. 
v. The Registrar of Trade Marks and Bulova Watch Co. Inc., 
(1951-52) 12 Fox Pat. C. 162, the appellants appealed from the 
refusal of the Registrar of Trade Marks to register the word 
‘‘Bulla’’ for watches, in view of the existence on the Register of 
the word mark ‘‘Bulova.’’ In giving judgment, Cameron J. pro- 
ceeded on the well established rule that the question of similarity 
of trade-marks is a question of fact, the answer to which must 
nearly always depend on first impression. This rule, it will be re- 
called was enunciated by Luxmoore J. in the Court of Appeal in 
Aristoc v. Rysta (1943), 60 R.P.C. at 108. His expression of the 
rule was accepted by the House of Lords on appeal ([1945] A.C. 
68) and has since been followed in the Canadian courts. (See, for 
example, Freed & Freed Ltd. v. The Registrar of Trade-Marks 
and the Great Western Garment Manufacturers Ltd. (1951), 11 
Fox Pat. C. 50, referred to in 42 T.M.R. 87.) 

A further point of interest in this decision lies in the remarks 
of Cameron J. relative to the absence of any evidence of actual 
confusion. This, in the view of the trial judge, would be an ele- 
ment to be taken into consideration, if there had been a long con- 
temporaneous user of the two marks in the same area. This, how- 
ever, was not the case. He pointed out that, following the earlier 
decision in Freed and Freed v. The Registrar of Trade-Marks et 
al, supra, when there has been no substantial contemporaneous 
use of the two marks, the fact that there is no evidence of actual 
confusion through such use as there has been is not of much im- 
portance. 

Readers of this Bulletin will be interested in the approach 
made both in this case and in the next one to be discussed, to the 
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question of similarity by reason of the application of the doctrine 
of idem sonans in two languages. In approaching the question of 
similarity of word marks in Canada, it must never be forgotten 
that the application of this doctrine must be tested by sounding 
the words both in English and in French and, as is obvious, such 
a sounding may occasion quite different results. Canada is, of 
course, a bilingual country, the French language having equal 
authority with English. It may well be that two words when 
sounded in English are not similar but, when sounded by French- 
speaking persons, show marked evidences of similarity. This 
principle was applied in Ames Co. Inc. v. Societe Chimi Atom- 
istique (1951-52) 12 Fox Pat. C. 201. That was an action for ex- 
pungement of the word mark DYCHOLIUM in view of its sim- 
ilarity to the previously registered word mark DECHOLIN in 
respect of similar wares. In giving judgment dismissing the ac- 
tion, Cameron J. applied the same principles as those applied in 
the Rubenstein case, supra, namely, that similarity is a question of 
fact the answer to which depends on first impression; that, ex- 
cept where some general principle is laid down, cases on the 
similarity of other marks under other circumstances are of little 
importance; that, whether sounded in English or French, the two 
words were not similarly pronounced, and that, in the absence of 
evidence that actual confusion has occurred or that anyone had 
confused the product of the applicant with that of the respondent, 
although the wares had been sold in Canada for some years under 
both marks, it could not be said that the trade-marks were similar 
within the meaning of the Statute. The case is interesting in that 
Cameron J. considered the three rules for testing similarity of 
word marks laid down in Section 2(k) of The Unfair Competition 
Act, 1932, namely, similarity of appearance, the suggestion of the 
idea conveyed by each, and similarity of sound. Cameron J. also 
reiterated the principles applicable to the admissibility of opinion 
evidence in trade-mark cases. The rule is simple and well-accepted 
but is very often honoured in the breach. Cameron J. clearly stated 
it when he said: ‘‘It is well settled that a witness may not state 
his opinion as to the effect the use of a mark would have, or be 
likely to have on the mind of someone else, as that is the very point 
to be determined, but he may testify as to the effect the use of 
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the mark in dispute would have on his own mind, which is one 
of the circumstances to be considered by the Court.’’ 


The decision in the Ames case is interesting so far as it con- 
cerns the test of sight and sound to be applied in deciding whether 
two marks are similar within the meaning of Section 2(k) of The 
Unfair Competition Act, 1932. In Universal Oil Co. of California 
v. The Registrar of Trade-Marks et al. (1949) 9 Fox Pat. C. 93, 
the President of the Exchequer Court pointed out that: ‘‘In view 
of the statutory definition of a word mark it seems clear that the 
appeal which the form of a word or a combination of words may 
make to the eye must be excluded from consideration in determin- 
ing whether such word or combination has the essential quality of 
distinctiveness, without which it cannot be a trade-mark at all. 
The distinctiveness, if there is any, must be in the idea or sound 
suggested by the sequence of the letters and/or numerals in the 
mark and their separation into groups, and not in their form. The 
appeal which the form may make to the eye cannot be a test. ... 
It must, I think, follow from the definition of a word mark given 
by Section 2(0) that if two word marks are to be held similar 
within the meaning of Section 2(k), it can only be by reason of the 
similarity of their sound or the idea suggested by them, since their 
form can have no bearing on the question.’’ But, with respect, 
the approach made by Cameron J. to the question is to be pre- 
ferred. Section 2(k) deals with similarity of both word marks 
and design marks and does not exclude the appeal to the eye. It 
may be quite right to reject the appeal to the eye under Section 
2(0) when considering distinctiveness of a word mark, but the 
appeal to the eye is proper when judging of similarity under 
Section 2(k). 


Both the Rubensteim case and the Ames case are of interest 
when dealing with the lack of evidence of actual confusion. There 
has, in the past, been considerable difference of judicial opinion 
on this point and, until recently, judicial expression seemed to 
amount to a statement that, in theory, evidence of actual con- 
fusion was an irrelevant circumstance but that, in practice, a 
plaintiff was most likely to lose his case if he had no such evi- 
dence. Fortunately the judges of the Exchequer Court of Canada 
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seem to have rationalized this principle in recent decisions of 
which the two now under consideration are good examples. The 
rule that may now be accepted is that, if there is little contempo- 
raneous use of the two marks in the same area, little attention is 
paid to the absence of evidence of actual confusion but that, if 
there has been such use, then absence of some evidence of actual 
deception may well constitute the controlling factor. 


The decision of the Exchequer Court in Jaczynski et al. v. 
Lemieux (1951-52), 12 Fox Pat. C. 109, adds another instance to 
the confused doctrine of knowing adoption. In that case the plain- 
tiffs, who were residents of France, had adopted the trade-mark 
‘*Schoum’’ for a pharmaceutical preparation but had never reg- 
istered it in Canada, although it had been used there for many 
years. The defendant had acted as the plaintiffs’ Canadian agent 
since early 1939, but this agency had been interrupted by the 
advent of the war. On the resumption of relations between France 
and Canada, the plaintiffs learned that, in the year 1941, the de- 
fendant had registered the trade-mark in his own name and was 
using it on his own wares. The plaintiffs moved for expungement 
of the mark. The defendant admitted that he had been the plain- 
tiffs’ agent before the war but claimed that, in view of the plain- 
tiffs’ failure to register, the plaintiffs had lost their rights and he 
was entitled to register. Readers of this Bulletin will recall that 
decisions on this point fall into two classes: those where the sec- 
ond user adopts and uses in ignorance of the first user’s rights 
and those where the second user adopts knowingly. Canada 
Crayon Co. Ltd. v. Peacock Products Ltd., [1936] Ex.C.R. 178, 
and the cases based upon it, illustrate the first of these classes: 
Feingold et al. v. Demoiselle Juniors Ltd. (1947-48), 7 Fox Pat. C. 
118, illustrates the second of the classes. The present case ob- 
viously falls into the second class. The defendant had adopted 
and registered the mark knowing of the prior use in Canada by 
the plaintiffs and his registration was, therefore, ordered to be 
expunged. 


A further interesting point arises in this case. The defendant 
pleaded that the plaintiffs had lost their right to institute an ex- 
pungement action by reason of delay. The Court pointed out that 
there was no period of limitation for the bringing of an expunge- 
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ment action laid down in The Unfair Competition Act, 1932, and 
that the defendant had not been prejudiced by any delay that had 
occurred. 


One trade name case occupied the attention of one of the 
Provincial courts during the year under review. In Canadian Pest 
Control Operators Association v. Brennan et al. (1951-52), 12 
Fox Pat. C. 13, the plaintiff, a non-profit organization, composed 
of persons carrying on business as pest and vermin exterminators, 
adopted the name ‘‘Canadian Pest Control Operators Associa- 
tion.’’ The defendants commenced to carry on business under the 
name ‘‘Canada Pest Control Operators and Co.’’. Barlow J. gave 
judgment on the pleadings, that is, before trial, on the basis that 
the name adopted by the defendants would necessarily cause con- 
fusion with the name of the plaintiff. In his view, it is not neces- 
sary to prove actual damage or deception if there is a reasonable 
possibility of injury or if the names are so nearly alike as to cause 
confusion. Barlow J. was obviously wrong in arriving at the con- 
elusion at which he did arrive and clearly misdirected himself 
as to the ratio to be applied to the case. In dealing with names of 
associations or non-profit organizations no different rules can be 
applied than those applied to trade names in the ordinary com- 
mercial or trade sense. Ordinarily, words descriptive of the busi- 
ness carried on cannot be monopolized unless and until they have 
been so used as to become identified with and distinctive of a par- 
ticular business and to have lost entirely their descriptive conno- 
tations. No reference to such evidence appears in the reasons for 
judgment and it would seem, therefore, that the injunction was 
improperly granted. That such was the case appears from the fact 
that the Court of Appeal for Ontario set the judgment aside and 
ordered the action to proceed to trial. The Court pointed out that 
judgment founded on admissions contained in the pleadings 
should be given only when the admissions relied on are clear and 
unequivocal and raise no doubt. The defendants were, therefore, 
entitled to their day in court (1951-52), 12 Fox Pat. C. 47. 


Another attempt was made during the year under review to 
base a claim upon the vague meaning of the words of Section 11 
of The Unfair Competition Act, 1932. In Lebel v. Ontario Beauty 
Supply Co, Ltd. (1951-52), 12 Fox Pat. C. 175, the petitioner ap- 
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plied for an injunction restraining the respondent, who acted as 
distributor of the petitioner’s products, from further distribution 
of a bulletin in which it was intimated that certain of the peti- 
tioner’s products had been discontinued. The Quebec Superior 
Court held that the bulletin constituted a false statement within 
the meaning of Section 11 of The Unfair Competition Act, 1932, 
and that it was one that might be said to tend to discredit the 
product in question. But the product in question was not ‘‘the 
wares of a competitor’’ within the meaning of the Section and 
the bulletin had been published without any malice or dishonesty 
on the part of the respondent. In view of the fact that the offence 
was an isolated one and one not likely to be repeated the Court 
felt that there was no need for a remedy, although the Court did 
give the petitioner his costs. This seems a rather unsatisfactory 
result. If the petitioner was entitled to his costs, it would seem 
that he was entitled to some relief. If he did not fall squarely 
within the provisions of Section 11 and was not entitled to relief, 
it is difficult to understand why he was entitled to his costs. Sec- 
tion 11 has never received a satisfactory interpretation from the 
courts and it is to be hoped that the comparable section (Section 
7) in the Canadian Trade-Marks Act (enacted by Parliament May 
14, 1953) will serve to provide a remedy for many of these prac- 
tices that Professor Chaffee has referred to as ‘‘the shabby little 
tricks’’ of business. . 


One criminal proceeding occurred during the year. In The 
King v. Thermo-Seal Insulation Ltd. (1951-52), 12 Fox Pat. C. 45, 
the accused had published advertisements containing a claim that 
its insulating material had been tested by the National Research 
Council, without having first obtained approval and permission 
as to the details and form of the advertisement. It was held that 
the accused had committed an offence against Section 406(3)(b) 
of the Criminal Code relating to false advertising and a fine was 
imposed in accordance with the ‘‘catch-all’’ provision of Section 
164 of the Code for doing an act forbidden by Act of Parliament. 
This is an important provision of the Canadian Criminal Code that 
practitioners in the United States might do well to remember in 
advising their clients. It is in the following terms: 


‘‘Everyone is guilty of an indictable offence and liable to 










Vol. 43 T. M. R. 





THE TRADE-MARK REPORTER 





one year’s imprisonment who, without lawful excuse, dis- 
obeys any Act of the Parliament of Canada or of any legis- 
lature in Canada by wilfully doing any act which it forbids, 
or omitting to do any act which it requires to be done, unless 
some penalty or other mode of punishment is expressly pro- 
vided by law.’’ 










Therefore, it should be remembered that the wilful doing of 
acts of the type that are forbidden by such provisions as Section 
11 of the Unfair Competition Act, 1932, (in which no penalty is 
provided) may result in conviction for the criminal offence of dis- 
obedience to a statute. 










Some points of practice arising in some of the decisions may 
be of interest. The judgment of the Quebec Superior Court in 
Brisebois v. Beausejour and City Paper Box Co, (1950-51), 11 Fox 
Pat. C. 151, discussed in 42 T.M.R. 92, was sustained by the 
Quebec Court of King’s Bench. The Court there emphasized the 
well-known principle relating to the grant of an interlocutory in- 
junction that, in order for a plaintiff to succeed, it is incumbent 
upon him to show a clear and incontestible right that without the 
relief sought he would suffer serious prejudice. The wrong alleged 
should be real and serious and ought to be one that could not be 
compensated by the payment of damages. 














The question of costs came up for review in Chemicals Inc. 
and Overseas Commodities Ltd. v. Shanahans’ Limited (1951-52) 
12 Fox Pat. C. 43. The trial and appeal in this action were dis- 
cussed at 40 T.M.R. 658 and 42 T.M.R. 88. The trial judge had set 
the amount of the plaintiffs’ damages in case of a successful ap- 
peal at $7,000. The evidence for the plaintiff indicated that dam- 
ages suffered were in excess of $25,000. The appeal having been 
denied, the defendant endeavoured to tax its costs at the higher 
seale as set by the Registrar. On appeal, the Court ordered the 
taxation to proceed on the basis of an action involving the lesser 
amount. In so doing, however, the Court overlooked the principle 
enunciated by O’Connor J. in the Exchequer Court in B. Mani- 
schewitz Company v. Gula (1946-47), 6 Fox Pat. C. 101, when he 
observed: 
















‘Tn actions in contract and tort what is recovered is the 
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payment of a stated sum of money by way of damages or 
otherwise, and the amount of such sum in such cases is a fair 
criterion of the size and importance of the case. 


*‘That is not a proper criterion in actions relating to 
patent and trade-mark matters. The chief issue in these ac- 
tions is whether or not there has been an infringement and 
what the plaintiff recovers or fails to recover is a declaration 
of infringement and an injunction. The question of damages 
is distinctly a secondary matter and the amount of damages 
awarded is not the slightest criterion as to the size or impor- 
tance of the action. Damages are awarded on factors such as 
the length of time of the infringement, volume, ete., and the 
amount of damages, therefore, does not indicate the value of 
the patent or trade-mark rights established in the action. 


‘‘To determine the importance of an action relating to 
trade-marks or patents by the amount of damages awarded 
would be unreasonable.”’ 


The practice in an expungement action fell for decision in 
Perry Knitting Company v. Harley Mfg. Co. Ltd. (1951-52), 12 


Fox Pat. C. 102. Section 53 of The Unfair Competition Act, 1932, 
provides that proceedings for expungement shall be commenced 
by the filing of an originating notice of motion or by counterclaim 
in an action for infringement. Section 54 provides that such 
applications, unless either party requires some issue of fact to 
be determined on oral evidence, shall be heard and determined 
summarily on evidence adduced by affidavit. In this case the ap- 
plicant moved for expungement of the trade-mark NITEY NITE. 
The notice of motion contained an alternative paragraph asking 
that, if the respondent appeared on the motion and objected to 
the making of the order, pleadings should be ordered to be filed 
and the issues directed to be heard on oral evidence. Cameron J. 
held that the originating notice of motion ought to state clearly 
the issues raised by the appellant and should include particulars 
as to why the entry on the Register ought to be expunged. The 
affidavits used in support of the application should be those which 
the applicant intends to use when the matter is heard and plead- 
ings should not be ordered to be filed. It was further held that 
expungement proceedings are not interlocutory proceedings and 
that the rules of the Court must be strictly complied with. Af- 





704 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


fidavits used on an expungement motion must, therefore, be con- 
fined to such facts as the witness is able of his own knowledge to 
prove. 


As indicated previously in this review of cases, The Unfair 
Competition Act, 1932, will, in the near future, be repealed and 
the new Trade-Marks Act will take its place. Some of the juris- 
prudence which has been discussed in these reports to the Trade- 
Mark Reporter will thereafter be of little authority and it is 
hoped that many of the vexed questions which have arisen under 
The Unfair Competition Act will no longer plague the minds of 
practitioners in this field of the law. Doubtless, however, new 
questions will arise to take their place and this reviewer looks 
forward with much interest to his next report to this Bulletin on 
Canadian trade-mark decisions. No matter how great the efforts 
to draft a fully satisfactory Trade-Mark statute, the provision 
of a code that will solve all difficulties and answer all questions 
can never be more than an illusion and a hope. This is no doubt 
inevitable but it is at least the hope and expectation of the framers 
of the new Act that many troublesome problems will disappear 
and that the trade-mark system of Canada will give satisfaction 
to the great majority of those who are affected by it. At any 
rate, the new system relating to the registration of trade-marks 
for services as well as for goods, the provisions for free assign- 
ment and permitted use, and the proceedings by way of opposition, 
ought to expand materially the useful application of Canada’s 
trade-mark system and the protection to be accorded against 
unfair competition. 
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NOTES FROM THE PATENT OFFICE 
Committee on Trade-Mark Law and Practice 


By Katherine |. Hancock* 


On April 8, 1953, the Commissioner of Patents, Hon. Robert 
C. Watson, established in the Patent Office a Committee on Trade- 
Mark Law and Practice. 


The functions of the Committee are: 


(1) To consider and evaluate proposals for changing the 
trade-mark practice and procedure within the Patent Office, with 
the object of improving the practice, 


(2) To formulate and recommend changes in practice or state- 
ments of policy, and 


(3) To study proposals relating to changes in the trade-mark 
statute which may come to the Patent Office for attention, and 
to report its conclusions and recommendations to the Commis- 
sioner. 


The present membership of the Committee consists of the fol- 
lowing personnel of the Patent Office: 


Mr. P. J. Federico, Examiner in Chief 

Mr. L. P. MeCann, Examiner in Chief, 

Mr. John H. Merchant, Head of Trade-Marks Operation 
Mr. Arthur D. Bailey, Examiner of Interferences 

Mr. E. L. Reynolds, Law Examiner 


The Committee will be glad to receive suggestions from 
lawyers and other interested persons on matters within the scope 
of the purposes of the Committee, and all suggestions, construc- 
tive criticisms or proposals relating to improvement in trade-mark 
practice before the Patent Office or to revision of the trade-mark 
statute will be given considered thought by the Committee. 


The Committee meets at intervals to consider jointly deci- 
sions on questions which have come before it, either from outside 
sources or through its own instigation, as to suitability for adop- 


*Trade-Mark Examiner, U. 8. Patent Office; Member of District of Columbia Bar. 
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tion or support, and to formulate recommendations thereon for 
presentation to the Commissioner. 


The appointment of this Committee is in keeping with the 
spirit of the new Trade-Mark Act of 1946 (the Lanham Act), and 
with the need to keep abreast of changing circumstances which 
affect trade-mark law. Constant vigilance is necessary to main- 
tain coordination between the legal and the practical aspects of 
trade-marks. 


Trade-mark law is a growing thing, and neither the statutory 
law nor Patent Office procedures can remain static if they are to 
perform the task of setting fair standards for the use of trade- 
marks. The Committee on Trade-Mark Law and Practice, now 
brought into existence by the Commissioner, will endeavor to 
serve as a clearing house for information on any ways in which 
trade-mark law and Patent Office practice may be falling short 
of meeting current need, and for suggestions on methods by which 
the Patent Office can operate more effectively and efficiently to 
overcome any such shortcomings. 


It is hoped that organizations associated with the field of 
trade-marks will particularly take an interest in assisting this 
Committee, perhaps through formation of committees to study 
and present suggestions. This has been done by the Patent Office 
Society (a professional organization composed primarily of pat- 
ent and trade-mark examiners), by the appointment of a special 
committee of members of the Society to investigate needs for ad- 
justments in practice and procedure on patent and trade-mark 
matters from the examiner’s viewpoint. 


A number of changes in trade-mark practice before the Pat- 
ent Office may be expected in the near future, and as they become 
available for public announcement, they will be reported in this 
column. 
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NOTES FROM OTHER NATIONS 


Canada 
Infringement—Passing-off 

In The B. Manischewitz Co. of Canada Ltd. v. Max Harstone 
et al., (13 Patent, Trade Mark, Design and Copyright Cases 63), 
where the plaintiffs had used since August 30, 1944, and had reg- 
istered on March 22, 1945, the trade mark TAM TAM in respect 
of crackers, and where the defendants had used since September 
1, 1949, and had registered on September 17, 1949, the trade mark 
SOME TAM in respect of baked noodles, or farfel, and further, 
where the plaintiffs used the Star of David and legends such as 
‘*From the world-famous bakeries of the B. Manischewitz Co.’’, 
and on other products, a picture of a six-branched candelabrum, 
and where the defendants used the Star of David, the six-branched 
eandelabrum and the legend ‘‘Toronto’s Most Famous Quality 
Bakery’’, Held, that the defendants were guilty of infringement 
under Section 3(c) of the Unfair Competition Act, 1932, and guilty 
of passing off under Section 11(b) of the Act. Evidence was 
introduced that the products had actually been confused with each 
other in the course of trade. 


French Morocco 


Classification of Goods 


The International Classification, whieh is identical to the 
present British classification (Schedule IV), has been adopted in 
French Morocco, effective January 1, 1953. France Adopted the 
International Classification in 1952. 


Great Britain 
Inherent Registrability 

Some 300 applications having been filed in the past few years 
for registration of trade marks ending in -MASTER, the suffix 
always being associated with a word having greater or lesser ref- 
erence to the goods sought to be covered, the Registrar will pass 
on inherent registrability on the basis of the distinctiveness of the 
word associated with -MASTER. Where the word has direct and 
relatively close reference to the goods, registration will be denied 
altogether; example: LAWNMASTER for lawnmowers. Where 
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the word has direct but somewhat less pointed reference to the 
goods, registration will be granted in Part B of the Register; 
example: GASMASTER for kettles. Where the word has no ref- 
erence to the goods, or makes only a skillful and covert allusion 
thereto, registration will be granted in Part A of the Register; 
example: GLOBEMASTER for bicycles. 


Relief in Infringement Actions 


According to Lloyd-Jacob, J., when a plaintiff has been suc- 
cessful in an infringement action the Court may grant an account- 
ing of the defendant’s profits based upon the following principle: 
‘“Where one party owes a duty to another, the person to whom that 
duty is owed is entitled to recover from the other party every 
benefit which that other party has received by virtue of his fiduci- 
ary position if in fact he has obtained it without the knowledge or 
consent of the party to whom he owed the duty’’. In Electrolux 
Id. vs. Electria Ld. and another, 70 R.P.C. 127, the plaintiffs were 
granted an injunction and were given an election between an 
inquiry as to damages and an accounting of profits. Before the 
election was made the defendants applied for an order to the 
effect that plaintiffs are not entitled to an accounting of profits. 
The order was granted by Lloyd-Jacob, J., 70 R.P.C. 158, on the 
ground that the plaintiffs were aware for a considerable period 
that defendants were utilizing the mark complained of and 
although this did not constitute such acquiescence as to disentitle 
the plaintiffs to enforce their legal rights, nonetheless it sufficed 
to disentitle them to the equitable remedy of an accounting of 
profits. This case, therefore, may be considered as authority for 
the proposition that a plaintiff may through failure to take prompt 
action after learning of an infringement be denied the equitable 
relief of an accounting of profits, and may be granted only the 
legal relief of damages. 


Greece 
International Convention 


Greece, which had previously adhered to the Washington 
(1911) text of the International Convention, has now adhered to 
the London (1934) text. It is expected that the Greek Trade- 
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Mark Law will be revised in order to bring it into harmony with 
the provisions of the London text. 


India 
Standing to File Oppositions Grounds for Opposition 


In Humdustan Hosiery and General Miuls v. The Imperial 
Tobacco Co. of India Ltd., 9 Patent, Design and Trade Mark Re- 
view 55, April 1953, it was held that whereas in rectification pro- 
ceedings the petitioners must be ‘‘persons aggrieved’’, anyone 
may file opposition, and therefore the opposers in the instant case 
succeeded in setting up against the trade mark application a copy- 
right held by persons not party to the proceedings. Held, further, 
that infringement of copyright is ground for opposition to a 
trade mark application. 


Philippines 
New Legislation 
Philippine Public Act No. 865 (43 T.M.R. 487, 590) provides 
that trade-marks may be registered only if they have been used 
in commerce in or with the Philippines at least two months prior 
to the date of the filing of application. Previously, it sufficed for 
trade-marks to have been used at any time prior to the date of 
the filing of application. 


> 


Saar Territory 


A new law relating to unfair competition has been promul- 
gated in the Saar Territory. The law contains, like the German 
law against unfair competition, a general clause prohibiting acts 
that must reasonably be regarded ‘‘as contrary to the principles 
of fair competition’’. Violators may be enjoined or sued for 
damages. 


Syria 
Compulsory Trade-Marks 
By order dated May 25, 1953, the Minister of National Econ- 
omy has extended until September 30, 1953 the term for com- 
plying with the provisions of Legislative-Decree No. 495 of 
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September 15, 1952 (43 T.M.R. 591). Only trade marks relating 
to medicinal and pharmaceutical products are affected by the 
provisions of Legislative-Decree No. 495, which provides for the 
compulsory registration of such trade marks. 
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NEW ASSISTANT COMMISSIONER OF PATENTS 


On August 11, 1953, Mrs. Robert W. Leeds, known profes- 
sionally as Daphne Robert, was sworn in by Secretary of Com- 
merce Sinclair Weeks as Assistant Commissioner of Patents in 
charge of trade-marks. Mrs. Leeds is the first woman to occupy 
such a post in the 151 year history of the Patent Office. 


Since 1951 she has served on the Board of Directors of The 
United States Trade-Mark Association and was elected a vice- 
president in 1952. From 1951-1953 she was Chairman of the Mem- 
bership Committee. Until recently she wrote and edited the Notes 
From Other Nations section of The Trade-Mark Reporter. 


She attended the University of Illinois and is a member of 
the Illinois and Georgia Bar. In 1937 Mrs. Leeds joined the legal 
staff of The Coca-Cola Company and in 1943 was made assistant 
counsel handling trade-mark matters. In addition, she has served 
as a consultant to the Dixie Cup Company of Easton, Pa. 


Mrs. Leeds is the author of the new trade-mark and container 
statutes in the State of Ohio. As a member of the sub-committee 
of the Lawyers Advisory Committee of USTMA she studied and 
offered recommendations to the drafting committee of the new 
Canadian Trade-Mark Act. As a member of the Drafting Sub- 
Committee of the Trade-Mark Coordinating Committee, she has 
worked for the past few years on proposed amendments to the 
Lanham Act. The draft bill incorporating the proposed amend- 
ments was introduced by Senator Alexander Wiley on July 31, 
1953 (83rd Congress) and is known as S8-2540. 


As a long standing member of the American Bar Association, 
she has held many committee posts in that organization. She was 
a member of the House of Delegates in 1944 and 1945 and was 
elected assembly delegate in 1952. She served as Chairman of 
the Trade-Mark Committee for four years and has also been a 
member of the Federal Trade Commission Committee, Federal 
Labor Legislation Committee, Legislation Committee for Patents 
and Trade-Marks and the Committee on Cooperation with the 
Inter-American Bar Association. 


In 1943-44 she was President of the National Association of 
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Women Lawyers and held the same office in the Georgia Associa- 
tion of Women Lawyers. 


She is the author of “The New Trade-Mark Manual” and 
“Commentary on the Lanham Act”, the latter published in the 
U. S. Code Annotated, both written under the name of Daphne 
Robert. 
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RONSON ART METAL WORKS, INC. v. HILTON LITE 
CORPORATION, et al. 


No. 31797—D. C. N. D. Cal., $. Div.—April 9, 1953 


CouRTS—.J URISDICTION 


Where diversity of citizenship and jurisdictional amount are alleged, Lanham 
Act confers exclusive jurisdiction on federal courts over unfair competition which 
affects interstate commerce. Unfair competition which affects interstate com- 
merce raises a federal question. 


Even where defendant’s business is intrastate only, if alleged unfair com- 
petition of defendant affects plaintiff’s interstate business, federal courts have 
exclusive jurisdiction over this federal question. 


The Lanham Act does not provide for concurrent jurisdiction over unfair 
competition actions which affect interstate commerce. 


Action for unfair competition filed in Superior Court of State of 
California and removed by defendants to federal district court. Plaintiff 
moves to remand to state court. Motion denied. 


Lendels & Weigel, of San Francisco, California, for plaintiff. 


Davis & Colvin and George B. White, of San Francisco, California, for 
defendants. 


FRIEDMAN, District Judge. . 


Plaintiff filed its Complaint in the Superior Court of the State of 
California, in and for the City and County of San Francisco, on August 
21, 1952, against several persons mentioned by name as defendants and 
against several persons sued fictitiously as Does. On September 4th, all 
the defendants mentioned by name filed Petition for Removal to this Dis- 
trict Court. A motion by plaintiff to remand to the State Court is now 
before this Court. 


Plaintiff is a New Jersey corporation, and all the defendants reside 
in the State of California, so the matter of diversity of citizenship is 
not an issue. 


The first question to be considered is this: If this Complaint were 
filed originally in the United States District Court, would a motion to 
dismiss be granted on the ground that no federal question is involved? If 
the answer is in the affirmative, then plaintiff’s motion to remand should 
be granted; if in the negative, then we have a second matter to consider. 
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There are certain cases which may be filed in the State Court without 
removal to the Federal Court even when a federal question is involved. 
The second question is this: Does this case come under that category? 
If the answer is in the affirmative, then the motion to remand should be 
granted; if in the negative then we have a third matter to consider. 


The third question is this: One Hubbard was served as a defendant 
under the fictitious name of Doe I on August 29, 1952. Hubbard did not 
join in the Petition for Removal. Does the failure of Hubbard to join 
in the original Petition for Removal under all the circumstances neces- 
sitate sending this case back to the State Court? If the answer is in 
the affirmative, the motion to remand should be granted; if in the negative, 
the motion to remand should be denied. 


1. Plaintiff’s Complaint alleges the following: Plaintiff has been 
engaged in the business of manufacturing and selling cigar and cigarette 
lighters for more than 25 years in the United States; plaintiff operates 
factories in New Jersey and Pennsylvania and also manufactures the 
lighters in England and Canada; plaintiff’s lighters are sold in the 
United States by over 80,000 retailers, plaintiff has 700 distributors 
located throughout the nation; during the last 25 years, about 50,000,000 
lighters of plaintiff have been sold in the United States and Canada, with 
a total retail sales of about $250,000,000; plaintiff has widely advertised 
its lighters throughout the United States in all advertising media, in- 
eluding magazines of nationwide circulation, nationwide radio networks, 
and nationwide television networks; vast sums of money have been spent 
by plaintiff’s distributors and retailers throughout the United States in 
advertising and promoting, and the cost of advertising is millions of dol- 
lars. Plaintiff claims that defendants have engaged in wrongful acts for 
the purpose of injuring and defrauding plaintiff, of defrauding the trade, 
consumers and the public and of wrongfully appropriating plaintiff’s 
good will and reputation; that defendants wrongfully made or caused to 
be made tools, dies and other equipment for lighters in Japan; that 
defendants wrongfully induced manufacturers and other persons in 
Japan to make parts for the Hilton lighters of defendants and to send 
them to defendants at San Francisco, California; that defendants wrong- 
fully sell these lighters in the United States and elsewhere; that defend- 
ants wrongfully threaten to flood the market with these lighters in the 
United States and elsewhere. In the prayer of the Complaint, plaintiff 
seeks to restrain and enjoin the defendants from continuing any or all 
of the unfair competition and wrongful acts described in the Complaint 
and from wrongfully manufacturing, assembling, offering for sale, sell- 
ing, using, exhibiting, advertising and otherwise dealing in lighters as 
set forth in plaintiff’s Complaint. 


Plaintiff has cited many cases to show that no federal question is 
involved. Those cases are all decided by the Court of Appeals in the 
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Second and other Circuits, but none of them in the Ninth Circuit. The 
Lanham Trade-Mark Act of 1946, 15 U. S. C. A. §§1051-1127, is clearly 
interpreted by the Court of Appeals of the Ninth Circuit in the cases of 
Stauffer v. Exley, 9 Cir., 184 F. 2d 962 [40 T. M. R. 960] (1950), and 
Pagliero v. Wallace, 9 Cir., 198 F. 2d 339 [42 T. M. R. 839] (1952). The 
ease before us is even stronger than those two cases. The ground of 
jurisdiction over the unfair competition alleged in the instant case is 
the exercise by Congress of its power to repress unfair competition which 
affects interstate commerce, through the enactment of the Lanham Act 
and the granting of jurisdiction over actions arising under that Act. If 
the alleged unfair competition, even though it were only local in the 
sense that the defendants were transacting only intrastate business, 
nevertheless affected the plaintiff’s interstate business, then jurisdiction 
in such a ease is unequivocably granted to the Federal Courts. In the 
ease before us, the allegations of the Complaint are clear that defendants 
are transacting not only intrastate business, but interstate business, and 
that they are clearly affecting adversely the interstate business of 
plaintiff. If, therefore, this Complaint were originally filed in the United 
States District Court, a motion to dismiss on the ground that no federal 
question is involved would be denied. 


2. We come then to the second question. Plaintiff urges that even 
though a federal question may be involved, there are certain cases which, 
when originally filed in the State Court, cannot be removed to the Fed- 
eral Court; that plaintiff has intended to bring this action under the 
laws of the State of Califernia concerning unfair competition. There 
are certain cases which involve a federal question, but which, if originally 
filed in the State Court, cannot be removed to the Federal Court. For 
example, the Federal Employers’ Liability Act gives concurrent juris- 
diction to the Courts of the United States and the State Courts. 45 
U. S. C. A. §56. Another example is the Federal Natural Gas Act of 
1938, as amended, 15 U. 8. C. A.§ 717 f£(h), where the Act itself provides 
that the action may be brought in the District Court of the United States 
or in the State Courts. The Lanham Act makes no such provision. 


It is true, as said by Mr. Justice Holmes in The Fair v. Kohler, 228 
U. S. 22, that ‘‘the party who brings the suit is master to decide what 
law he will rely upon’’, but this does not mean that plaintiff can select 
his own forum regardless of what his Complaint contains. This Com- 
plaint on its face alleges in effect that plaintiff is engaged in interstate 
and foreign commerce, that defendants are committing wrongful acts 
in the United States and in foreign countries, and that said wrongful 
acts of the defendants are affecting plaintiff’s business in the United 
States and in foreign countries. 


There are some cases cited by plaintiff which on careful reading do 
not support plaintiff’s position. In Algonquin v. Gregory, 105 F. Supp. 
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64 (1952), the only issue was the amount of damages in a suit to condemn 
an easement for natural gas transmission facilities. That case did not 
require any interpretation of any federal law; the legal rights of the 
parties were clear, and the only question was the determination of the 
amount that plaintiff should receive in the condemnation proceedings. 
In the first place, no federal right was an essential element of the action, 
and in the second place, the Federal Natural Gas Act provided that such 
actions may be brought either in the District Court of the United States 
or in the State Courts. 


In Abrams v. Hart, 85 F. Supp. 664 (1949), cited by plaintiff, an 
action was brought in the State Court to prevent certain picketing under 
the law of the State of North Carolina. The United States District Court 
ordered the remand to the State Court on the ground that there was no 
right created by the laws of the United States which was an essential 
element of plaintiff’s cause of action. In the case at bar, it will be neces- 
sary to determine, among other things, what constitutes unfair compe- 
tition under the Lanham Act, and to apply that interpretation of the 
federal law to the facts presented at the trial. I find that this is not one 
of the exceptions to the general rule concerning cases where federal 
questions are involved. 


3. We come then to the third matter. Suit was filed on August 21, 


1952, in the State Court, Hubbard was served as Doe I on August 29th. 
On September 4th, a petition was filed for removal to the United States 
District Court. On September 5th, the return of service of summons was 
filed. On January 16, 1953, Hubbard filed his joinder with the other 
defendants in the removal to the Federal Court. 


Nowhere in the Complaint is Hubbard mentioned by name as a de- 
fendant. The Complaint alleges that plaintiff does not know the true 
names of the defendants Does I to V, inclusive, and therefore sues them 
under said fictitious names; plaintiff prays that their true names may be 
inserted therein upon ascertainment, together with appropriate charging 
allegations. 


Whether the fact that Hubbard filed his consent to the removal from 
the State Court on January 16, 1953, should be considered by this Court 
on the theory that the Petition for Removal is in the nature of ‘‘ process’’, 
and that an amendment to such process may be permitted, need not be 
determined by this Court. Kinney v. Columbia, 191 U. S. 78 (1903). On 
September 4, 1952, all persons who were named as defendants joined in 
the Petition for Removal. On that date, there were no other known 
defendants from any examination of the record. The Complaint not only 
did not give the true names of the Does, but stated affirmatively in effect 
that it had not charged the Doe defendants in the Complaint, and per- 
mission would be sought at a later time to charge them. 
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As stated in Thiel v. Southern Pacific, 9 Cir., 126 F. 2d 710 (1942), 
‘although the Does are named as defendants in the caption of the Com- 
plaint, the Complaint states no cause of action—no claim upon which 
relief can be granted—against the Does or either of them. It not only 
fails to show who the Does are, but also fails to show any relationship 
whatever between the Does and appellant or between the Does and 
appellee, or that any legal duty was ever owed by the Does to appellant. 
Much less does it show that such duty was breached. * * * No cause of 
action having been slated against the Does, they must be disregarded in 
determining whether the suit was removable.’’ I find that the failure of 
Hubbard to join in the original Petition for Removal under all the cir- 
cumstances of this case does not make it necessary that the motion to 
remand be granted. 


The motion to remand is denied. 


HARAD et al., doing business as INDUSTRIAL ENGINEERING 
ASSOCIATES v. SEARS, ROEBUCK AND COMPANY 


No. 10609—C. A. 7—April 10, 1953 


CourTS—FINDINGS 


Finding that combination of illustration of a truss, pen and ink sketches of 
men at work and play, descriptive statement in columnar form preceded by a dot, 
and slogan ‘‘For The Active Man’’ had acquired secondary meaning is clearly 
erroneous where documentary evidence showed that defendant used that com- 
bination for many years to plaintiff’s alleged first use. 


Finding of actual confusion clearly erroneous in light of isolated cases of 
confusion. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 


‘*Sportsman’’ within an oval for trusses does not infringe picture of a runner 
and ‘‘ Active Man’’ within an oval for trusses. Photographic reproduction of an 
athlete are frequently used by the trade in advertising athletic trusses. 


Appeal from District Court for Southern District of Indiana. 


Action for trade-mark infringement and unfair competition. From 
judgment for plaintiff awarding an injunction and treble damages, 
defendant appealed. Reversed. 


Harold R. Woodward and Ralph G. Lockwood, of Indianapolis, Indiana, 
for plaintiffs-appellee. 


Charles Lederer, Frank H. Marks, Maurice B. Wolf, Daniel J. Gluck and 
Leo Arnstein of Chicago, Illinois, for defendant-appellant. 


Before Major, Chief Judge, and Finnegan and Swaim, Circuit Judges. 
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Finnegan, Circuit Judge. 


The plaintiffs, Charles F. Harad and Sara E. Harad, his wife, co- 
partners, who will be hereinafter referred to in the singular as Harad, 
brought suit in the United States District Court for the Southern Dis- 
trict of Indiana against the defendant, Sears, Roebuck & Company, here- 
inafter referred to as Sears, to recover for alleged unfair competition, 
trade-mark infringement, and for other relief. 


Plaintiffs contended below, and repeat here, that the defendant 
Sears was guilty of unfair competition in advertising and selling a truss 
manufactured by a different concern, because of the use of advertising 
features which were copies from or a duplication of features that had 
theretofore been used to advertise plaintiff’s truss; second, that plaintiff’s 
trade-mark consisting of the word ‘‘Sportsman’’ within an oval was in- 
fringed by a trade-mark consisting of a photographic reproduction of a 
runner within an oval surmounted by the words ‘‘ Active Man’’; and 
third, that substantial evidence justified the assessment against the 
defendant of treble damages. 


The defendant Sears, on the other hand, contended below and 
repeats here: first, that there was no trade-mark infringement; second, 
that the plaintiff had no exclusive rights in advertising features used to 
sell its truss by the retailers to whom they had distributed it, including 
Sears; third, that the plaintiff failed to prove that Sears had actual notice 
of the registration of the trade-mark involved (15 U. S. C. A. 1111); 
fourth, that plaintiffs showed no actual confusion or deception of cus- 
tomers or of the public; and fifth, plaintiffs should be denied equitable 
relief because they made false and misleading representations in the 
advertising issued by them. 


After trial, without a jury, the District Court entered a decree 
granting Harad a perpetual injunction, ordering an accounting of actual 
profits and damages in Harad’s favor, and awarding compensation in 
treble the amount found to be due to it on said accounting. In this appeal 
Sears is seeking to reverse that judgment. 


It appears that in 1946 Harad started developing a truss for use by 
persons afflicted with hernia and began to market the same. In its cor- 
respondence with different sales organizations, Harad began in Sep- 
tember of 1946 to use the words ‘‘Sportsman Athletic’’ to identify its 
truss. The contracted form of the alleged trade-mark was the word 
‘*Sportsman’’ within an oval. Harad received orders for this truss as 
early as May 27, 1947. It appears that the first order from the defendant 
Sears was received in August, 1947. The contract with Sears had been 
brought about by a salesman, Louis P. Mack, who had been employed by 
Harad and who was a personal friend of A. J. Steiner, a buyer for the 
defendant Sears, in charge of its sick-room and invalid supplies depart- 
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ment. This same Louis P. Mack also sold on behalf of Harad to the mail 
order house of Montgomery, Ward & Company. The record indicates 
that his activities in connection with the Harad truss was confined to 
these two mail order houses. 


During the years 1947 to 1950 inclusive, and up to March 1951, when 
the trial in this cause occurred Harad manufactured and sold substan- 
tially the following number of its trusses: in 1947,—3,078; in 1948,— 
19,079; in 1949,—27,669; in 1950,—13,035, and in 1951,—1,084. The 
sales were made to the Harad retail outlets, such as drug stores and to 
mail order houses, including Sears and its retail stores. 


Harad advertised its trusses throughout the United States com- 
mencing in the spring of 1947. This included newspaper advertising, 
half the cost of which was borne by Harad and half by the various drug 
stores and similar customers; several thousand display cards, which were 
distributed by Harad to the Sears retail stores and other customers 
throughout the United States; in addition several thousand advertising 
streamers were paid for and distributed by Harad to its customers. It 
also ordered many newspaper advertising mats. These were distributed 
to and used by various drug store customers throughout the United 
States, as well as by the Sears retail stores. The display cards and 
streamers and advertising mat each bore Harad’s trade-mark ‘‘Sports- 
man’’ printed in an oval. 


Exclusive of the sums credited to Sears, Harad expended more than 
$58,000 in advertising its product. This amount of course represented 
but fifty percent of the total cost of advertising, and is exclusive of the 
sums paid by Harad for Sears retail store advertising. 


Charles F. Harad himself spent a substantial amount of time and 
money assisting the various retail outlets, including Sears retail stores, 
in the promotion and sale of the truss manufactured by his company. 
Until about May of 1948 Harad packaged all its trusses, including those 
sold and delivered to the Sears retail stores and mail order houses, in a 
red and black carton. These cartons had conspicuously printed thereon 
in two places, the firm name ‘‘Industrial Engineering Associates’’ and 


the address of Harad, together with its trade-mark ‘‘Sportsman’”’ within 


an oval. 


In May 1948, a second carton of blue and white was ordered by 
Harad. Thereafter substantially all of the trusses delivered to the mail 
order houses, as distinguished from those delivered to the Sears retail 
stores and other customers, were packaged in the blue and white carton. 
However, with relatively few exceptions, all Harad trusses thereafter 
shipped to Sears retail stores were packaged as before in red and black 
cartons, bearing Harad’s business name in two places thereon. Until 
about May, 1948 Harad inserted in all cartons bearing his trusses a two- 
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leaf folder and a direction card. The firm name and address of Harad, 
together with his trade-mark were printed on such folders. In May, 
1948, Harad had printed a three-page folder to take the place of the 
two-page folder and direction card. These three-page folders likewise 
had the firm name and the address of Harad with its trade-mark ‘‘Sports- 
man’’ within an oval. 


In about May, 1948, Harad also had printed a second three-page 
folder. This did not bear ‘‘Harad’s’’ firm name nor his trade-mark. 
Instead the words ‘‘Sears Approved Athletic Truss’’ were printed thereon. 
Regardless of which carton was used to package the ‘‘Harad’’ truss, 
every truss inserted therein had imposed on it the ‘‘Harad’’ trade-mark 
‘‘Sportsman’’ within an oval. 


Commencing in the spring and summer edition of Sears 1948 eat- 
alogs, Harad’s truss was prominently advertised. They were also adver- 
tised in the subsequent semi-annual catalogs of Sears which appeared in 
the record as exhibits. In each of the Sears catalog advertisements there 
was prominently displayed illustrated cuts of the Harad truss. Associ- 
ated therewith was the slogan ‘‘For the Active Man.’’ This slogan was 
identical with that printed upon Harad’s red and black cartons, which 
cartons had also printed there in bold type the firm name and address 
of Harad. 


Commencing with Sears spring and summer 1949 catalog, the adver- 
tisement of Harad’s truss included several pen and ink sketches which 
were identical with certain pen and ink sketches printed on the three- 
page folders already described, bearing the Harad firm name and 
address, as well as the trade-mark. These sketches were originally posed 
for by Mr. Harad himself, and were paid for by him. In said spring 
and summer general catalog of 1949, Harad’s truss advertisement in- 
cluded an illustrative cut of the trusses which was like that displayed 
in the three-page folder. Also beginning with the spring and summer 
1949 general catalog, the advertisement of Harad’s trusses included 
several descriptive statements in columnar formation preceded by a dot. 
The contents of the statements and pattern of their arrangement dupli- 
cated that which was employed by Harad in its three-page folder. 


Harad urged insistently that it was the first to use in combination 
the foregoing features; namely, a prominently illustrative cut of his 
truss in a particular manner and original arrangement; pen and ink 
sketches showing men at work and at play; descriptive statements in 
columnar formation preceded by a dot; and a slogan ‘‘For the Active 
Man.’’ Harad insists that while Sears may have used some or all of the 
foregoing features separately, it never used all of them in combination 
prior to the introduction of the Harad truss. The court in its findings of 
facts adopts this contention of Harad’s. Nevertheless the undisputable 
documentary evidence shows the direct contrary. In the Sears catalog 
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for 19438, in evidence as defendant’s exhibit 29, the trusses then handled 
by Sears and therein advertised, showed all of the features claimed on 
behalf of Harad except the slogan regarding ‘‘active life.’’ In the Sears 
1945 catalog, in evidence as exhibit 79, all the features mentioned were 
claimed for the trusses therein advertised by the defendant, Sears. In 
exhibit 21, the catalog for 1946, all the features are again found in the 
trusses advertised except the descriptive statements in columnar forma- 
tion preceded by a dot. Defendant insists, and the uncontroverted docu- 
ments bear out its claim, that Harad not only obtained the mentioned 
features from copies of Sears catalogs issued prior to 1947, but also that 
Harad actually lifted from the same series many other features used 
later in publicizing the Harad trusses. This is demonstrated, appellant 
claims, by the following examples of features used by Harad. First, 
a pen and ink sketch showing a golf player, used by plaintiff in its three- 
leaf circular, is identical to a drawing of a golfer appearing in defendant’s 
exhibit 21, which is Sears 1946 catalog. Second, the line drawing of a 
human anatomy, on Harad’s three-leaf circular, appears to duplicate 
similar drawings in Sears catalogs for 1943 and 1945. Third, the columnar 
statement of features preceded by a dot is also found in the Sears catalog 
for 1943 and 1945. And finally, that the Harad slogan ‘‘Ruptured? Wear 
A Sportsman Athletic Truss,’’ found in the plaintiff’s three-leaf circular, 
bears a remarkable resemblance to the slogan used by Sears in its 1943 
catalog. ‘‘Are You Ruptured? Why Not Wear a Sears Truss.’’ In the 
1946 and 1947 catalogs, Sears said in advertising its trusses: ‘‘Ruptured? 
You can still lead an active life—Wear a Sears approved truss. Perfect 
fitting for your comfort.’’ 


We are therefore obliged to conclude that the findings of the District 
Court to the effect that extensive advertising by Harad throughout the 
United States of the said combined features; namely, sketches showing 
men at work and play; the slogan for the active man; descriptive state- 
ments in columnar formation preceded by a dot; and the general arrange- 
ment of said exhibited features has acquired a secondary meaning, are 
clearly erroneous. The findings must of necessity rest exclusively on the 
documentary evidence mentioned and the undisputed contents of the 
advertising matter of Harad and Sears, Horace v. Higgins, 180 F. 2d 
537-539. . 


In December, 1949 Harad was notified by Steiner that a truss coming 
from a different source was to be used in all of the Sears spring and 
summer 1950 catalogs, except those published in Philadelphia and Boston. 
In the spring and summer 1950 catalogs, pursuant to such notice, Sears 
advertised exclusively a truss from another source than Harad. This 
other source was Louis P. Mack, and as we have already said had been 
employed by Harad to sell its trusses to mail order houses. He had 
severed his relationship with Harad in July, 1949. 
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The Mack truss was similar in shape and outline to the Harad truss; 
its price was $7.49, whereas the Harad truss had been sold by Sears for 
$8.99. Mack trusses had imposed on the shield portion thereof, in the 







same relative location where Harad’s trade-mark was imposed, a repre- 
sentation or drawing of an athlete or runner, within an oval, and ac- 
companied by the words ‘‘ Active Man.”’ In advertising said Mack truss, 
Sears used a cut showing a truss arranged in substantially the same 
manner as had been used in the illustration of the Harad truss. In 
addition, Sears advertising of the Mack truss included the slogan ‘‘For 
The Active Man,’’ and also included pen and ink sketches of men at 
work and play, descriptive statements in columnar formation preceded 
by a dot, and an arrangement and layout of each of the features relative 
to each other similar to that used in advertising the Harad truss. 















The cartons in which the Mack trusses were sold by Sears were 
substantially identical to those in which the Harad truss had been sold, 
through Sears mail order house. Enclosed within the substitute truss 
carton was a three-page folder. 








This folder had printed thereon certain pen and ink sketches which 
were substantially the same as the pen and ink sketches printed on the 
three-page folder enclosed with the Harad trusses. 












The record discloses that the Mack truss is manufactured by the 
Active Man Truss Company, which is operated, as we have said, by 
Harad’s former salesman, Louis P. Mack. It should be noted that neither 
the Active Man Truss Company nor Louis P. Mack were made parties 
defendant to these proceedings. It appears from the evidence that on 
August 17, 1948, Harad filed application for registration of the mark 
‘‘Sportsman Athletic Truss’’ on the principal register under the 1946 
Trade-Mark Act. The file wrapper shows that on September 23, 1949, 
such registration was refused by the Trade-Mark Examiner ‘‘for the 
reason (inter alia) that the word ‘Sportsman’ is descriptive of the 
goods.’’ On December 2, 1949, Harad shifted the registration to the 
Supplemental Register under the 1946 Act and took no further action 
to register on the Principal Register as allowed by section 2(f) of the 
Act for marks which have ‘‘become distinctive of the applicant’s goods 
in commerce,’’ that is to say, acquire a secondary meaning. On October 
19, 1950, Harad filed the required statement and declaration to show 
use of his mark for a year preceding filing of his application for regis- 
tration on the Supplemental Register, in which Harad disclaimed the 
words ‘‘Athletic Truss’’ apart from the mark. On December 5, 1950, 
Harad, at the request of the Patent Office, deleted such disclaimer. On 
March 20, 1951, more than one year and two months after Harad filed 
his complaint in this action, and one week before the trial thereof, a 
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federal trade-mark registration was issued to Harad on the Supple- 
mental Register covering the notation ‘‘Sportsman Athletic Truss.’’ 


The trial court found among other things: 


30. ‘‘The aforementioned substitute trusses sold extensively 
by the defendant commencing in or about January, 1950, had em- 
bossed centrally of the shield portions thereof a representation of 
an athlete within elliptical frame accompanied by the words ‘ Active 
Man.’ Said pictorial representation and said words are a colorable 
imitation of plaintiffs’ trade-mark ‘Sportsman’ Athletic Truss within 
an elliptical frame, and are so similar there as to be likely to deceive 
and confuse the purchasing public into believing that said substitute 
trusses had their source of origin in plaintiffs or came from the 
same source of origin as plaintiffs’ trusses.’’ 


Finding 31. ‘‘The natural and probable tendency and effect 
of the sale by defendant of said substitute trusses bearing said 
pictoral representation and said words is to deceive and confuse 
the purchasing public into believing that said substitute trusses 
had their source of origin in plaintiffs; or that they came from the 
same source of origin as plaintiffs’ trusses.’’ 


In other words, the trial court found that the photographic repre- 
sentation of the figure of a male runner surmounted by the words 
‘‘Active Man’”’ is an imitation and infringement of the printed word 
‘**Sportsman.’’ 


Exhibits in evidence before the court in this case disclosed that such 
photographic representations are common in the advertising of such 
items as trusses. A large truss manufacturer used the word ‘‘Winner’”’ 
in association with a representation of a runner within a circle. So, too, 
the word ‘‘Champion’’ in a circle was granted registration, and in 
another case the photographic reproduction of a discus thrower was 
registered. In fact, authorized exhibits put in evidence by the defendant 
showed that the reproduction of figures of athletes are very common in 
advertising of this class of goods. As we have already pointed out, 
the words ‘‘ Active’’ and ‘‘ Active Life’’ were frequently used by Sears 
prior to Harad’s entry in to the field. We feel, on consideration of all 
the evidence in this record, that a mistake has been made and that the 
findings of the trial court in this regard are clearly erroneous. Cf. United 
States v. Gypsum Co., 333 U. S. 364, 395 [76 U. S. P. Q. 430, 443]. 


We are further unable to agree with the trial court’s finding of fact 
36 as to the effect that ‘‘actual confusion and mistake on the part of the 
publie is established by the evidence.”’ 


That finding is based upon two letters offered in evidence by Harad. 
The first letter bears date of January 13, 1951, more than one year after 
plaintiff had instituted this suit and only about one month prior to the 
actual trial thereof. Nowhere in that letter is there any indication what- 
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soever that the buyer, desiring to buy the plaintiffs’ truss, was actually mis- 
led into buying the Mack Truss. The writer stated his preference for the 
plaintiffs’ truss pads and his preference for the Mack truss belt and made 
inquiry as to whether plaintiffs could supply him with their truss pads. 
The mere fact that the letter was written to plaintiffs does not in any way 
indicate that the writer confused the sources of the two trusses. 


The second letter from Frank C. Campbell bears no date. This letter 
clearly indicates that the writer was not actually confused as to the re- 
spective manufacturers of the ‘‘Sportsman’’ and ‘‘ Active Man’’ trusses, 
the writer stating that the ‘‘maker of the ‘Active Man’ truss on the circular 
shows their address as Chicago.’’ He stated that at one time he purchased 
a ‘‘Sportsman’’ truss from defendant’s store, at Pittsburgh. That recently 
he went to defendant’s store to look for a smaller size truss and also to 
procure new pads for his truss; that he was shown and purchased the new 
type of truss called ‘‘ Active Man,’’ and that he recognized that the new 
truss was not the plaintiffs’. He pointed out in his letter the various 
differences in the trusses. 


In our opinion the finding by the trial court that actual confusion 
on the part of the public is established is clearly erroneous. Isolated cases 
of confusion do not justify a finding that actual confusion is established 
nor warrant the entry of judgment for damages. Cf. Callmann Unfair 
Competition, vol. 2, p. 1279; W. & H. Walker v. Walker Bros. Co., 271 F. 
395-397. 


For the reasons heretofore given, our examination of this record has 
convinced us (1) that Sears preceded Harad in the use of the advertising 
features claimed by Harad to be its own; (2) that the picture of a runner 
within an oval surmounted by the words ‘‘ Active Man”’ is not a substantial 
duplication or reproduction of the printed words ‘‘Sportsman’’ within an 
oval; (3) that no actual confusion on the part of the public is established 
by the evidence, and that ‘‘Sears’’ has not been proven guilty of unfair 
competition. 

We find it altogether unnecessary to consider the point that Harad 
was guilty of misrepresentation in its advertising, and should therefore 
be denied relief. 


The judgment of the District Court is reversed. 


BASCOM LAUNDER CORP. et al. v. TELECOIN 
CORPORATION et al. 


No. 108—C. A. 2—April 20, 1953 


CouRTS—JURISDICTION 
Where defendant pleads its registered trade-mark as a defense in an antitrust 
action, court has jurisdiction to order cancellation of registration. 
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TRADE-MARK Act or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
‘*Launderette’’ is merely descriptive of a self-service laundry store. 


Antitrust action by Bascom Launder Corporation et al. v. Telecoin 
Corporation et al. From judgment for plaintiff; plaintiff and defendant 
appeal. Reversed. 


Arnold Malkan, Cyrus Austin and David H. Isacson, of New York, N. Y.., 
for plaintiffs-appellant. 


Hawkins, Delafield & Wood (Webster, Sheffield & Chrystie, Bethuel M. 
Webster, Frederick P. Haas, Franklin 8. Wood; and Clarence Fried), 
of New York, N. Y., for defendant-appellee. 


Before Aucustus N. Hanp, CHaAsE and FRANK, Circuit Judges. 


This is an appeal and cross-appeal from a judgment entered after a 
jury trial in a treble-damage suit under the Anti-trust statutes. The 
complaint alleged that defendant Telecoin (1) made illegal tie-in sales to 
plaintiffs, in violation of §3 of the Clayton Act, and (2) conspired with 
Bendix Home Appliances, Inc., a manufacturer of washing-machines, and 
Bruno-New York, Inc., Bendix’s New York distributor, to deny plaintiffs 
access to Bendix automatic washing-machines for commercial use except 
through Telecoin, in violation of §§1 and 2 of the Sherman Act. The 
plaintiffs are either ‘‘store’’ or ‘‘route’’ operators, or both (the meaning 
of these designations will later appear), of Bendix Home Laundries. 
Originally four, the number of plaintiffs increased when the suit was 
converted to a class action under Rule 23(a)(3) by court order. 


The defendants were originally Bendix, Telecoin and Bruno. The 
action was discontinued, without prejudice, against Bendix and Bruno by 
stipulation. The suit against the remaining defendant, Telecoin, was con- 
solidated with actions against Farny, a director of Telecoin and Percival 
and Melroy, officers of Telecoin. The claim against Farny was later dis- 
missed by judgment. 


The first trial ended in a jury disagreement. At the end of the second 
trial, verdict and judgment were had for seventeen of nineteen plaintiffs 
against defendant Telecoin, but not against Percival or Melroy. The evi- 
dence at the trial showed the following: 


In 1937, Bendix Home Appliances, Inc., began producing an automatic 
home laundry machine. In late 1938, Farny and Percival, as partners, 
bought several of these machines from Bruno-New York, a Bendix dis- 
tributor, equipped them with coin meters, and installed them in the 
basement of an apartment-house for use by the tenants. Success prompted 
them to expand and they added personnel. They began by contracting with 
landlords for permission to install a group of machines. The machines and 
the ‘‘location’’ would then be sold to an ‘‘operator,’’ the partners making 
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the installation. It was possible for an ‘‘operator’’ to maintain and moni- 
tor several installations; this has been given the name of a ‘‘route.”’ 


In 1943, a corporation was formed under the name ‘‘Telecoin Corpo- 
ration,’’ the defendant here to take over the partnership business. This 
corporation operated a ‘‘route’’ of some 600 machines. In late 1944, the 
corporation opened its first ‘‘store,’’ a battery of machines operated on 
a self-service basis, and the name ‘‘Launderette’’ was originated to apply 
to such operation. 


As the number of store operators multiplied, Telecoin experimented 
with different hot-water boilers, wallboards, and flooring. When it became 
apparent that the Bendix designed for home use would not stand up under 
commercial use, i.e., use in stores and apartment-houses, Bendix, begin- 
ning in 1947, put out commercial models provided with a heavy-duty 
clutch, a third bearing and a larger drive-shaft. 


In 1945, Telecoin and Bendix entered into an agreement by which 
Telecoin was designated the exclusive distributor of Bendix machines to 
‘‘route’’ and ‘‘store’’ operators, and promised to promote sales and in- 
stallations of the Bendix for commercial use and to use Bendix equipment 
exclusively, and to maintain or cause to be maintained ‘‘in first-class oper- 
ating condition’’ all such Bendix machines. Bendix agreed to ‘‘use its best 
efforts’’ to obtain a modification of existing agreements with its other 
distributors to protect Telecoin’s market, and Telecoin agreed to use 
Bendix equipment exclusively. The contract provided that Telecoin should 
buy the machines from other distributors. But as it worked out, the 
machines were sold directly by Bendix to Telecoin. When Telecoin re- 
mitted to Bendix, the latter sent a $10 ‘‘override’’ to the distributor in 
whose geographical area the machine was sold. 


Telecoin drew up a ‘‘franchise’’ agreement for store-operators who 
wished to use the trade-mark ‘‘Launderette.’’ Under this agreement, the 
operator had to pay a monthly franchise fee on each machine and to 
construct, decorate and operate the store according to ‘‘Launderette’’ 
standards, as set by Telecoin. Plaintiffs’ witnesses testified that, under 
this franchise, the operator had to buy equipment such as meters, clocks, 
seales, soaps and signs from Telecoin, and that machines were impossible 
to obtain without signing such franchise. Defendant’s witnesses testified 
that the signing of franchises was purely optional, and that, in return, 
the operator was granted the use of the trade-mark and certain services 
such as instructions for operators, discounts on parts and territory pro- 
tection. 


The jury, in response to interrogatories on the Clayton Act issue, 
found (1) that defendants had made tie-in sales of meters, boilers, clocks, 
soaps, scales and/or schedule pads, upon which sales of machines were 
conditioned, but (2) that the effect was not ‘‘such as to substantially 
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lessen competition or tend to create a monopoly in any line of commerce,”’ 
as required by the Clayton Act. 


On the Sherman Act issue, the court charged the jury that the 
agreement between Bendix and Telecoin ‘‘amounted to a contract, com- 
bination and conspiracy in restraint of trade or commerce in violation 
of the Sherman Act as a matter of law.’’ The jury answered affirmatively 
the question whether the plaintiffs had been injured by anything forbidden 
by the anti-trust laws and done by the defendant, and awarded damages 
to seventeen of the nineteen plaintiffs. 


As part of its defense, the defendant set up the fact that it had 
registered the trade-mark ‘‘Launderette’’ with the United States Patent 
Office. Evidence was introduced by plaintiffs to show that the registration 
had been fraudulently obtained. Plaintiffs sought to have this trade-mark 
cancelled. The trial court did not submit this to the jury, and denied the 
relief without giving reasons. Plaintiffs also moved to have the judgment 
held open to permit intervention by other parties similarly situated; this 
was also denied. 


The defendant appeals from the judgment entered on the verdict. 
The plaintiffs, in their cross-appeal, seek modification of the judgment; 
they ask this court to order that the trial court (1) direct cancellation of 
defendant’s trade-mark ‘‘Launderette,’’ and (2) hold open the judgment 
for a reasonable time, allowing intervention by other parties similarly 
situated. 


Frank, Circuit Judge. 


I. DEFENDANT’s APPEAL 


1. The Clayton Act Issue . 


The complaint charged the violation of §§1 and 2 of the Sherman 
Act and §3 of the Clayton Act. Plaintiffs demanded a jury trial. The 
jury found that the defendant sold Bendix machines to the plaintiff under 
tie-in contracts restricting the use of meters, boilers, clocks, soaps, schedule 
pads, and like commodities, to those supplied by the defendant. The jury 
also found that such tie-in arrangements did not tend to create a monopoly 
or substantially to lessen competition in commerce. Whether or not this 
latter question was correctly submitted to the jury under /nternational 
Salt Co. v. United States, 332 U. S. 392, see Lockhart & Sacks, Exclusive 
Arrangements, 65 Harv. L. Rev. 913, is not before us, since plaintiffs 
have not appealed as to that aspect of the case. 


2. The Sherman Act Issue 


(a) Defendant argues that the judgment cannot stand because the 
jury returned a verdict inconsistent in respect to damages. Apart from 
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the fact that, if there were inconsistency, it would not ordinarily cause 
reversal, we see none here: As the jury found no violation of the Clayton 
Act, it could of course award no damages on the account. But if the 
Sherman Act was violated, the actual damages flowing from that violation 
may well have included the additional amount which the plaintiffs had 
to pay because of the tie-in purchases they were compelled to make. Cf. 
Federal Trade Commission v. Motion Picture Adv. Co., 344 U. S. 392, 397. 


(b) The judge said in his charge: ‘‘We come now to the second final 
theory upon which the plaintiffs might possibly recover. As we have 
already indicated, this theory arises from a conspiracy and combination 
of defendants with * * * Bendix, the manufacturer, and its distributors, 
especially Bruno-New York, Inc. It is based upon violation of the Sher- 
man Act and especially Section 1 of that act. * * * The principal evidence 
offered in support of this conspiracy theory is a written contract between 
Bendix and Telecoin * * * This agreement amounted to a contract, com- 
bination and conspiracy in restraint of trade or commerce in violation 
of the Sherman Act as a matter of law.’’ Defendants’ counsel made a 
timely objection.! The judge’s statement was erroneous, for it amounted 
to a directed verdict for plaintiffs on this issue (except as to damages to 
the several plaintiffs). This was wrong in the light of United States v. 
Bausch & Lomb Optical Co., 45 F. Supp. 387, 398-399 [33 T. M. R. 194], 
by which we feel bound since, on the matter here pertinent, the Supreme 


Court affirmed in 321 U. S. 707, 719 [34 T. M. R. 158] (although by a 
four-to-four decision and without opinion). 


There a manufacturer agreed to sell one of its products to no one 
other than a single distributor. Judge Rifkind—relying on United States 
v. Addyston Pipe & Steel Co., 85 F. 471, affirmed 175 U. S. 211, and on 
the Restatement of Contracts §§515 and 516—said that the Sherman Act 
was not violated, because the manufacturer had no monopoly of the 
product, and the ‘‘restraint of trade’’ was (a) ancillary to a reasonable 
main purpose—a source of supply to the distributor—and (b) fairly 
protective of that distributor’s interests but not so large as to interfere 
with the interest of the public. 


The contract in the instant case was therefore not unlawful in and 
of itself.2 The plaintiffs could win only if they proved (1) that Bendix 
had a monopoly in fact of the product it sold to Telecoin and/or (2) the 
exclusive arrangement, as carried out, was without a reasonable economic 
basis and merely served as an instrument for unduly restraining trade.* 
The error in the charge might have been harmless if the evidence as to 
(1) or (2) had been so indisputable as to leave nothing for the jury to 


1. ‘I object to that portion of the charge wherein your Honor instructed the 
ani fh that the agreement between Bendix and Telecoin is a conspiracy as a matter of 
law 


? See also United States v. Kissel & Harned, 218 U. 8S. 601, 608. 
3. Plaintiffs point to facts which they assert differentiate ‘this case from Bausch 
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decide on the issue.* The evidence, however, was not so unequivocal, but, 
being in conflict and resting on oral as well as documentary evidence, 
was such that the jury might reasonably have drawn an inference in 
favor of either side.5 The judge’s charge, in taking the question from the 
jury, was reversible error. 


II. Puartirrs’ Cross-APPEAL 


1. Since the defendant set up its registered trade-mark as a de- 
fense, we think this was an ‘‘action * * * involving a registered mark’”’ 
within §37 of the Lanham Act (15 U. S. C. §1119), conferring jurisdic- 
tion to order the mark’s cancellation.5* The evidence so clearly shows 
that the mark was merely descriptive that the judge should have directed 
the cancellation of its registration. 


2. We think there was a sufficiently ‘‘common question’’ and a 
sufficiently ‘‘common relief’’® sought to render this a spurious class suit 
under Rule 23(a){3). But petitions for intervention made previous to 
the trial were properly denied, in the court’s discretion, when plaintiffs 
refused to consent to an adjournment to permit examination before trial 
of the proposed intervenors. The judge did not err in refusing to hold 
open the judgment to permit persons to intervene after the verdict. The 
suggestion in York v. Guaranty Trust Co., 143 F. 2d 503, 528-529 (C. A. 
2), does not apply to a jury case after the trial has concluded, for it 
would involve a new hearing of the evidence by the jury. 


On defendant’s appeal, reversed and remanded. 


On plaintiffs’ cross-appeal, reversed and remanded with directions 
to enter an order cancelling the defendant’s trade-mark. 


& Lomb, supra, viz., that this was not really an exclusive distributorship, that Bendix was 
implicated in the restrictions on the operators, and that Bausch & Lomb had no patent 
or monopoly. We think none of these factors significant: Telecoin was an exclusive 
distributor in the commercial field, and the relationship of Bendix to the agreement is 
a jury question, as is the question of whether Bendix had a monopoly in the instant case. 

4. See Indiana Farmer’s Guide Publishing Co. v. Prairie Farmer Publishing 
Co., 293 U. 8. 268, 281. 

5. In support of point (1), plaintiffs put in evidence a survey by the ‘‘ American 
Washer & Ironer Manufacturers’ Association,’’ which they maintain showed that 
Bendix made a large majority of the automatic washing-machine equipment in the 
United States. But the evidence was such that the jury might reasonably have inferred 
that the Association did not include all washing-machine manufacturers, and that 
there was no showing that all of the members reported. 

Concerning the second point, on the evidence the jury could reasonably have found 
that defendant used the exclusive distributorship to force plaintiffs to sign franchises, 
pay fees, conform to store specifications, and purchase supplies. But on the evidence the 
jury could reasonably have found to the contrary, i.e., that the franchises were voluntary 
with the operators who voluntarily signed to obtain use of the name ‘‘Launderette’’; 
the jury could also have found that the ‘‘override’’ paid by Telecoin covered costs to 
distributors of services performed under machine warranties, and of carrying special 
inventory for the commercial machine. 

Also in dispute was the value of the services rendered by Telecoin to its operators; 
a factor bearing on the economic justification of the exclusive arrangement. 

5a. See also 15 U. 8S. C. §1115(b) (7). 

6. Not, however, as to the two plaintiffs to whom the jury awarded no damages. 


TTS 
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HOOK & ACKERMAN, INC. v. METROPOLITAN SALES COMPANY 
N. Y. Sup. Ct.—May 15, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IMITATION OF PRODUCT 
Imitation of non-functional features of midget gas-fired cast iron boilers with 
distinctive rounded corners, casing and louvered front enjoined. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 


Where defendant sold plaintiff’s well-known ‘‘Hook & Ackerman’’ midget 
gas-fired boiler for twelve years, disassociated himself and immediately sold ‘‘ Hook 
& Miller’’ midget gas-fired boilers which copied non-functional features of plain- 
tiff’s well known boiler, defendant is enjoined from using the name ‘‘Hook’’ and 
imitating plaintiff’s boilers in design, size and appearance. 


Action for unfair competition in imitation of nonfunction features of 
goods and false designation of origin by Hook & Ackerman, Inc. Vv. 
Metropolitan Sales Company. Judgment for plaintiff. 


Harry Price, of New York, N. Y., for plaintiff. 


H. C. Bierman, of New York, N. Y., William B. Jaspert, of Pittsburgh, Pa. 
of counsel, for defendant. 


McNALLY, J.: 
The plaintiff in this action seeks to restrain the defendant, who had 


previously sold the Hook & Ackerman midget gas-fired cast iron boilers 
from the period 1940 to August, 1952, from selling what is claimed to be 
an identical copy using the same casing, same midget size, with rounded 
corners and with a louvered front, under the title ‘‘Hook & Miller.”’ 


The evidence shows that the Hook & Ackerman boiler has been in 
the market since about 1938 under the name of ‘‘Hook & Ackerman’’ as 
well as other trade names such as ‘‘HydroTherm,’’ and that the name 
‘‘HydroTherm’’ was always used in conjunction with ‘‘Hook & 
Ackerman.’’ 


From about that time, that is, 1938, to within the last year or two, 
the Hook & Ackerman boiler was the best known small midget gas-fired 
cast iron boiler on the New York market, and it was the only boiler with 
a small distinctive rounded corner, rectangular casing and the louvered 
front. 


The defendant, Metropolitan Sales Company, which business is 
owned by Herbert C. Rosenthal, sold the Hook & Ackerman boiler since 
1940, and in August of 1952 he disassociated himself from Hook & Acker- 
man for reasons which he described as follows: 


‘‘T would not take ten thousand dollars’ worth of merchandise, even 
though I had the right to return the same, and I was also dissatisfied 
with reference to commissions and other things.”’ 
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Immediately thereafter he resumed selling to the same field of cus- 
tomers a substantially identical copy of the Hook & Ackerman boiler 
under the name of ‘‘Hook & Miller.’’ 


I hold, on the facts, that the plaintiff has established its cause of 
action by a fair preponderance of the credible and believable proof. 


Let the plaintiff take the decree. 


The defendant is permanently enjoined and restrained from using 
the word or name ‘‘Hook’’ in advertising or selling gas-fired cast iron 
boilers of the midget size, and from selling, displaying or advertising such 
boilers in casings similar to plaintiff’s in design, size and appearance. 


Motion to dismiss counterclaim granted. The formal motion to dis- 
miss the defendant’s counterclaim made on papers and referred is denied 
as moot and academic. 


Defendant’s motion to dismiss the complaint is denied. 
Settle findings, conclusions and judgment on notice. 


No costs. 


There being no proof of damage, that question is not passed upon. 


An appropriate exception may be taken by any one who desires to 
take the same. 


Thirty days stay of execution. 


Sixty days to make a case. 


> 


BONNE BELL, INC. v. LANOLIN PLUS COSMETICS, INC. 
Appeal No. 5924—C. C. P. A.—March 11, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
An opposer has no right to question the descriptiveness of applicant’s mark. 
Where the Examiner considered the question of descriptiveness and refused regis- 
tration on that ground, the appellate court may review that question. 
TRADE-MarRK Act OF 1905—REGISTRABILITY—DESCRIPTIVE TERMS 


‘*Plus 30’’ is not descriptive of face cream. A mark is not descriptive if it 
describes a class of purchasers for whom the goods are intended. 


Opposition No. 28431 by Lanolin Plus Cosmetics, Inc. against Bonne 
Bell, Inc., application Serial No. 472,499, filed July 22, 1944. 


Appeal from decision of the Commissioner of Patents sustaining 
opposition. Reversed. 
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Bates, Teare & McBean (Albert R. Teare of counsel), of Cleveland, Ohio, 
for applicant-appellant. 


James R. McKnight and Robert C. Comstock, of Chicago, Illinois, for 
opposer-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
CoiE, Associate Judges. 


CoLE, Judge. 


Appellant herein applied for registration of the mark ‘‘Plus 30,”’ 
establishing use thereof since 1944, and alleged said mark to be a fanciful 
designation, arbitrarily selected. The appellee-opposer, a competitor of 
the applicant dealing in similar goods, urges that the mark is descriptive 
of the goods in question and consequently alleges that registration of 
applicant’s mark would be injurious to opposer’s business interests. 


The Commissioner of Patents, affirming the decision of the Examiner of 
Trade-Mark Interferences, held [41 T. M. R. 738] that ‘‘Plus 30,’’ as 
applied to cosmetics, and more particularly to face creams, was descriptive 
and hence not registrable within the meaning of the Trade-Mark Act of 
1905. This is an appeal from that decision. 


The notice of opposition contained eight grounds, number eight being 
the only one upon which, we assume, the reasons for the decision being 
reviewed here were intended to apply. It reads: 


Opposer alleges that applicant was not entitled to the use or 
registration of the mark in application Serial No. 472,499 at the time 
of its application for registration thereof because the mark is descrip- 
tive of the goods. [Italics ours.] 


It will be noted that not a word is said in the ground assigned about 
‘‘Plus 30”’ being descriptive of a class of purchasers for whom such goods 
are intended. Some acceptable construction of the involved statute by 
recognized authority must be found to exist in order to extend or expand 
the statutory limitation, i.e. ‘‘descriptive of the goods’’ to prohibit the 
registration of a mark that is descriptive of the class to whom sold. This 
is the first time we have been called upon to interpret the same, but the 
Patent Office has previously done so and cited its reasoning therein as 
sufficient to inject into the instant case, in a most decisive fashion, that a 
mark is to be rejected under the law cited if it is descriptive of the class 
to whom sold. 


In denying registration, the Examiner of Interferences said: 


* * * it is well settled that a mark is descriptive not only if it 
describes the characteristics, uses, or functions of the goods with which 
used, but also if it describes the class of purchasers for whom such 
goods are intended.* * * [Italics ours. ] 
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* * * In determining whether or not a mark is descriptive, it must 
be considered in the light of its significance to the purchasers of the 
goods with which it is used, and the examiner is clearly of the opinion 
that the notation ‘‘Plus 30’’ would indicate to purchasers that the 
product is particularly designed for use by women over thirty years 
of age, © * ©. 


In support of this ruling, the examiner cited as authority Ex parte 
Rosenau Brothers, 69 U. S. P. Q. 18, and Ex parte Miss Seventeen Founda- 
tions Co., 76 U. S. P. Q. 616, both cases having been decided by the 
tribunals of the Patent Office. Suffice it to say, the Patent Office has held, 
and adheres to such finding, that a mark is descriptive if it, among other 
things, describes a class of purchasers for whom the goods in question are 
intended. 


We can conceive of cases where the ‘‘class of purchasers’’ of an article 
might well be considered along with other factors in determining, as the 
statute defines, the character or quality of goods. But to permit such a 
finding or belief to be, if not all controlling in its decision, certainly pre- 
dominating in the reason applied, as was done in this case, is going far 
beyond even a most liberal expansion of the statute and to an extent we 
cannot approve. 


The application of such procedure appeared to be easy in the Rosenau 


case, supra, and evidently accounts for the use thereof in that decision. 
Such is clearly not the case here. It is well to read at this point just what 
the assistant commissioner said [41 T. M. R. 738] : 


The sole remaining question considered by the examiner relates to 
opposer’s allegation of the descriptiveness of the applicant’s mark. 
While opposer has no right to contest the applicant’s right of registra- 
tion of its mark, as already held, the examiner considered the question, 
stating that the applicant’s mark in order to be descriptive need not 
describe only the characteristics, uses or functions of the goods, but 
must be held descriptive if it describes a class of purchasers for whom 
such goods are intended. He considered it clear from the record of 
this ease, and I think properly so, that the applicant’s product is in- 
tended primarily to be used by women over thirty years of age as an 
aid in restoring youthful appearance to the skin and for that reason 
the mark ‘‘Plus 30’’ is descriptive of a class of purchasers of appli- 
cant’s goods. * * * : 


The Trade-Mark Act of 1905 [section 5(b)] in clear, concise, and 
certain language sets forth the fundamental test of descriptiveness as 
follows: 


* * * no mark which consists * * * merely in words or devices which 
are descriptive of the goods with which they are used, or of the char- 
acter or quality of such goods * * * shall be registered under the terms 
of this Act. 
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It is thus readily apparent that the descriptive proviso of section 5(b) 
of the Act of 1905 applies to marks which either describe the goods or their 
character or quality. The law was the same prior to the passage of the 
Act of 1905. In Beckwith v. Commissioner of Patents, 252 U. S. 538, it 
was said: 


It was settled long prior to the Trade-Mark Registration Act that 
the law would not secure to any person the exclusive use of a trade- 
mark consisting merely of words descriptive of the qualities, ingredi- 
ents or characteristics of an article of trade. This for the reason that 
the function of a trade-mark is to point distinctively, either by its own 
meaning or by association, to the origin or ownership of the wares to 
which it is applied, and words merely descriptive of qualities, in- 
gredients or characteristics, when used alone, do not do this. * * * 
[Italics ours. ] 


The applicant argues that the examiner and the assistant commissioner 
predicated their respective decisions on an erroneous construction and im- 
proper extension of the involved statute in that antecedent support cannot 
be found in the applicable law for a ruling that a mark is deemed to be 
descriptive if it describes a class of purchasers for whom the goods are 
intended. The applicant further argues that its mark does not describe a 
class of purchasers. 


The appellee-opposer contends that the applicant’s ‘‘Plus 30’’ face 
cream was specifically produced for and intended to be sold to women over 
30 years of age, and that extensive advertising on the part of the appli- 
cant, as shown in the record, clearly indicates that the term ‘‘Plus 30’’ was 
meant to mean, and does mean, more than 30 years of age. The appellee 
thereby concludes that the mark describes a face cream designed and sold 
for use by women over thirty years of age. 


It is not wholly clear in our minds whether the tribunals below in- 
tended to convey the thought that ‘‘Plus 30’’ described women cosmetic 
users over the age of 30, or whether said tribunals based their opinion on 
the premise that ‘‘Plus 30’’ indicated to the purchaser that the product 
was primarily for use by women over 30. 


We think that it is entirely clear that ‘‘Plus 30’’ does not, in the 
proper sense of the word, describe face cream or any characteristic or 
quality thereof. We are further of the opinion that a purchaser upon 
encountering the term ‘‘Plus 30’’ on a container of face cream would not 
thereby conclude that the mark signified a face cream for use by women 
over the age of 30. 


For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is reversed. 
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SCHULMERICH ELECTRONICS, INC. v. J. C. DEAGAN, INC. 
Appeal No. 5912—C. C. P. A.—March 11, 1953 


TRADE-MarRK Act or 1946—REGISTRABILITY—GENERIC TERMS 


A mark which is just the name of a product cannot acquire secondary meaning 
and is not registrable because no one can acquire the exclusive right to use a 
generic term regardless of how long one has exclusively used the term in commerce. 


‘*Carillonie Bells’’ is generically descriptive of an electronic device which 
produces sound like bells of a carillon. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Where applicant failed to appeal from holding that applicant’s mark is a 
generic term characterizing applicant’s goods, appellate court need not consider 
opposer’s argument that applicant’s mark is misdescriptive. 


Notice of opposition should not be dismissed for opposer’s lack of interest 
where opposer alleged that it manufactured and sold over 500 ‘‘Deagan Carillons’’ 
carillon bells instruments valued at more than $4,750,000 for more than twenty 
years prior to applicant’s first use of ‘‘Carillonic Bells’’ for electrically operated 
carillons or chimes. 

TRADE-MarK AcT OF 1946—CONSTRUCTION—SECTION 2(f) 


The rule that to establish ‘‘secondary meaning’’ the claimant must prove 
that the primary significance of the term in the minds of the consuming public 
is not the product but the producer (Kellogg Company v. National Biscuit Company, 
305 U. 8. 111, 28 TMR 569) is not rendered inapplicable by the Section 2(f) 
of the Lanham Act. This rule applies to trade names and applies with equal or 
greater force to trade-marks. 


Opposition No. 27576 brought by J. C. Deagan, Ine. against Schul- 
merich Electronics, Inc.,- application Serial No. 506,968 filed February 
5, 1948. 


Applicant appeals from decision of Commissioner of Patents sustain- 
ing opposition. Affirmed. 


Pollard & Johnston (Albert C. Johnston and D. Verner Smythe, of coun- 
sel), of New York, N. Y., for applicant-appellant. 


Hill, Sherman, Meroni, Cross & Simpson (Carlton Hill of counsel), of 
Chicago, Illinois for opposer-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorRLEY and 
Coie, Associate Judges. 


Garrett, Chief Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the late Assistant Commissioner Ernest F. Klinge, affirm- 
ing the decision of Examiner of Interferences A. D. Bailey, sustaining 
the opposition of appellee to appellant’s application, serial No. 506,968, 
filed in its present form February 5, 1948, for the registration on the 
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principal register under section 2(f) of the Trade-Mark Act of July 5, 
1946, Ch. 22 of Title 15, U. S. C., of the notation ‘‘Carillonie Bells’’ as 
a trade-mark for ‘‘ Electrically Operated Carillons or Chimes.’’ Use of the 
notation on appellant’s product is alleged to have begun ‘‘in or about 
January 1941,’’ which was more than five years prior to the filing date. 


It is a part of the history of the case, as shown by the record, that 
appellant first filed an application on August 6, 1946, which received the 
serial number 506,968, for registration of the notation ‘‘in accordance with 
the Trade-Mark Act of 1920,’’ which act admitted of the registration on 
a special register under conditions described in the act, of certain types 
of marks, including descriptive and name marks, not registrable under 
the Trade-Mark Act of February 5, 1905. 


After an action by an examiner on April 10, 1947, which has no pres- 
ent bearing on the controversy, appellant on February 5, 1948, substituted 
the application here involved, the serial number of the first application 
being retained. 


In his decision, the Assistant Commissioner quoted with approval the 
following comprehensive description of the type of goods manufactured 
by the respective parties, given by the Examiner of Interferences in his 
decision of October 12, 1950 [41 T. M. R. 635]: 


The carillonie devices sold by both parties are modern develop- 
ments designed to simulate the musical performances of traditional 
companiform ecarillons. Such earillons, of which there are two dis- 
tinective types, Flemish and English, are composed of sets of station- 
ary, cast, cup-shaped bells of progressive varying sizes, which in 
general are tuned to the chromatic scale over a range of three or 
more octaves, and may be rung either manually or mechanically. 
They are of the familiar type commonly mounted in belfries of 
churches, and to some extent in other tower structures of religious 
or educational institutions or the like. 


Companiform ecarillons of the traditional kind ordinarily cost 
many thousands of dollars, and the usual installation thereof also 
involves large expense for a belfry or tower of a size and structure 
to accommodate the bells, which in the aggregate may exceed 50,000 
pounds of weight. The products of both parties, although closely 
imitating traditional carillons in musical effects, differ widely there- 
from in structual characteristics, and are relatively inexpensive. The 
applicant’s product is an electronic apparatus comprising a series of 
vibratory sound elements consisting of small metal rods in graduated 
sizes ranging up to 18 inches in length, each of which is associated 
with a hammer. The hammer is electrically controlled from a key- 
board console or similar apparatus, and when actuated, strikes the 
rod to produce a bell-like sound which, if unamplified, would be 


1. The Trade-Mark Act of 1946, often referred to as the Lanham Act, was ap- 
proved by the President July 5, 1946, its effective date being fixed by section 46(a) at 
‘‘one year from its enactment,’’ but section 47(a) provided that all applications 
pending on the effective date might be amended, if practicable, to bring them under the 
provisions of the 1946 Act. 
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inaudible beyond the limits of a good sized room. An electronic 
system modifies and amplifies this sound, which is projected in suit- 
able volume by an electrodynamic speaker. This instrument of the 
applicant’s manufacture may be operated from separate consoles, 
either manually or mechanically, or from organ keys controlled by a 
stop, and are made to stimulate the musical effects of both English and 
Flemish type carillons. The speakers are of negligible size and may 
be placed in any convenient location within a building or any avail- 
able belfry or tower. The applicant’s products sell from about 
$1,700 to $20,000 for instruments varying from 25 to 61 notes; and 
since the applicant’s entry into the field in or about 1941, it has had 
sales thereof, mostly to churches, valued at about $2,500,000 and 
involving over 700 installations in an area comprising a majority of 
the states and a number of foreign countries. 


As indicated by its exhibits 4 and 6, the opposer’s products, which 
are marketed under the notation ‘‘Deagan Carillons,’’ comprise a set 
of modified tubular bells or chimes adapted to be mounted in a belfry 
or tower. These bells without amplification closely reproduce the tones 
of traditional carillons, and are electrically operated, either manually 
from a keyboard or automatically by mechanical means. The tower 
unit of this device, consisting of a frame supporting the bells and 
associated mechanisms, occupies but a fraction of the space required 
for a comparable set of companiform bells. The cost of the opposer’s 
earillons varies in proportion to the number of bells, ranging in 
basic price, exclusive of belfry and associated equipment costs, at 
around $9,000 for the 10-bell device, to about $20,000 for the 25-bell 
instrument, ete. The opposer’s sales from 1920 through 1948 are 
estimated at close to 500 instruments, valued at 434 million dollars, 
of which about 45 installations have been made since 1941. 


On April 30, 1948, appellee filed its notice of opposition stating the 
grounds of same as follows: 


1. Opposer is, and for many years prior to January, 1941, the 
date alleged by applicant as the date of adoption of its alleged trade- 
mark used by it, has been engaged in the business of manufacturing 
and selling Carillons in interstate commerce. 


2. The term ‘‘Carillonic Bells’’ is not a trade-mark, nor can 
it function as a trade-mark. 


3. The Term ‘‘Carillonic Bells’’ is not being used as a trade- 
mark by the applicant. 


4. As purportedly used by applicant, the term ‘‘Carillonic 
Bells’’ is a misnomer, and the products enumerated in the said 
application, namely, electrically operated carillons or chimes, is not 
a proper or true designation or description of said products. 


5. Applicant is not entitled to registration under Section 2(f) or 
any other section, of its alleged trade-mark ‘‘Carillonic Bells,’’ in 
view of the fact that said term as used by applicant is misdescriptive 
and misleading when applied to the goods sold by applicant. 


6. Applicant is not entitled to registration because the use of 
the mark sought to be registered violates Section 43(a) of the Act 
of 1946. 
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7. Attached hereto are two photostatic copies of applicant’s 
booklet entitled ‘‘Deagan Carillons’’ which shows and describes ap- 
plicant’s true carillons. 


8. Opposer, who, for many years, has been engaged in the 
manufacture and sale of true carillons, has built up a very valuable 
good will in its said business, and has spent considerable sums of 
money in advertising and popularizing its said products. The use 
by applicant of its alleged trade ‘‘Carillonic Bells’’ upon products 

which are not true carillons seriously damages applicant’s business in 
the sale of carillons. 


9. Opposer and applicant are competitors, both being engaged 
in selling to the same class of purchasers. 


10. If applicant were permitted to use and register its alleged 
trade-mark ‘‘Carillonic Bells’’ for its products improperly termed 
earillons or chimes, confusion in the trade will arise, with resulting 
damages to applicant and others who manufacture and sell true 
carillons. 

11. If applicant were granted the registration herein opposed, it 
would be placed in a position to harass and cause annoyance to 
opposer and its customers. 




















Appellant first responded to the notice of opposition with motions 
filed July 21, 1948 (a) to strike all or specified parts of the notice for 
immateriality; and, (b) to dismiss the notice because of the alleged 
failure to state facts on which the opposition might properly be sustained. 







The Examiner of Interferences denied both motions in a decision 
rendered August 24, 1948? and adhered to his denial in a decision rendered 
September 16, 1948, in response to a request of appellant for reconsidera- 
. tion. 








On October 6, 1948, appellant filed its answer to the notice of opposi- 
tion, and, on that same date, filed a petition to the Commissioner reading 
in part: 






Applicant respectfully petitions the Commissioner of Patents in 
the exercise of his supervisory authority (1) to direct that the notice 
of opposition filed April 30, 1948, be dismissed by the Examiner of 
Interferences and (2), if the opposition be permitted to continue, to 
direct that paragraphs 4, 5 and 6 of the notice be stricken so as 
to exclude the matters they allege from the issues subject to proofs 
and adjudication in this proceeding. 


The petition was denied [39 T. M. R. 58] by former Assistant Com- 
missioner Joe E. Daniels on the ground that the case was not a proper 
one for exercise of the Commissioner’s supervisory authority without 
indicating any opinion on the merits of the issues ultimately to be 
determined. 



















2. The Examiner of Interferences seems to have sustained a motion to strike an 
amended notice of opposition presented by appellee because not timely filed. That has 
no bearing upon the issues now involved. 
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Appellant’s answer to the notice of opposition was filed October 6, 
1948, the pertinent portions being couched in the following terms: 


1. Applicant admits the matters alleged in paragraphs 1 and 
9 of the notice of opposition. 


2. Applicant denies all the matters alleged in paragraphs 2, 
3, 4, 5, 6, 7, 10 and 11 of the notice of opposition. 


3. Applicant lacks knowledge or information sufficient to form 
a belief as to the truth of the matters alleged in the first sentence of 
paragraph 8 of the notice of opposition and therefore denies the same; 
and applicant denies the allegations in the second sentence of that 
paragraph. 


4. Further answering the notice of opposition, applicant states 
that the same fails to state a claim upon which relief can be granted 
and moves that it be dismissed for the reason that it does not allege 
facts showing that opposer would be damaged by the registration 
of the trade-mark forming the subject of applicant’s application 
Serial No. 506,968. 


5. Further answering the notice of opposition, applicant states 
that the matters alleged in paragraphs 4, 5 and 6 and the second 
sentence of paragraph 8 thereof are immaterial to the registrability 
of said trade-mark upon said application and applicant moves that 
the same be stricken and excluded from issues to be determined in 
this proceeding. 


6. Further answering said notice of opposition, applicant states 
that the Commissioner of Patents is without jurisdiction to adjudicate 
the matters alleged in paragraphs 4, 5 and 6 thereof; the same being 
merely complaints by the opposer, related to the jurisdiction of 
federal courts with respect to actions under Section 43(a) of the 
Act of 1946, or to the jurisdiction of the Federal Trade Commission, 
against applicant’s uses of the mark ‘‘Carillonic Bells’’ and against 
alleged relationships between some suyposed meaning of the mark 
and the character or quality of applicant’s electrically operated caril- 
lons or chimes. 


The portion of Section 2 here involved reads: 


No trade-mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it— 


(e) Consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive or deceptively misdescriptive of 
them, * * * 


(f) Except as expressly excluded in paragraphs (a), (b), (ce), 
and (d) of this section, nothing herein shall prevent the registration 
of a mark used by the applicant which has become distinctive of the 
applicant’s goods in commerce. The Commissioner may accept as 
prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive 
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and continuous use thereof as a mark by the applicant in commerce 
for the five years next preceding the date of the filing of the applica- 
tion for its registration. 


The Lanham Act undoubtedly admits of registrations on the principal 
register which could not have been admitted properly under the Act of 
1905. For example, a notation merely descriptive of the goods to which 
it is applied may be registered when it has acquired a distinctive meaning 
as applied to an applicant’s goods and five years exclusive and contin- 
uous use during the period ‘‘next preceding the date of filing the applica- 
tion’’ may be accepted as prima facie evidence of the distinctiveness 
required, but such right of registration, in our opinion, exists only with 
respect to notations, symbols, ete., which are capable of indicating the 
origin of a product; not just the name of a product. One properly may not 
procure the exclusive rights appertaining to a registered trade-mark when 
the mark consists of nothing more than the name of the object to which 
applied. 


The brief on behalf of appellant before us seems to go so far as to 
contend that a mark which is ‘‘deceptively misdescriptive’’ within the 
meaning of Section 2(e), supra, properly may be registered if it be dis- 
tinctive of an applicant’s goods. 


We do not share that view, but we are not called upon to pass upon 
that question in this decision. All the allegations of misdescriptiveness 
in the paragraphs of appellee’s notice of opposition, including whatever 
implication of false description may be implied from the claim in para- 
graph 6, relating to the violation of Section 43(a) (15 U. S. C. 1125a), 
were decided adversely to appellee by both the Examiner of Interferences 
and the Assistant Commissioner, the latter saying [41 T. M. R. 635]: 


It has been argued by the opposer that the term ‘‘Carillonic 
Bells’’ is misdescriptive as applied to applicant’s instrument which 
is not a true carillon because it does not in fact comprise bells as 
do true companiform carillons, as that word is generally understood. 
However, the instrument is played like the original of which it is an 
imitation, sounds the same to the average listener and is adapted to 
all the usual musical uses and limitations characteristic of the type 
of instrument of which it is substantially the equivalent. It is my 
view that the applicant’s mark is not deceptively misdescriptive but 
is a generic term characterizing the goods to which it is applied. For 
that reason, the mark is inherently incapable of functioning as a 
trade-mark to distinguish the origin of applicant’s goods in com- 
merce. (Italics ours.) 


There was no appeal from that holding by appellee here, nor any 
discussion of misdescriptiveness in the brief filed on appellee’s behalf. 
In consequence, misdescriptiveness will not be further discussed herein. 


Any notation, to be registrable, of course, must be a trade-mark as 





Vol. 43 T. M. R. SCHULMERICH, INC. v. DEAGAN, INC. 741 


that term is legally defined and understood. Webster’s New Interna- 
tional Dictionary gives the following definition which is in harmony 
with those given by all lay and legal lexicographers whose works have 
been available for our examination: 
A peculiar distinguishing mark, device, or symbol affixed by 
a manufacturer, merchant, or trader to his goods in order to identify 
them as his goods, and to distinguish them from the goods manu- 
factured, sold, or dealt in, by others; hence, specif., such a mark 
the - ena right to the use of which is recognized by law. (Italics 
ours. 


In the case of Kellogg Company v. National Biscuit Company, 305 
U. S. 111, the notation ‘‘shredded wheat’’ was held to be generie by the 
Supreme Court of the United States—that is, it was held to be the name 
of a product—and it was said: ‘‘Since the term is generic, the original 
maker of the product acquired no exclusive right to use it.’’ The court 
said further, as expressed in one of the headnotes of the decision: 


To establish, by application of the doctrine of secondary mean- 
ing, the exclusive right to ‘‘shredded wheat’’ as a trade name, the 
claimant must show that the primary significance of the term in the 
minds of the consuming public is not the product but the producer. 
(Italies ours.) 


The term ‘‘trade name’’ was used in the body of the decision and in 
the headnote, because the term there involved was involved as a trade 
name, but it is not supposed that there can be any doubt that the prin- 
ciple stated applies with equal or even greater force to a trade-mark. 


We do not lose sight of the fact that the decision was rendered in 
that case in November, 1938, which was many years before the enactment 
of the Lanham Act here involved, but we find nothing in the latter act 
which, in our opinion, renders inapplicable the principle or rule an- 
nounced in the Supreme Court’s decision. 


It is true that the concluding sentence of Section 2(f) supra, states: 


* * * The Commissioner may accept as prima facie evidence that the 
mark has become distinctive, as applied to the applicant’s goods in 
commerce, proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce for the five years 
next preceding the date of the filing of the application for its reg- 
istration. 


It will be noted that the provision reads ‘‘may’’—not ‘‘must’’ 
accept, etc., but there need be no quibble here about that distinction. 


As we view it, the phraseology quoted does not imply that evidence 
that a notation which is inherently incapable of functioning as a trade- 
mark by indicating origin, can be made a legal and, therefore, a reg- 
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istrable trade-mark by proving its continuous use for five years ‘‘next 
preceding the date of the filing of the application for its registration.’’ 


So far as we are aware—and we have examined many cases—either 
the Commissioner of Patents nor any court has, since the decision in the 
Kellogg case, supra, held such a notation registrable under any trade- 
mark registration statute, including the Lanham Act. However, that 
may be, no decision of the Supreme Court of the United States has come 
to our attention which overruled, even by implication, the principle of 
that decision and it remains the law which we deem particularly applic- 
able in this case. 


Other pertinent cases were cited by the Examiner of Interferences 
and the Assistant Commissioner, whose comprehensive decisions will be 
found of interest to all members of the public who may be, or who may 
become, concerned with the questions here at issue. 


In the course of his decision the Examiner of Interferences after 
quoting dictionary definitions of ‘‘carillon’’ and ‘‘bells’’ said, inter alia: 


It is the opinion of the examiner [of interferences], * * *, that 
although ‘‘Carillonie Bells’’ properly describes the applicant’s goods, 
it does so in a generic sense. The suffix ‘‘ic’’ is defined by Webster 
as meaning 


‘‘of or pertaining to (that which the root word denotes), * * * 
after the manner of, characteristic of, resembling * * * ”’ 


‘“Carillonic Bells’’, therefore, literally signifies ‘‘bells of a earil- 
lon’’, ‘‘bells resembling those of a carillon’’, and the like, and hence 
it is deemed manifestly to be inherently incapable of identifying the 
applicant’s goods to the exclusion of any device comprising earil- 
lonie as distinguished from other kinds of bells. And it has always 
been the rule that any such generically descriptive term may not 
be exclusively appropriated as a trade-mark, regardless of how long 
a claimant fortuitously may have enjoyed the exclusive use thereof 
in trade. Kellogg Company v. National Biscuit Co., 305 U. S. 111, 
499 O. G. 3, 1939 C. D. 850; In re The Paris Medicine Co., 480 O. G. 
6, 87 F.2d 484 [27 T. M. R. 289] C. C. P. A.; Ex parte Stauffer Chem- 
ical Co., 81 U. S. P. Q. 255 [39 T. M. R. 505]; Ex parte Pine Hill 
Products Co., 83 U.S. P. Q. 398; [39 T. M. R. 1062] ; Ex parte Pond’s 
Extract Co., 77 U. S. P. Q. 56 [38 T. M. R. 599]; Ex parte Cube 
Steak Machine Co., 86 U. S. P. Q. 327 [40'T. M. R. 1023]; Ex parte 
Kops Brothers, Inc., 70 U. 8S. P. Q. 541; Ex parte Sperry Gyroscope 
Co., Inc., 77 U. S. P. Q. 634. (Italies ours.) 


With respect to the contention of appellant that the notice of oppo- 
sition should have been dismissed ‘‘for the reason that it does not allege 
facts showing that opposer would be damaged by the registration’’ 
sought, the Examiner of Interferences in his decision on the request for 
rehearing said: 


* * * should the applicant’s theory as to the opposer’s lack of inter- 
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est in the subject matter be correct, no one could possess standing 
to oppose the registration of a mark upon the statutory grounds re- 
lied upon by the opposer in the present case. 


The Assistant Commissioner stated [41 T. M. R. 635]: 


* * * The notice of opposition alleged that for many years prior to 
January, 1941, the date when applicant began the use of its mark, 
the opposer has been engaged in the business of manufacturing and 
selling carillons in interstate commerce, and this the applicant does 
not deny. It was further alleged that the term ‘‘Carillonie Bells’’ 
cannot function as a trade-mark, is a misnomer and is therefore not 
a truly proper designation of the applicant’s product. The examiner 
in his decision held that inasmuch as the parties are competitors in 
the sale of instruments consisting primarily of carillonic bells, the 
registration sought by the applicant would be injurious to the 
opposer as it would also be to any other producer of this character 
of product, and with this conclusion I am inclined to agree. The 
opposer has shown ample interest in the subject matter of this oppo- 
sition, and I am not convineed by the applicant’s arguments that 
the opposition should have been dismissed. It has been established to 
my satisfaction that probability of damage to the opposer and other 
manufacturers of carillons of the type manufactured by the appli- 
eant would follow from the registration of the applicant’s mark. 
Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 
C. C. P. A. [(Patents)] 1024, 127 F.2d 318, 53 U. S. P. Q. 369 
[32 T. M. R. 308]; Barber-Colman Co. v. Overhead Door Corpora- 
tion, supra [20 C. C. P. A. (Patents) 1118, 65 F.2d 147.] [23 T. M. 
R. 251]. 


We have considered carefully appellant’s contentions as to the in- 
applicability of the decisions cited by the Assistant Commissioner but are 
unable to agree with such contentions. 


The decision of the Assistant Commissioner is affirmed. 


THE SINCLAIR MANUFACTURING COMPANY, SINCLAIR 
TRUSTEE, v. DANIEL P. CREED CO. 


No. 30279—Commissioner of Patents—April 6, 1953 


TrRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘‘Thunder Bolt’’, separated by a vertical flash of lightning, for chemical 
preparations to dissolve stoppages in drain pipes, grease traps and floor drains, is 
not confusingly similar to ‘‘Sinclair’’ with a flash of lightning, one end of which 
touches the end of a representation of the trap of a drain pipe, for the same goods. 


TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—DOMINANT 
FEATURES 
Word portions of the marks are the dominant features, and applicant’s mark 
does not incorporate the dominant feature of opposer’s. 
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Appeal from Examiner of Interferences. 


Opposition proceeding filed by The Sinclair Manufacturing Com- 
pany, H. M. Sinclair, Jr., Trustee v. Daniel P. Creed Co., Serial No. 
557,908, filed May 27, 1948. Applicant appealed from decision sustaining 
opposition. Reversed. 


Freeman Crampton, of Toledo, Ohio, for opposer. 


Isaac 8. Grossman, of Philadelphia, Pennsylvania, and Hyman Hurvitz, 
of Washington, D. C., for applicant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by The Sinclair Manufacturing Com- 
pany, H. M. Sinclair, Jr., Trustee, to the registration of ‘‘Thunder Bolt’’ 
in red script, with the words ‘‘Thunder’’ and ‘‘Bolt’’ separated by a 
vertical flash of lightning, by Daniel P. Creed Co., as a trade-mark for 
chemical preparations designed to dissolve stoppages in drain pipes, 
grease traps, floor drains, ete. Registration is sought on the Principal 
Register under the Act of 1946. 


Opposer’s right of action is based upon the allegation of ownership 
of registration No. 504,552, registered December 7, 1948, under section 
2(f) of the Act of 1946 for a composite trade-mark consisting of ‘‘Sin- 
clair’’ and a flash of lightning, having one end thereof touching one end 
of the trap of a drain pipe. 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act of 1946, which relates to the likelihood of confusion or mistake 
or deception of purchasers. 


The Examiner of Interferences points out that neither of the parties 
took testimony and are thereby restricted to their record dates, which 
are July 5, 1947 for opposer, and May 27, 1948, for applicant, and since 
opposer has placed in the record a copy of its registration, a prima facie 
ease of priority has been established which is not rebutted by applicant. 


The Examiner of Interferences also points out that since the goods 
are the same, the only question to be decided is whether or not the marks 
of the parties are so similar as to result in a likelihood of confusion with 
respect to the origin of the goods. 


In reply to applicant’s argument that the streak of lightning dis- 
closed in opposer’s registration does not designate the same thing as 
the words ‘‘Thunder Bolt’’, the Examiner of Interferences stated that 
while the meaning of the words ‘‘lightning’’ and ‘‘Thunder Bolt’’ are 
not identical, nevertheless, they are closely related, and it was his opinion 
that these two things would be confusing to the minds of the purchasing 
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public. The Examiner of Interferences admitted the probability that 
most purchasers would remember and ask for opposer’s product by the 
name of ‘‘Sinclair,’’ but it was his opinion that some purchasers would 
remember opposer’s product as one having a mark with a streak of light- 
ning, and therefore the sale of a similar product under applicant’s mark, 
which also has a streak of lightning, would be likely to cause confusion 
or mistake or deception of purchasers. 


Opposer’s mark includes a single word, that is the word ‘‘Sinclair’’ 
and is clearly dominated by that word even though it also includes a 
single representation of a flash of lightning. It is much easier to re- 
member a name or word in a mark than it is to translate a picture into 
words and it is my opinion that opposer’s goods would be identified and 
asked for by the word ‘‘Sinclair.’’ Furthermore, a flash of lighting is 
normally not spoken of, or thought of, as a thunderbolt, and if a pur- 
chaser were to translate the pictorial representation in opposer’s mark into 
words it would probably be designated as a flash of lightning and not as a 
thunderbolt. 


Applicant’s mark, on the other hand, included two words, that is, 
‘‘Thunder’’ and Bolt’’ together with a representation of a flash of 
lightning, and it is my opinion that applicant’s goods would be identified 
by and called for by the words ‘‘Thunder Bolt’’ since they are the only 
words on the mark. This is not a case where the applicant has incor- 
porated the entire mark, or even the dominant part of another’s mark 
into his, since, as stated above, the word ‘‘Sinclair’’ in opposer’s mark 
is the dominant part thereof. This is also not a case where applicant’s 
mark is but the verbal equivalent of opposer’s picture since applicant’s 
mark includes a flash of lightning as well as the words ‘‘Thunder Bolt’’, 
and ‘‘Thunder Bolt’’ comprises more than a flash or streak of lightning. 


Accordingly I am of the opinion that applicant’s mark is not so 
similar to opposer’s mark that it will result in a likelihood of confusion 
when contemporaneously applied to the specified goods. 


The decision of the Examiner of Interferences is reversed. 


CONTINENTAL OIL COMPANY v. SEASIDE OIL COMPANY 
Nos. 29281-3—Commissioner of Patents—April 7, 1953 


TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Composite mark comprising two equilateral triangles with apex pointing down, 
horizontal bar across center and ‘‘Seaside’’ and representation of seagull is con- 
fusingly similar to equilateral triangle with apex pointing down, horizontal bar 
across center and ‘‘Conoco’’. 
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TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—DOMINANT 
FEATURES. 
Triangular design with cross-bar dominates composite design-word mark. 


Appeal from Examiner of Interferences. Opposition proceeding filed 
by Continental Oil Company v. Seaside Oil Company, Serial Nos. 556,133, 
556,140, and 556,138. Applicant appeals from decision sustaining opposi- 
tion. Affirmed. 


Oberlin & Limbach of Cleveland, Ohio and Harris, Kiech, Foster & Harris 
of Los Angeles, California, for opposer. 


Lyon & Lyon of Los Angeles, California, for applicant. 
Feperico, Examiner in Chief. 


These are appeals by the applicant, Seaside Oil Company, from the 
decision of the Examiner of Interferences sustaining the oppositions of 
Continental Oil Company to the registration of three applications. 


The applications involved each disclose a composite mark comprising 
an equilateral triangle with the apex pointing down, behind which is a 
similarly placed triangle extending slightly above and to the left of the 
front triangle. A bar extends horizontally across the center of the front 
triangle with its ends projecting beyond the sides of the triangles. The 
word ‘‘Seaside’’ appears across the upper portion of the rear triangle, 
and the disclaimed words ‘‘motor oil,’’ ‘‘lubricants,’’ and ‘‘products’’ 
across the upper portion of the front triangles of each of the three draw- 
ings respectively. A representation of a seagull appears at the bottom of 
the front triangle. The horizontal bar forms a panel on which a word 
appears on the specimens but not on the drawings. The drawings indi- 
cate that the colors red, blue and yellow are used. The marks are stated 
in the applications as being used on ‘‘motor oils,’’ ‘‘lubricating oils and 
greases,’’ and ‘‘kerosene and petroleum products.’’ 


Opposer is the owner of five prior registrations, and the prior user 
of the marks disclosed in them. In view of the nature of the issue only 
two need be specifically mentioned, these are No. 443,071 (under the Act 
of 1905) and 521,628 (under the Act of 1946) for a mark used on ‘‘internal 
combustion engine fuels, burning oils, lubricating oils, and greases.’’ The 
mark shown consists of an equilateral triangle with the apex pointing down, 
shown solid on the drawing with a triangular white center. A bar ex- 
tends horizontally across the center of the triangle with its ends project- 
ing beyond the sides of the triangle. In the specimens the triangle is red 
with a white center, and the horizontal bar is red with the word ‘‘Conoco’’ 
appearing thereon in white letters. 


No question is raised as the opposer being prior, nor is there any ques- 
tion as to the identity of the goods of the respective parties. The only 
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question involved relates to the similarity of the marks, and this issue is 
narrowed by the observation made by the opposer at the hearing that no 
opposition was filed against a fourth application of the applicant (now 
registration No. 524,986) which discloses a mark substantially similar to 
those in the applications involved except that the horizontal bar is not 
present. 


The examiner, while recognizing the differences between the marks, 
held the triangular design with the crossbar to be the most prominent and 
outstanding feature of applicant’s mark, and found the marks confusingly 
similar, citing precedents holding marks with similar designs and different 
wording to be confusingly similar. Breakstone Bros., Inc. v. Gerber & Co., 
Inc., 13 U. S. P. Q. 193 [22 T. M. R. 262], involving two triangular designs 
with some differences in details, and different wording, which were held to 
be confusingly similar, seems to be particularly in point. The American 
Thread Co. v. L. Copley-Smith & Sons, Limited, 76 U. S. P. Q. 128, involv- 
ing similar diamond figures and difference in wording, may also be men- 
tioned. Applicant’s mark is considered to embody as a prominent or 
dominant feature the whole of opposer’s registered mark with no material 
change. 


The petroleum products of the parties are of the type which are 
primarily retailed at service and filling stations, advertised by signs dis- 
played by the stations, and purchased by passing motorists, and the re- 
marks of the Court of Customs and Patent Appeals in Derby Oil Co. v. 
White Star Refining Co., 16 U. S. P. Q. 297 [23 T. M. R. 97], on the likeli- 
hood of confusion in such cases are believed pertinent. 


The applicant has cited a number of decisions in its brief which have 
been analyzed in opposer’s brief, but has not, it should be noted, even 
referred to the decisions relied on by the examiner. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE PROCTER & GAMBLE COMPANY 


Commissioner of Patents—April 13, 1953 


TRADE-MarK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 

‘‘Ma Perkins’’ is not registrable as a service mark because the name is used 
by applicant to advertise goods which it manufactures and sells rather than to 
advertise or sell services rendered by applicant. 

The title of a radio program without anything further cannot be registered 
as a service mark. 

Marks or names used to advertise goods cannot be registered as service marks. 

Entertainment is a service business; marks used to advertise and sell enter- 
tainment services may be registered as service marks. 
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TRADE-MARK Act OF 1946—CONSTRUCTION—SECTIONS 3, 45 


The definition of service mark in section 45 is qualified by the requirement of 
being used in commerce in section 3 which in turn is defined in section 45 as ‘‘ (b) 
on services when it is used or displayed in the sale or advertising of services and 
the services are rendered in commerce.’’ 

Patent Office construes service marks to mean marks of service business such 
as laundries, cleaning and dyeing establishments, insurance companies and other 
businesses engaged in rendering services rather than production or merchandising 
of goods. Activities involving design, production, sale, advertising and sales pro- 
motion of one’s own goods are not services for which a service mark can be reg- 
istered. 

Legislative history of section 45 indicates that service mark is limited to 
marks used to identify services not inciuding titles of radio programs because 
Congressional Coordination Committee did not adopt a proposed definition of 
service mark which included titles of radio programs. 


Application to register ‘‘Ma Perkins’’ as a service mark, Serial No. 
492,155, filed November 24, 1945, for entertainment services. Applicant 
appealed from decision refusing registration. Affirmed. 


Allen & Allen of Cincinnati, Ohio for applicant. 
Frperico, Examiner in Chief. 


This is an appeal from the final refusal by the examiner to register 
the name ‘‘Ma Perkins’’ as a service mark for ‘‘entertainment services 
rendered through the medium of a series of dramatic radio programs.”’ 
The examiner held that the name is used by the applicant in advertising 
goods which it manufactures and sells, rather than in the sale or ad- 
vertising of services rendered by the applicant, as required by the statute 
for a service mark. 


Applicant is a well-known manufacturer of soap and other products, 
one of which sold under the trade mark ‘‘Oxydol,’’ has been advertised 
for many years by a radio program with the title ‘‘Ma Perkins’’ which 
is also the name of the heroine of the story dramatized on the program. 
Applicant does not deny the examiner’s statement that ‘‘Ma Perkins’’ 
advertises its product ‘‘Oxydol.’’ 


The application as originally filed on November 24, 1945, sought 
registration of the name ‘‘Ma Perkins’’ as a trade-mark for ‘‘radio 
scripts published in a continuing series and sold as publications,’’ in 
Class 38, Prints and publications. Registration as thus filed was refused 
for reasons not here relevant. On November 15, 1947, after the new Trade- 
Mark Act had come into effect on July 5, an amendment was filed con- 
verting the application to one for registration of a service mark under 
the provisions of Section 3 of the 1946 Act. The services were first de- 
scribed as ‘‘radio entertainment services, for entertainment and for pro- 


moting the good-will and distribution of water soluble cleaners, cleansers, 
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and detergents,’’ and this description was later amended to read ‘‘enter- 
tainment services rendered through the medium of a series of dramatic 
radio programs.”’ 





Applicant presents his case on broad grounds urging several broad 
propositions, and the appeal is considered in the same manner. 


Applicant’s position is that the title of a radio program is registrable 
merely because it is the title of a radio program, without anything further; 
and that marks or names used to advertise goods (not being trade-marks 
used as such on the goods) can be registered as service marks. Neither 
of these propositions can be accepted. 


The registration of service marks is provided for by Section 3 of the 
Trade-Mark Act of 1946, which reads as follows: 


Subject to the provisions relating to the registration of trade- 
marks, so far as they are applicable, service marks used in com- 
merce shall be registrable, in the same manner and with the same 
effect as are trade-marks, and when registered they shall be entitled 
to the protection provided herein in the case of trade-marks, except 
when used so as to represent falsely that the owner thereof makes 
or sells the goods on which such mark is used. The Commissioner 
may establish a separate register for such service marks. Applications 
and procedure under this section shall conform as nearly as practicable 
to those prescribed for the registration of trade-marks.’’ 





In addition to this section, Section 45, relating to construction and 
definitions, contains a definition of service marks reading as follows: 






‘‘The term ‘service mark’ means a mark used in the sale or 
advertising of services to identify the services of one person and 
distinguish them from the services of others and includes without 
limitation the marks, names, symbol8, titles, designations, slogans, 
character names, and distinctive features of radio or other adver- 
tising used in commerce.’’ 
















This definition is considered in two parts, the first part reading ‘‘The 
term ‘service mark’ means a mark used in the sale or advertising of 
services to identify the services of one person and distinguish them from 
the services of others’’ (which parallels the definition of trade-mark), and 
the second part reading ‘‘and includes without limitation the marks, 
names, symbols, titles, designations, slogans, character names and distine- 
tive features of radio or other advertising used in commerce.’’ Applicant’s 
position is that the words ‘‘without limitation’’ in the second part of the 
definition mean that this part is not limited by the first part of the defi- 
nition. In other words, the second part of the definition is an independent 
provision not limited in any way by anything previously stated. With this 
interpretation the second part of the definition would mean that ‘‘the 
marks, names, symbols, titles, designations, slogans, character names and 
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distinctive features of radio or other advertising’’ may be registered as 
service marks, without regard to whether they are marks used in the sale 
or advertising of services to identify the services of one person and dis- 
tinguish them from the services of others. The phrase ‘‘the marks, names, 
symbols, titles, designations, slogans, character names, and distinctive 
features of radio or other advertising’’ may for convenience be referred to 
as equivalent to ‘‘advertising features and devices,’’ and applicant’s 
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position is that advertising features and devices, whether used for goods 
or not, ean be registered as service marks. 


While the paragraph is not free from an element of obscurity and 
doubt, applicant’s interpretation of the definition can not be accepted 


for several reasons. 


An interpretation, just as logical as applicant’s interpretation, of 
the words ‘‘without limitation’’ would be that they were inserted to 
avoid the application of the maxim of statutory construction ‘‘expressio 
unius est exclusio alterius,’’ or perhaps ‘‘ejusdem generis,’’ to the items 
which follow these words. The listing of a number of items in a statute 
may be interpreted as excluding other items not mentioned in the list, 
and the words, ‘‘without limitation’’ would then merely have the effect 
of preventing the list from being considered limitative. 


The definition must be considered in connection with the other parts 
of the statute dealing with the same subject. In Section 3, the service 
marks which are made registrable are service marks used in commerce. 
Section 45 contains a definition of the phrase ‘‘used in commerce,’’ which 


reads as follows: 


‘*For the purposes of this Act a mark shall be deemed to be used 
in commerce (a) on goods * * * and (b) on services when it is used 
or displayed in the sale or advertising of services and the services 


are rendered in commerce.’’ 


Consequently the service marks referred to in the definition para- 
graph must, in order to be registrable, be marks which are used or dis- 
played in the sale or advertising of services. Hence a mark which is used 
or displayed in the sale or advertising of goods can not be registered as a 
service mark, nor can the title of a radio program be registered as a ser- 
vice mark unless it also fills all of the requirements of a service mark 
specified in the various parts of the statute. 


The interpretation urged by applicant is not believed to be the one 
intended by Congress in passing the Act. This is shown by the following 
colloquy between Mr. Martin, then Chairman of the Committee on Trade- 
Marks of the Patent and Trade-Mark Section of the American Bar Asso- 
ciation, and Mr. Lanham of the House Committee on Patents in dis- 
cussing this wording of the definition during a hearing by the Committee. 
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‘Mr. Martin. This language mentioning the features of radio 
and other advertising, we have always considered was limited to the 
definition of a service mark which immediately precedes it, namely, 
only those radio features and advertising would be included in this 
particular provision which consist of a mark used in the sale or 
advertising of services, to identify the services of one person and 
distinguish them from the services of others. With that limitation on 
it, it seemed to the committee that there could be no harm in his parti- 
cular language, and certainly any radio advertising which fits that 
definition of a service mark would be properly registrable. 

Mr. Lanham. This whole section is taken up with the connotation 
of the respective terms that are used in the Act. This particular para- 
graph has to do with service marks exclusively, therefore this para- 
graph would apply only to services. Is that not correct? 


Mr. Martin. Exactly.’’ 


If applicant’s interpretation of the definition of service marks were 
correct then practically everything, including trade-marks for goods, 
could be registered as service marks. Trade-marks for goods have an ad- 
vertising function and are commonly, if not invariably, also used in the 
advertising of the goods with which they are used; hence if marks used 
in the advertising of goods could be registered as service marks there 
would no longer be any need for the concept of trade-marks, everything 
could be merged in service marks. 


The definition of service marks which has been discussed does not 
in fact define what is meant by services (no more than does the parallel 
definition of trade-marks for goods, in the same section, define goods), 
and the services contemplated by the Act for which service marks may be 
registered must be determined by other means. Applicant maintains that 
the word service should be given a broad meaning, a broader meaning 
than has been given to it by the Patent Office. Applicant points to one 
of the definitions of the word ‘‘service’’ in Webster’s New International 
Dictionary, reading as follows: 


‘‘(a) Accommodation to a dealer or consumer to promote the sale 
and use of a product, such as dealer window displays, demonstrations, 
the making of repairs, ete. Such service may be free of specific 
eharge. (b) Loosely, all the auxiliary activities in the production 
and distribution of a product.’’ 


The meaning which has been followed by the Patent Office is generally 
that the services referred to are those of service businesses such as 
laundries, cleaning and dyeing establishments, insurance companies, and 
other businesses which are not engaged in the production or merchandising 
of goods but are engaged in the rendering of services. Another of the 
definitions of services in the dictionary referred to states that ‘‘such busi- 
ness concerns as railroads, telephone companies or laundries and such 
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persons as physicians are regarded as performing services,’’ this is more 
in line with the meaning of services used by the Office. This is considered 
consonant with the objectives of the Trade-Mark Act which in this con- 
nection intended to remedy the absence in the law of any means whereby 
businesses such as laundries could have a registrable mark. Of course, the 
word ‘‘service’’ has a broad meaning, as well as the narrow one, and 
a large number of things can be called services which would not be 
services for the purpose of registering a service mark. The purveying 
of soap is a service to humanity ; and the advertising of soap, the informing 
of the public by the supplier of the merits of his product, is also a service 
to the public, but it is obvious that these are not services for the purpose 
of registering an alleged service mark. 


The Patent Office has held in a series of decisions that activities in- 
volved in the design, production, sale, advertising, and sales promotion 
of a dealer’s own goods are not in the class of services for which a service 
mark can be registered, see Ex parte Pacific Coast Aggregates, 91 U. S. 
P. Q. 210; Ex parte Tampax Incorporated, 91 U. S. P. Q. 215; Ex parte 
Radio Corporation of America, 92 U. S. P. Q. 247; Ex parte The Arco 
Company, 96 U. S. P. Q. 171. 


Applicant refers at length to the legislative history of the Trade- 
Mark Act and maintains that the legislative history supports its con- 
tentions. All the proceedings in Congress relating to the Act, beginning 
with 1938, have been reviewed, and this review leads to the conclusion 
that the interpretation given the statute by the Patent Office is consonant 
with the legislative history, and that applicant’s interpretation is not 
supported thereby. A summary of the material appearing in the various 
hearings leading up to the Trade-Mark Act dealing with the registration of 
service marks is given in a footnote. 


1. The series of bills which led to the enactment of the Trade-Mark Act of 
1946 is considered as starting with H. R. 9041, introduced January 19, 1938 in the 
75th Congress by Congressman Lanham. Service marks appear in this bill in a 
section containing a broad provision permitting the registration of a variety of things 
such as trade names, association marks, devices used in relation to goods, ete. 
Section 4 of the bill provided that ‘‘any person, firm, corporation, union or agricul- 
tural or other association may register any trade name or device, including union 
labels and the marks of associations, used in commerce upon or in relation to specific 
goods or specific services’’ (italics added throughout), and that such registrations 
were to be entitled to the same protection provided for trade-marks used with goods. 
The section did not identify any particular thing as a ‘‘service mark,’’ and the broad 
language used would provide for the registration of advertising features and devices 
used in connection with goods, as contended for by applicant, as well as service 
marks in the narrow sense. In the hearings held on the first bill (Hearings before 
the Committee on Patents, Subcommittee on Trade-Marks, House of Representatives, 
75th Congress, 3d Session, on H. R. 9041, March 15-18, 1938) a number of persons 
appearing before the Committee commented on this section and objections were raised 
by some to various things contained therein. The comments on the section are in 
some instances confused with trade names and collective marks and relate to other 
matters as well as to services. Mr. Rogers (page 119) pointed out that the purpose 
of the section was to fill a gap in the law, stating ‘‘there are service marks, cleaners’ 
marks, laundry marks * * * which are entitled to registration but which cannot be 
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The Congressional material, mainly successive versions of trade-mark 
bills and hearings held before committees of Congress on these bills, show 
initial proposals of broad scope and also proposals of the nature con- 
tended for by applicant, followed by elimination of various things and 
settling down to the narrower proposal eventually enacted. Beginning 
with considerable confusion of ideas, there emerged at the end new concept 
in trade-mark law, that of registration and protection of service marks; 
trade-marks are expanded to include not only trade-marks for goods, but 
also trade-marks for services, and those engaged in service businesses may 
have trade-marks and register them, as well as those engaged in manu- 
facturing or selling goods, and receive the same protection. 


registered under the existing law, and the purpose of this is to make them registrable’’ 
and on page 72 he pointed out that the proprietors of the Greyhound Bus Lines 
could not, under existing law, register ‘‘Greyhound’’ for the transportation business. 
The Boston Patent Law Association objected to the registration of ‘‘labels or sym- 
bols which are not used as trade-marks but only in advertising’’ (page 114). On 
page 126, a witness used the phrase ‘‘trade-marks used in connection with services’’ 
in objecting generally to the provision. This is about all that appears in this 
hearing which is at all relevant. (See pages 72, 114, 119, 121-124, 126, 149 for all 
the references noted.) 

In the next Congress, the 76th, the trade-mark bill was H. R. 4744, introduced 
March 3, 1939. The service mark provision in this bill (now Section 3) was restricted 
to service and certification marks and was considerably narrower in scope than the 
corresponding section in the previous bill. The service mark section in this bill was 
in the following langauge. 


‘“Subject to the same provisions relating to the registration of trade-marks, 
so far as they may be applicable, service and certification marks used in 
commerce shall be registrable in the same manner and with the same effect 
and when registered they shall be entitled to the protection provided herein 
in the case of trade-marks * * *.’’ 


The section containing definitions (Section 46) including the following definition. 


‘*Service marks*are marks so used as to distinguish the user’s services of 
any nature from the similar services of others.’’ 


There is very little of any significance in the hearings held on this bill (Hearings 
on H. R. 4744, 76th Congress, 1st Session, March 28-30, 1939). Mr. Rogers uses 
laundry services and insurance companies as examples to explain the significance of 
the section, and others mention banking services, and also undertaking services (see 
page 50-53), 144, 186). H. R. 6618 was introduced in the same Congress on June 1, 
1939, as a substitute for H. R. 4744. The sections concerned were substantially the 
same as last mentioned. Some comments on this bill were made in a hearing before 
the House Patent Committee on June 22, 1939, but nothing appears therein on the 
subject in question. H. R. 4744 and 6618 also contained a paragraph in the definition 
section which would permit the registration of marks used in the advertising of goods. 
This paragraph read (in H. R. 6618): 

‘‘For the purpose of this Act a mark shall be deemed to be applied to an 
article when it is placed in any manner in or upon either the article or its 
container or display or upon tags or labels or is otherwise used in the advertise- 
ment or sale thereof.’’ 


In the next Congress, the 77th, bills were introduced in the House, H. R. 102, 
January 3, 1941, and in the Senate, S. 895, February 17, 1941, in both of which the 
provisions appear as in the previous bill. During this time there was a Coordination 
Committee on trade-mark legislation, made up of representatives of organizations, 
bar associations and others, actively interested in trade-mark legislation, for the 
purpose of suggesting revisions in the trade-mark bill which all could support (pages 
60-61 of Hearings, infra). This committee produced a revision of the bill which was 
submitted to the House Committee on Patents. On November, 1941, the House Com- 
mittee on Patents held hearings having before them H. R. 102, 8S. 895 which had 
meanwhile passed the Senate, H. R. 5461, and an unnumbered committee print; these 
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Aside from a few differences, the statute assimilates service marks to 
trade-marks. Service marks can just as well be called trade-marks for 
services, leaving conventional trade-marks to be referred to as trade-marks 
for goods. Inasmuch as a service mark is not used for goods, it obviously 
can not be attached to the goods as is a trade-mark for goods, and hence 
a service mark is used when it is used or displayed in the sale or ad- 
vertising of the services. In addition, the definition of service mark offers 
a greater variety of possible marks than is the case with trade-marks for 
goods. Aside from these differences, the trade-mark sections and the 
various provisions thereof apply to service marks, that is, to trade-marks 
for services, as.they do to trade-marks for goods. 


last two were the Coordination Committee draft with a few additions not here relevant. 
(Hearings before the Subcommittee on Trade-Marks, Committee on Patents, House 
of Representatives, 77th Congress, Ist Session, on H. R. 102, H. R. 5461 and S. 895. 
November 4, 12, 13, 14, 1941.) The section relating to service marks as submitted 
by the Coordination Committee and considered at this hearing read the same as 
the section in the final Act except for a clause added later, the definition of service 
marks read as in the final Act, and this draft also introduced the definition of use in 
commerce, reading as in the final Act except for a clause added later. During these 
hearings there was discussion of the section on service marks and the definition, 
which discussion exhibits some confusion (see pages 170 to 177). The possible in- 
terpretation of the definition section in the manner contended for by applicant was 
raised by one of the witnesses who objected to the broad scope of the definition as 
thus interpreted. Mr. Handler interpreted the definition as does applicant and asked: 


‘*Might I ask whether the latter part of the definition ‘service mark’ on 
page 44, lines 16 to 21, relates to marks used to identify services which are 
sold and advertised, or does it relate to any advertising used in commerce? The 
language in lines 19 to 21 is rather unclear and is broad enough to cover any 
advertising matter because it is not expressly limited to the advertising services. 


‘‘Mr. Lanham. The paragraph itself seems to relate to service marks. 


‘‘Mr. Martin. That would certainly be my construction of it. That whole 
paragraph from lines 16 to 21, inclusive, is concerned solely with service marks, 
* *&% & 9) 


Mr. Louis Robertson concurred with Mr. Handler, and Mr. Fenning expressed 
the same view at greater length. Then followed the remarks which have been 
quoted, which were made in an endeavor to clarify the matter. Mr. Handler and 
the others who agreed with him, it should be observed, failed to note the definition 
of ‘‘used in commerce’’ and its effect in eliminating their broad reading. The dis- 
cussion continued on this and other questions; on page 176 an advertising agency 
as well as a bank are mentioned as examples of businesses that could use service 
marks. Mr. Martin was a member of the drafting committee of the Coordination 
Committee which had produced the draft which was the main subject of discussion, 
and was spokesman for the Coordination Committee at these hearings. While 
there may be room for differences of opinion of the interpretation of the particular 
section I believe that the intention was as expressed rather than any other. The 
House Committee reported a bill in the form of an amendment to S. 895 which had 
been passed by the Senate, and this bill was passed by the House. The version 
adopted by the House coincided with the proposal of the Coordination Committee 
except for the addition of two clauses. The phrase ‘‘and services are rendered in 
commerce’’ was added at the end of the definition of ‘‘used in commerce,’’ and 
the phrase ‘‘except when used so as to represent falsely that the owner thereof 
makes or sells the goods on which such mark is used.’’ (The latter provision is 
applicable in cases where services are performed by one on the goods of others, and 
prohibits the service mark of the one rendering the services from being used on the 
goods in such a manner as to mislead the public as to the maker or seller of the 
goods; a dyeing plant, treating cloth of a manufacturer and seller, may have a 
service mark and the cloth could be tagged with this service mark but the tag must 
not falsely represent that the dyer makes or sells the cloth.) The version as thus 
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Applicant refers to a number of service marks which have been 
registered, implying that there has been some inconsistency in the practice 
of the Office. Of course, entertainment is regarded as a service business, 
many persons are engaged in this business and supply entertainment 
services and advertise and sell such entertainment services. A mark used 


adopted by the House coincides with the bill as ultimately passed, no changes were 
made in succeeding bills. 

As stated, the House Committee reported and the House passed the reported 
bill, which was in the form of a revision of 8. 895. The Senate Committee held 
hearings (Hearings before a Subcommittee of the Committee on Patents, United 
States Senate, 77th Congress, 2d Session, on S. 895, December 11, 1942) in which 
the only reference to service marks found is in a statement by the Assistant Com- 
missioner of Patents in which he said that the bill ‘‘provides for the registration 
of trade-marks for services as well as for the registration of trade-marks for 
goods’’ and mentioned an undertaker who used a trade-mark for his services as an 
example (page 5). 

In the next Congress, hearings were held on H. R. 82 before the House Com- 
mittee on Patents on April 7 and 8, 1943, and before the Senate Committee on 
Patents on November 15 and 16, 1944. Nothing is found concerning service marks 
in the first of these two hearings. In the latter hearing the following was said 
(pages 21, 22 

‘‘Senator Pepper. What is a service mark? 

‘“Miss Robert. A service mark is defined in section 45 of the bill as a mark 
used in the sale or advertisement of services to distinguish them from the 
services of others. 

‘‘Senator Pepper. Will you give us an illustration? 

‘‘Miss Robert. Laundries, for example, may obtain registration of a mark 
they use to identify or to distinguish their service from the service of some 
other laundry company. 

‘‘Senator Pepper. At the present time a service trade-mark is not subject 
to registration in the Patent Office? 

‘*Miss Robert. It is not. 

‘‘Senator Pepper. So you propose that that sort of trade-mark shall be 
entitled to registration? 

‘‘Miss Robert. Yes, sir. 

‘‘Senator Pepper. Would it then receive the same protection that other trade- 
marks so registered enjoy? 

‘*Miss Robert. Yes, sir.’’ 


The bill introduced in the 79th Congress, H. R. 1654, and which became the 
Trade-Mark Act, did not differ from the prior bill with respect to the present sub- 
ject, and nothing appears in this Congress in relation to the present subject. 

This survey of the legislative history of the act does not bear out applicant’s 
contentions, but, on the contrary, the initial broad scope of the bill and the subsequent 
narrowing down in various respects indicate exactly the opposite. No basis is found 
in the various hearings for any interpretation of the act as ultimately passed as is 
contended for by applicant. 

Applicant places great stress on a resolution of the Patent and Trade-Mark 
Section of the American Bar Association, which was approved by the House of 
Delegates of the American Bar Association in March, 1941, proposing a definition 
of service marks reading as follows: ‘ 

‘*Service marks are marks so used as to distinguish the user’s services of any 
nature from the similar or related services of others and shall include marks, 
names, symbols, or words otherwise registrable under which interstate com- 
merce and trade in the user’s goods is done or promoted and the titles of radio 
programs. ’’ 


This provision is tailored to fit applicant’s case, and were it in the law there 
would be no question. However, the statute as passed cannot be interpreted as 
including a suggestion advanced by some group and not accepted. The resolution 
itself has not been verified but it would have been one of the things that was 
considered by the Coordination Committee in preparing their draft which does 
not have the language of the resolution but has the considerably narrower language 
which appears in the Act. 
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in connection with such a business can be registered as a service mark and 
many have been registered. In dealing with many things which come close 
to the border of what is not registrable under the statute many close 
questions arise and it is easy to make a charge of inconsistency. While 
distinctions might be pointed out, this is considered fruitless, each case, 
including the present case, must be decided on its own merits on the 
particular facts presented, in the light of the statute and the decisions 
on appeal if any which interpret and apply the statute. 











The decision of the examiner is affirmed. 





FOURCO GLASS COMPANY v. 
LIBBEY-OWENS-FORD GLASS COMPANY 


No. 29350—Commissioner of Patents—April 17, 1953 










REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

E-Z-EYE for laminated plate glass is confusingly similar to EASY ON THE 
EYES for sheet, flat, drawn, and safety glass in sound, appearance and meaning. 

Use of notation EASY ON THE EYES on stationery, letterheads, calling cards, 
and advertising pamphlets is analogous to trade-mark use. 

Even if opposer’s mark is descriptive, nevertheless opposer has the right to 
object to registration of a confusingly’similar mark. 

Although applicant’s glass is used exclusively in automotive vehicles while 
opposer’s glass is used in windows of homes, offices and industrial buildings, the 
use of similar marks on glass goods is likely to cause confusion as to origin. 

Goods are of a similar nature irrespective of their intended specific use. 

















Opposition proceeding by Fourco Glass Co. v. Libbey-Owens-Ford 
Glass Co. Serial No. 576,543, filed April 2, 1949. 


Applicant appeals from decision sustaining opposition. Affirmed. 







George E. Cook and James Atkins of Washington, D. C., for opposer- 
appellee. 






Nobbe & Swope of Toledo, Ohio, for applicant-appellant. 






McCann, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Foureco Glass Company to the 
registration by Libbey-Owens-Ford Glass Company on the Principal 
Register under the Act of 1946, of the notation E-Z-EYE as a trade mark 
for laminated plate glass. 


Both parties have filed testimony and briefs and were represented 
at the oral hearing. 









The opposition is based upon the prior use of the notation EASY 
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ON THE EYES in connection with sheet glass, flat glass, plate glass, 
window glass, vertically drawn glass, and case-hardened glass sheets 
known as safety glass, including laminated plate glass. The statutory 
basis for opposition is that clause of section 2(d) of the Act of 1946 
which relates to the likelihood of confusion or mistake or deception of 
purchasers as to the origin of the goods. 


The Examiner of Interferences states that opposer’s prior use of 
the term EASY ON THE EYES is not disputed by applicant and is 
established by its testimony. 


Applicant contends the record clearly establishes that the notation 
EASY ON THE EYES was never used by the opposer directly on its 
goods or upon the boxes in which the goods were shipped and that 
opposer’s evidence does not show any use of the notation EASY ON THE 
EYES alone and apart from opposer’s registration (Applicant’s Exhibit 
1) which is a composite mark, including the dominant word ‘‘Clearlite’’, 
in relatively large letters, surrounded by the words ‘‘window glass’’, 
and beneath and in proximity thereto appear in smaller type the words 
EASY ON THE EYES. 


Applicant also contends that the Examiner of Interferences failed 
to give proper recognition to the testimony and exhibits which clearly 
establish that opposer considers its mark to be either the composite mark 


shown in opposer’s registration No. 343,588, or as used in its advertising, 
or the combination of the words ClearliteeEASY ON THE EYES, and 
that the examiner failed to compare these marks with applicant’s mark as 
to sound, meaning and appearance, and that it is well settled in the 
absence of overwhelming resemblance of the marks as to one of these 
types of similarity, that likelihood of confusion cannot be found solely 
on one ground. © 


Opposer points out that it is relying on the use of the term EASY 
ON THE EYES and is not relying upon its prior registration No. 343,588 
which was not pleaded in the notice of opposition, and has no bearing on 
the question in issue. 


In answer to the above contentions by applicant the Examiner of 
Interferences states that the continuous association of the words EASY 
ON THE EYES, as it appears in opposer’s registration, on stationery, 
letterheads, calling cards, advertising pamphlets and in other ways, is 
believed to have been of such nature, extent and duration as to cause 
the public to associate the said term with opposer’s products in a way 
analogous to trade mark use which was deemed sufficient to prevent 
registration by another of a similar term for similar goods. 


It seems to me that the examiner’s holding in this respect was correct, 
because while opposer has not shown any use of the words EASY ON THE 
EYES alone, that is, apart from the rest of opposer’s registration, it is dis- 
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closed in some instances as being widely separated from the word ‘‘Clear- 
lite’’. See Opposer’s Exhibits 2 D and 7 which show the word ‘‘Clearlite”’ 
at the top of the page and the words EASY ON THE EYES at the bottom 
of the page. The testimony shows that opposer’s prior and continuous use 
of the words EASY ON THE EYES on labels, letterheads, calling cards, 
pamphlets and catalogs to be of such an extent that it was properly deemed 
analogous to trade mark use by the examiner. A. Stein & Company v. S. & 
L. Belt Co., Inc., 645 O.G. 1072, 89 USPQ 5; (41TMR471) Noma Electric 
Corporation v. On-A-Lite Corporation, 656 O.G. 937, 92 USPQ 283; (42 
TMR333) Lever Brothers Co. v. Nobia Products, Inc., 26 C.C.P.A. 1253, 
103 F.2d 917, 41 USPQ 677; (29TMR236) Motorola, Inc. v. Siegel, 644 
O.G. 955, 88 USPQ 436, (41TMR368). 


The Examiner of Interferences stated it was not understood that appli- 
cant seriously contended that its mark E-Z-EYE was not confusingly similar 
to the term EASY ON THE EYES and it was the examiner’s position 
that the notation E-Z-EYE is substantially indistinguishable from EASY 
ON THE EYES in sound. In other words, the examiner found an over- 
whelming resemblance between the marks, and hence his finding that there 
would be likelihood of confusion because of their similarity in sound was 
proper. I agree with the examiner that the marks are practically indis- 
tinguishable in sound; it is also my opinion that the marks are quite similar 
in appearance and meaning. 


Applicant also argues that the words EASY ON THE EYES can have 
no trade mark significance, because they describe a characteristic or quality 
of the glass; in other words, applicant is arguing that these words are 
descriptive of opposer’s product. 


As stated by the examiner it is not necessary that the opposer have the 
exclusive right to the use of the term relied upon in association with its 
goods. Furthermore, even if the words in question were considered descrip- 
tive it would not defeat opposer’s right to object to the registration of a 
confusingly similar mark; in any event, applicant’s mark would have to 
be considered just as descriptive and would be unregistrable on this ground. 
Motorola Inc. v. Siegel, supra. 


Applicant also contends that the examiner was in error in holding that 
the goods of the parties are of such a similar nature as to be clearly likely 
to cause purchasers to assume a common origin thereof from the contem- 
poraneous application thereto of similar marks, and in this connection points 
out that applicant’s E-Z-EYE laminated plate glass is used 100% in the 
windshields and windows of automotive vehicles, while the predominant 
use of opposer’s window glass is in the windows of homes, offices, industrial 
buildings, and the like. Applicant also points out that window glass cannot 
be satisfactorily employed as a substitute for laminated plate glass and the 
cost of laminated plate glass precludes its use for windows of homes and 
buildings. 
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I do not believe that the specific difference between applicant’s lami- 
nated plate glass and opposer’s glass can be given much weight. The 
Examiner of Interferences noted that applicant’s glass and opposer’s glass 
were primarily intended for different uses, but he pointed out that appli- 
cants mark is not limited in the application to use in the automotive in- 
dustry so that there is nothing to preclude its use for purposes other than 
in the automotive field. The examiner also pointed out that opposer’s chief 
product includes sheet glass, flat glass, plate glass, and window glass, and 
that considerable quantities of opposer’s window glass are used by others 
for laminated purposes. 


It seems to me the examiner was correct in his holding that the goods 
are of a similar nature irrespective of their intended specific use. The mere 
fact that opposer makes sheet glass, flat glass, and plate glass, is in itself 
sufficient to be likely to cause purchasers to assume that applicant’s lami- 
nated plate glass and opposer’s sheet glass, flat glass and plate glass had 
a common origin if similar marks were applied thereto. After careful 
consideration of applicant’s argument, I am of the opinion that the decision 
of the Examiner of Interferences is correct in all respects. 


The decision of the Examiner of Interferences is affirmed. 


INTERNATIONAL CHEMICAL COMPANY v. 
WEST DISINFECTING COMPANY 


No. 30352—Commissioner of Patents—April 17, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
TERRAZEAL for liquid floor sealer an@ finish lacquer is confusingly similar 
to DURA SEAL for a preservative and finish for wood, cork, cement, marble ter- 
razzo and compositions. 
Even if the marks are not similar in appearance or meaning, they are likely 
to cause confusion if similar in sound alone. 


REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 


Evidence that the marks were used on identical goods for over twenty years 
without actual confusion fails to overcome presumption of likelihood of confusion 
from similarity of marks where applicant’s goods were not sold in the same chan- 
nels of trade as opposer’s goods. 


Opposition proceeding by International Chemical Company v. West 
Disinfecting Company, Serial No. 595,438 filed April 7, 1950. 


Applicant appeals from decision sustaining opposition. Affirmed. 


Wallenstein & Spangenberg of Chicago, Illinois, for opposer-appellee. 
Joseph J. Juhass of New York, New York for applicant-appellant. 
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McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by the International Chemical Com- 
pany to the registration of TERRAZEAL by the West Disinfecting Com- 
pany, as a trade mark for ‘‘liquid floor sealer and finish lacquer’’. Both 
parties have filed briefs and a joint stipulation of facts was filed in lieu 
of testimony. 


The opposer’s right of action is based upon allegations of prior use 
and ownership of the trade mark DURA SEAL, which was registered 
May 26, 1931 as trade mark No. 283,318, republished June 15, 1948, and 
renewed on July 10, 1951, for a ‘‘preservative and finish in the nature 
of a paint or varnish for articles and constructions of wood, cork, cement, 
marble terrazzo and compositions’’. 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act of 1946, relating to the likelihood of confusion or deception of 
purchasers as to the origin of the goods. 


The Examiner of Interferences points out that it appears from the 
stipulated evidence that both applicant and the opposer are engaged 
in the sale of liquid coatings which are used, at least in part, for the same 
purposes, and that the opposer, as between the parties, is the prior user 
so that the only remaining issue is whether or not the marks DURA SEAL 
and TERRAZEAL bear such near resemblance as to be likely when 
applied to the goods to cause confusion or mistake or deceive purchasers 
as to the origin thereof. 


The Examiner of Interferences states that the marks TERRAZEAL 
and DURA SEAL have no substantial similarity in either appearance or 
meaning, but finds that there is a marked resemblance between them in 
sound, and it is the examiner’s opinion that the similarity between them 
in this respect alone is such that their contemporaneous use for the 
specified goods would be reasonably likely to cause confusion as to the 
origin thereof. 


Applicant admits that sound is a factor of ever-increasing importance 
in opposition cases, but insists that there is a clear difference in sound 
between the marks in question. Applicant points out that TERRAZEAL 
is composed of one word, whereas, DURA SEAL is composed of two 
words and as such could not be confused when spoken. 


While opposer’s mark consists of two words, it has but three syllables 
similar to applicant’s mark. The word ‘‘SEAL’’ starts with an ‘‘s”’ 
and the word ‘‘ZEAL”’ with a ‘‘Z’’. Both of these letters are sibilants 
which often sound alike when spoken, especially over the telephone or 
radio. The difference in sound between these sibilants is further reduced 
when they are preceded by another syllable or word and spoken together 
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as they would be in the instant marks. The words ‘‘TERRA’’ and 
‘“‘DURA”’ are different in meaning and appearance but have some simi- 
larity when spoken, which is enhanced when they are used in connection 
with words that sound as much alike as ‘‘zeal’’ and ‘‘seal’’ do. I agree 
with the examiner that when considered in their entireties, there is 
sufficient resemblance between the marks when spoken to warrant a 
holding that there would be a likelihood of confusion if they were con- 
temporaneously applied to the goods. 


Applicant points out the stipulated facts show that it has been using 
the mark TERRAZEAL since 1932, and that its product has been dis- 
tributed by approximately 500 salesmen throughout the United States 
and Canada, as well as through 60 branches located in 60 different cities 
throughout the United States and Canada and that one of its branches 
has been located in Chicago, the principal place of opposer’s business, 
since about 1917, and that the applicant has encountered and is aware of 
no confusion of any kind in the trade in the use of TERRAZEAL and 
DURA SEAL. 


Applicant contends although no testimony was taken by either party 
the fact that there has been no confusion between applicant’s TERRA- 
ZEAL and opposer’s DURA SEAL during the past 20 years should be 
given weight and consideration to show that the marks are not con- 


fusingly similar in sound. 


The fact that the two marks were used on substantially identical 
products over a long period of years without actual confusion is one 
that would necessarily be considered if they were used in the same 
channels of trade and to such an extent that confusion would be likely 
to arise and come to the attention of the parties, since such lack of con- 
fusion in the face of actual competition might well outweigh the mere 
inference of likelihood of confusion. However, in order to arrive at this 
result, it would be necessary to find that there were actual sales in suffi- 
cient amounts in the same fields so as to indicate that confusion would 
necessarily have resulted if there were actual similarity. No such show- 
ing exists in the record. The mere stipulation that applicant’s product 
was distributed by more than 500 salesmen as well as through 60 branches 
located in 60 different cities, one of which is in Chicago, which is opposer’s 
home office, is not evidence as to what extent applicant’s product under 
the TERRAZEAL mark was sold to the general public so that it may 
have come to the attention of opposer’s customers or its representatives. 
On the record before me I do not find sufficient evidence to warrant the 
finding that applicant’s product was sold to such an extent in the same 
channels of trade as opposer’s product that it overcame the presumption 
of likelihood of confusion. Burberrys Limited v. Harry Myers & Company, 
Inc., 626 O.G. 924, 82 USPQ 367; (39TMR830) The Viscol Company v. 
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Vacuum Oil Company (Socony-Vacuum Oil Company, Incorporated, Re- 
newant ), 622 O.G. 1274, 81 USPQ 166, (39TMR482). 


The decision of the Examiner of Interferences is affirmed. 


THE PROCTER & GAMBLE COMPANY v. WILLIAMS 
No. 29714—Commissioner of Patents—April 17, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
GREENDREAM for hair dressing is confusingly similar to DRENE for 
shampoo and is not confusingly similar to GLEEM for nail gloss. 


Where large sums of money have been spent to advertise an arbitrary trade- 
mark, there is no justification for a newcomer to even approximately simulate 


such a mark. 


Opposition proceeding by the Procter & Gamble Company v. Gertrude 
Williams. 


Serial No. 576,372 filed March 30, 1949. Opposer appeals from a deci- 
sion dismissing the opposition. Reversed. 


Erastus S. Allen of Cincinnati, Ohio, for opposer-appellant. 
C. James Cottrell of Washington, D. C., for applicant-appellee. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition brought by Procter & Gamble Company to the 
registration of GREENDREAM by Gertrude Williams on the Principal 
Register as a trade mark for hair dressing. 


The opposition is based upon opposer’s prior use and ownership 
of registration No. 505,820, for GLEEM as a trade mark for dentifrice; 
registration No. 308,127 for GLEEM as a trade mark for nail gloss; 
registration No. 406,680 for DRENE as a trade mark for shampoo; and 
registration No. 312,086 for DRENE as a trade mark for liquid hymolal 
shampoo. The statutory basis for the opposition is that clause of section 
2(d) of the Act of 1946 which relates to the likelihood of confusion or 
mistake or the deception of purchasers. 


The Examiner of Interferences points out that opposer’s priority 
of use of its mark and ownership of the pleaded registrations are not 
disputed by applicant and are established by a joint stipulation of facts. 
The examiner also states that since the goods involved are all in the 
nature of toilet preparations they are closely related products and the 
only question to be decided is whether or not the marks of the parties 
bear such similarity as to be likely to cause confusion or mistake or de- 
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ception of purchasers when applied contemporaneously to the goods 
involved. 


In his decision the examiner points out that opposer advances two 
theories on how applicant’s mark would be confused with opposer’s 
DRENE and GLEEM. Opposer points out that the examiner discussed 
his first ground of opposition, that is the possibility of confusion between 
applicant’s mark GREENDREAM and his registration DRENE, and 
then passed to the consideration of the second ground, i.e., the possibility 
of confusion between applicant’s mark GREENDREAM and opposer’s 
mark GLEEM and did not thereafter decide the merits of the first 
ground. 


The examiner does state, however, that he was of the opinion that 
applicant’s mark did not bear such near resemblance to either or both 
of opposer’s marks as to be likely to give rise to confusion or mistake 
or deception of purchasers as to the origin of the products involved. 


I agree with the Examiner of Interferences that applicant’s mark 
GREENDREAM is so different from GLEEM in meaning, appearance and 
sound, as to be unlikely to result in confusion, or mistake, or deception 
of purchasers when contemporaneously applied to the goods involved. 
However, it seems to me that the words DREAM and ‘‘drene’’ are closely 
analogous in sound and if applicant’s mark were DREAM alone there 
would be no doubt in my mind as to the likelihood of confusion when 
applied to the goods. This being so, it remains to be determined whether 
or not the use of the word GREEN in conjunction therewith is sufficient 
to obviate an otherwise clear likelihood of confusion. 


Opposer points out that its registration ‘‘drene’’ is an arbitrary mark 
having no meaning and that substantial sums of money~ have been ex- 
pended during the last seventeen years in advertising and promoting the 
sale of DRENE shampoo as set forth in stipulated fact No. 6. Opposer 
also contends that the word GREEN is an adjective, descriptive of color. 
and that its product DRENE has a greenish east so that it might prop- 
erly be referred to as ‘‘green drene’’. 


It seems to me that there is merit in opposer’s argument. The word 
‘‘green’’ by itself is clearly distinguishable from ‘‘dream’’ or “‘drene’’. 
However, when used in conjunction with ‘‘dream’’ this difference is lost 
since the words ‘‘green’’, ‘‘dream’’, and ‘‘drene’’ all end with an ‘‘m’’ 
or ‘‘n’’ sound and have the same cadence. It is my opinion that applicant’s 
mark GREENDREAM is sufficiently similar to DRENE or green DRENE 
in sound to warrant a holding that a purchaser hearing it might well note 
this similarity and be confused as to the origin of the goods. As noted 
above DRENE is an established arbitrary mark upon which large sums 
of money have been expended, and it has been held in such cases that there 
is no justification for even an approximately simulation of such a mark by 
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a newcomer. Weco Products Company v. Milton Ray Company, 31 C.C.P.A. 
1214, 143 F.2d 985, 62 USPQ 312; Lever Brothers Company v. The Sitroux 
Company, Inc., 27 C.C.P.A. 858, 109 F.2d 445, 44 USPQ 357; (30 TMR 
84); Skelly Oil Co. v. Powerine Co., 24 C.C.P.A. 790, 86 F.2d 752, 32 
USPQ 51. 


The decision of the Examiner of Interferences is reversed. 


ROYAL HOME PRODUCTS, INC. v. GORMAN 
No. 30016—Commissioner of Patents—April 17, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Composite mark consisting of DREAM STUFF, pair of eyes, silhouette of 
female and words YOUNG AS A WINK for perfume is confusingly similar to 
DREAM KISS and DREAM GIRL for perfume, toilet water, face creams, face 
powder and taleum powder. 

DREAM is not even remotely descriptive of perfume and toilet goods. 

The fact that a word has a dictionary definition of its own does not preclude 
that word from being more or less arbitrary as applied to goods. 

Where one adopts the first word of another’s work, one must choose for the 
remainder of his mark such word or words as will lead away from any thought 
springing from the commonly used word. 

The registrations of third parties may not be relied on by applicant in a 
collateral attack upon the validity of opposer’s registrations. 


Opposition proceeding by Royal Home Products, Inc. v. Gorman, Serial 
no. 593,115 filed February 27, 1950. Applicant appeals from decision sus- 
taining opposition. Affirmed. 


Zugelter & Zugelter of Cincinnati, Ohio, for opposer-appellee. 


Robert U. Geib, Jr. and John L. Hutchison of Washington, D. C. for appli- 
cant-appellant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Royal Home Products, Inc., to the 
registration by Marilyn Gorman, doing business as The Marilyn Shoppe, 
of a composite mark including the words DREAM STUFF as a trade mark 
for perfume. 


The mark sought to be registered consists of the words DREAM 
STUFF with the word DREAM written horizontally and the word 
STUFF written vertically together with a pictorial representation of a pair 
of eyes above the word DREAM and a silhouette of a female accompanied 
by the words ‘‘Young as a Wink’’ below the word DREAM. The back- 
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ground behind the words DREAM STUFF and behind the eyes is colored 
grey and the remainder of the background is colored red. 


The opposition is based upon the alleged ownership and use of regis- 
tration No. 116,050, dated April 3, 1917, and renewed, for the trade 
mark DREAM KISS as applied to perfumes, toilet waters, face creams, 
face powders, and taleum powders, and registration No. 117,473, dated 
December 23, 1923, and renewed, for the notation DREAM GIRL also 
applied to perfume, toilet water, taleum powder, cold cream, vanishing 
cream, face powder, and sachet powder. 


Only opposer has taken testimony and was represented at the hearing. 
Both parties have filed briefs. 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act which relates to the likelihood of confusion or description or mis- 
take of purchasers. 


Applicant admits that there is no question of priority and concedes 
that opposer has continuously used its trade marks DREAM GIRL and 
DREAM KISS from a date long prior to any use claimed by applicant. 
The only issue to be determined therefore is whether or not applicant’s 
mark bears such near resemblance to opposer’s marks as to be likely when 
used in connection with applicant’s goods to cause confusion or mistake or 


deception of purchasers as to the origin of the goods. 


The examiner pointed out that in the brief at final hearing applicant 
called attention to a large number of registrations and published applica- 
tions in the cosmetic art which involve the word DREAM and because of 
these asserted that the word DREAM had no trade mark significance. The 
Examiner granted opposer’s motion to strike that part of applicant’s brief 
relating to the use by others of the word DREAM holding it is well 
established that registrations of third parties may not be relied upon in a 
collateral attack upon the validity of opposer’s registrations and also be- 
cause the registrations and published applications were not properly pre- 
sented during the period set for the taking of applicant’s testimony. In 
the appeal brief applicant calls attention to these same registrations in 
order to support the accepted dictionary meaning of the word DREAM 
and to indicate the extent to which it has become understood in the field of 
trade mark registrations. 


The examiner’s refusal to consider the registrations advanced by ap- 
plicant in order to prove that the word DREAM has no trade mark signi- 
ficeance was proper and in accordance with the rules, since opposer may 
have desired to present proof that some or all of the marks had been 
abandoned or canceled or that something may have occurred which rendered 
them improper. Standard Oil Co. (N.J.) v. Clarence W. Epley, 17 C.C.P.A. 
1224, 40 F.2d 997, 5 USPQ 142, (20TMR324). Furthermore, even if these 





766 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


registrations were admitted they do not prove anything, in the absence 
of evidence, concerning the extent of use of these marks. Applicant’s argu- 
ment with respect to these marks is, in effect, that they have been used 
to such an extent and the public is so familiar with them that little or no 
consideration would be given to the word DREAM. However, as noted 
above, applicant has not proven this point. The Upjohn Company v. Nance, 
94 USPQ 198. 


The examiner also pointed out that the first word of each mark is the 
same, that is, the word DREAM, and the use by applicant of the silhouette 
of the girl immediately below the word DREAM gives a very distinct im- 
pression that applicant’s mark may be thought of as’ being at least DREAM 
GIRL, since it is well established that a pictorial representation may have 
the same meaning as the words which would properly define such pictorial 
term. Accordingly, the examiner held there would be a strong likelihood 
that anyone seeing applicant’s mark would be led to believe it was related 
to opposer’s mark of DREAM GIRL and would therefore likely be confused 
thereby. 


Applicant contends that the word DREAM is commonly used in a de- 
scriptive manner to denote a series of thoughts, images, or emotions oc- 
curring during sleep, and that it is therefore not an arbitrary term but a 
descriptive term, and while it may not be disregarded, it actually carries 


less weight than it otherwise would if it were completely arbitrary and 
distinctive. 


It is not seen wherein DREAM is even remotely descriptive of the 
goods and the mere fact that it has a dictionary definition of its own does 
not preclude it from being more or less arbitrary as applied to the goods. 


It is clear that by adopting the first word of opposer’s mark applicant 
immediately establishes a certain amount of identity therebetween. In 
eases like this it has been held that a newcomer must use such word or 
words for the remainder of his mark so as to lead one away from any 
thought springing from the commonly used word DREAM. The Firestone 
Tire & Rubber Co. v. Montgomery, Ward & Co., Inc., 32 C.C.P.A. 1074, 150 
F.2d 439, 66 USPQ 111, (35TMR135). In the instant case applicant has 
used a pictorial representation of a girl or woman below the word DREAM 
and a pair of eyes having eyelashes of the type usually associated with 
women above the word DREAM. Both the pictorial representation of the 
girl and the eyes give the impression that the word DREAM is associated 
with a girl or a female, and hence the identity between the marks is 
enhanced to the point of being practically identical. In other words, appli- 
cant has substantially appropriated all of opposer’s mark, even though part 
of it is in a pictorial manner. Applicant’s mark also includes the word 
STUFF associated with DREAM. However, since applicant’s mark in- 
cludes all of opposer’s mark as set forth above, the inclusion of the word 
STUFF is not thought to be sufficient to avoid the likelihood of confusion. 
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Lever Brothers Co. v. The Sitroux Company, Inc., 27 C.C.P.A. 858, 109 
F.2d 445, 44 USPQ 357, (30TMR84). Bunte Brothers v. Standard Choco- 
lates, Inc., 53 USPQ 668, (32TMR349), 45 F.Supp. 478. 


The decision of the Examiner of Interferences is affirmed. 


CLUETT, PEABODY & CO., INC. v. HARRY LANG MFG. CO. 
No. 30015—Commissioner of Patents—April 20, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

ZIP AROO for children’s play clothes is not confusingly similar to ARROW 
for men’s, women’s and children’s clothes. 

ZIP AROO is a known slang word and does not describe children’s play 
clothes. 

An opposition cannot be sustained on the basis of opposer’s potential use of 
a derivative mark which might be confusingly similar to applicant’s mark unless 
applicant’s mark is descriptive. 


Opposition proceeding by Cluett, Peabody & Co., Inc. v. Harry Lang 
Mfg. Co. Serial no. 577,439 filed April 20, 1949. Opposer appeals from 
dismissal of opposition. Affirmed. 


Maz D. Farmer, of Troy, New York, for opposer-appellant. 
G. H. Braddock, of Minneapolis, Minnesota, for applicant-appellee. 


Frperico, Examiner in Chief. 


This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing its opposition to the registration of a trade-mark. 


The application involved discloses ZIP AROO used as a trade-mark for 
‘‘children’s play clothes, namely, crawlers, boxer longies, coveralls, boxer 
shorts, sunsuits, longies and jeans.”’ 


The opposition is based upon prior use by the opposer of the mark 
ARROW, used alone or with a representation of an arrow, for garments 
for men, women and children, and ownership by it of five prior registrations 
of this mark. The registrations recite ‘‘women’s collars, shirts, dresses,’’ 
‘‘nightshirts, pajamas, undershirts, underdrawers, and union suits,’’ ‘‘col- 
lars, cuffs, shirts, handkerchiefs, underwear for men, and neckties,’’ ‘‘trou- 
sers and shorts for men, women, boys, and girls clothes,’’ and ‘‘sweaters,’’ 
as the goods on which the mark is used. Opposer relied only on the regis- 
trations and neither party took any testimony. 

There is no question as to the priority of the opposer nor does 
applicant deny that the goods of the parties are either the same or closely 
related. The only issue raised is whether the mark ZIP AROO is confus- 
ingly similar to the prior trade-mark ARROW. 
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Opposer’s position is that the use of zipper fasteners on various gar- 
ments is common and such use is increasing, and it would be a logical exten- 
sion or expansion of opposer’s business to market garments equipped with 
zipper closures. Opposer would then have a right to identify such garments 
as ‘‘Zipper Arrow,’’ or even as ‘‘Zip Arrow,’’ using ‘‘zip’’ as an abbrevi- 
ation for ‘‘zipper.’’ The registration of applicant’s mark hence would 
interfere with opposer’s right to use a well known descriptive term with its 
trade-mark. 


The opposition could not be sustained on the basis of opposer’s hypo- 
thetical use of ‘‘Zipper Arrow’’ and ‘‘Zip Arrow’’ unless it were estab- 
lished that applicant’s mark was descriptive. Opposer cites Goldring, Inc. 
v. The Printz-Biederman Company, 89 USPQ 285 (41 TMR 625), to show 
that ‘‘zip’’ is descriptive. In this ease the mark ‘‘Zip-Townster’’ was refused 
registration as confusingly similar to ‘‘Townley,’’ both marks being used 
on coats and suits. The Commissioner took the word ‘‘zip’’ as referring 
to zipper fasteners since the applicant’s labels carried an illustration of a 
zipper fastener and presumably the word was intended to refer to the fact 
that applicant’s garments carried such fasteners. However, it has not been 
shown that applicant’s children’s clothes are equipped with zipper fasteners 
nor that ‘‘zip’’ in its mark refers to such a fact. While the syllable ‘‘zip”’ 
in certain combinations and contexts can be taken as alluding to zipper’ 
fasteners, the word itself does not, in American English (opposer does not 
refer to the usage in England, which is different), mean the same thing as 
zipper but has an entirely different meaning. It is a word found in the 
dictionary and has a well known colloquial meaning. As a matter of fact 
‘*ziparoo”’ itself is a known slang word, formed by adding the meaningless 
ending ‘‘aroo’’ to the word ‘‘zip’’ (see H. L. Mencken, The American Lan- 
guage, Supplement I, pages 367-8). On the evidence, or rather lack of 
evidence, presented it cannot be held that applicant’s mark is descriptive, 
or that it is misdescriptive. 


Opposer also contends that applicant’s mark and its mark ARROW 
are confusingly similar in that ‘‘arrow’’ is apt to be pronounced in various 
ways and that it and the ending of applicant’s mark (again zip being con- 
tended as descriptive, and hence not the dominant part of the mark), when 
carelessly pronounced, would be likely to sound confusingly similar. Op- 
poser’s mark is a common, ordinary, well-known word, and there is not 
much room for speculative mispronunciations. The ending of applicant’s 
mark is also familiar in the words ‘‘kangaroo’’ and ‘‘buckaroo,’’ as well as 
in slang terms such as ‘‘stinkeroo,’’ and its normal pronunciation is dis- 
tinetively different from the normal pronunciation of ‘‘arrow.’’ I believe 
that the possibility of confusingly similar pronunciations is too slight to be 
given much weight. 


The decision of the examiner dismissing the opposition is affirmed. 


Lc 
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SMITH BROTHERS MANUFACTURING COMPANY v. 
HARRY LANG MFG. CO. 


No. 29986—Commissioner of Patents—April 20, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


ZIP AROO for children’s play clothes is not confusingly similar to BUCK- 
AROO for western type children’s garments because BUCKAROO has a descriptive 
meaning when applied to western type clothes and is not entirely arbitrary. 


Opposition proceeding by Smith Brothers Manufacturing Company 
v. Harry Lang Mfg. Co. Serial no. 577,439 filed April 20, 1949. Applicant 
appeals from decision sustaining opposition. Reversed. 


Parker & Walsh, of Washington, D. C., for opposer-appellee. 
G. H. Braddock, of Minneapolis, Minnesota, for applicant-appellant. 


Frperico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner of 
Interferences sustaining an opposition to its registration. 


The application involved seeks to register ZIP AROO as a trade- 
mark used for ‘‘children’s play clothes, namely, crawlers, pants, coveralls, 
outer shorts, sunsuits and jeans.”’ 


The opposition is based upon allegations of prior use by the opposer of 
the word BUCKAROO as a trade-mark for western type garments, in- 
cluding children’s play clothes and jeans. No registration of this mark is 
pleaded, but opposer has introduced in evidence a registration of its mark 
issued since the filing of the opposition, in which the ggods are specified 
as ‘‘overalls of western or cowboy type for men and boys.”’ 


Opposer has proven use of its mark on western type jeans, jackets, 
overalls, ete. for men and boys, long prior to the earliest date alleged by 
applicant and the only question in issue is the confusing similarity of the 
marks. The examiner stated that while the respective marks are not similar 
in appearance, they have similarities in sound and the similarities outweigh 
the differences, in holding the marks confusingly similar. In so.holding, I 
believe that the examiner failed to give sufficient weight to the meaning 
of the word ‘‘buckaroo,’’ and to the fact that this word is not entirely arbi- 
trary when used with opposer’s goods but has a descriptive connotation in 
such use. 


The word ‘‘buckaroo’’ is defined in the dictionary as ‘‘a broncobuster ; 
a cowboy’’ and is commonly used in referring to cowboys. Opposer sells 
cowboy type clothes and its labels and advertisements emphasize the cow- 
boy feature by pictures and otherwise. In view of this specific meaning 
of the word and its association in meaning with opposer’s goods, I do not 
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believe that there would be any likelihood of confusion in the use by the 
applicant of a different word with no cowboy association. 


The fact that the marks have the same ending is not believed sufficient 
to consider them confusingly similar in this case. The emphasis in both 
instances would be on the first syllable and the terminal part is not arbitrary 
in opposer’s mark, being part of the known word associated in meaning with 
its goods. The word ZIPAROO is also a known word, a slang word formed 
by adding the meaningless syllables ‘‘aroo’’ to the word ‘‘zip’’ having a 
well known colloquial meaning. This ending ‘‘aroo,’’ with variations in 
spelling, has been commonly used as a meaningless suffix to form slang 
words, for example, ‘‘flopperoo,’’ ‘‘stinkaroo,’’ ‘‘switcheroo,’’ ete. (see H. 
L. Mencken, The American Language, Supplement I, pages 367-8, and H. 
Wentworth, The Neo-Pseudo-Suffix ‘-eroo,’ American Speech, Feb. 1942, 
pages 10-19). 


The decision of the examiner is reversed. 


CHOPAK TEXTILE COMPANY, INC. (substituted for 
CHARMETTE FABRICS COMPANY, INC.) v. 
FAIRY SILK MILLS 


No. 4413—Commissioner of Patents—April 21, 1953 


REGISTRATION PROCEDURE—INTERFERENCE 

Motion to dissolve interference properly denied without taking testimony; 
only relevant questions are similarity of marks and goods and priority of use. 
Junior party may not rely on its other and different trade-marks in deciding an 
interference. Prior use by one party of marks other than the one in issue is 
irrelevant to his priority in an interference proceeding. 

Denial of testimony in interference proceeding does not preclude junior party’s 
right to take testimony to show senior party is not entitled to registration in a 
cancellation proceeding. 


Interference proceeding between Chopak Textile Company v. Fairy 
Silk Mills. Serial no. 495,369, filed January 25, 1946. Chopak Textile 
Company, Inc. appeals from decision for Fairy Silk Mills. Affirmed. 


Jacob T. Basseches and Paula Basseches of New York, New York, for 
Chopak Textile Company, Inc., appellant. 


Kimmel & Crowell of Washington, D. C., for Fairy Silk Mills, appellee. 
Feperico, Examiner in Chief. 


This is an interference between an application of the senior party, 
Fairy Silk Mills, and a registration of the junior party, Chopak Textile 
Company, Inc., substituted for Charmette Fabrics Company, Inc., the orig- 
inal junior party. 
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The senior party’s application was filed on January 25, 1946. It seeks 
registration of TRIC-O-CHARM as a trade-mark for ‘‘tricot knit fabries 
in the piece made from silk, rayon, nylon, wool and combinations of the 


> 


same. 


The junior party’s registration is for TRICO-CHARM as a trade- 
mark for tricot knit jersies in the piece. The application for this registra- 
tion was filed May 20, 1947, and alleges May 9, 1947, as the first date of use. 
The issuance of this later filed registration, alleging a first date of use sub- 
sequent to the filing date of the senior application, can only be regarded 
as an error. 


Since the first date of use asserted by the junior party is subsequent 
to the filing date of the senior party, judgment on the record was issued 
against the junior party and the junior party has appealed. The appeal 
brings up for review decisions of the Examiner of Trade Marks denying 
motions to dissolve brought by the junior party. 


Shortly after the institution of the interference the senior party 
brought a motion for judgment based upon the dates involved, and the 
Examiner of Interferences issued an order to show cause why judgment 
on the record should not be entered against the junior party. Thereupon 
the junior party brought a motion to dissolve the interference, which 
was considered by the Examiner of Trade Marks and denied. The basis 
of the motion for dissolution was in effect that the senior party was not 
entitled to the registration in view of prior registrations of the junior 
party of marks which included the syllable ‘‘charm,’’ such as CHARM- 
ETTE, EVACHARM, CHARMGLOW, CHARMETTIZED, VERICHARM. 
The Examiner of Trade Marks held that the marks involved in the 
interference were practically identical and that the respective goods 
were very closely related if not identical, and that the concurrent use 
of the marks would necessarily result in confusion. After this decision 
the proceedings went through the round of another motion for dis- 
solution before the Examiner of Trade Marks, which was again denied. 
In this second decision the examiner stated that the word ‘‘charm’’ is 
highly suggestive when applied to piece goods, and pointed out that the 
word ‘‘charm’”’ formed a part of a large number of marks registered by 
different parties for use on piece goods, indicating that the mark in 
issue was not considered confusingly similar to the registered marks of 
others which included the word ‘‘charm’’. After this denial of the 
motion to dissolve, the Examiner of Interferences rendered judgment 
against the junior party. 


A motion for dissolution is necessarily decided without testimony by 
the parties. The purpose of such a motion is to have a review before the 
Examiner of Trade Marks, with both parties present, of his initial de- 
cision that the mark is registrable except for the interference, and that 
an interference should be declared. On the face of the record at the time 
















772 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 








of the decision on the motion and in view of the substantial identity of 
the marks involved, I believe that the Examiner of Trade Marks was 
justified in permitting the interference to continue. It does not appear 
to be proper to consider the junior party’s registrations of other and 
different trade marks in deciding an interference. In Raymond Labora- 
tories, Inc. v. Helena Rubenstein, Inc., 90 USPQ 316 (41 TMR 1020), the 
parties were in interference with applications to register the same mark 
‘‘Command Performance’’, and the Commissioner held that the prior use 
of the mark ‘‘Gala Performance”’ by the applicant later to use the actual 
mark in issue could not confer priority on that applicant of the mark in 
issue, even though the applicant contended that the two marks were con- 
fusingly similar. For other holdings that the prior use by one party of 
marks other than the one in issue is irrelevant to his priority see also 
Eastman Kodak Co. v. Faraday Electric Corp., 78 USPQ 132; Tinnerman 
Products, Inc. v. Speed Products Co., 70 USPQ 39 (37 TMR 351) ; Societe 
Anonyme Mido v. Meyer & Studeli Societe Anonyme, 67 USPQ 300 (35 
TMR 376) ; E. I. du Pont de Nemours & Co. v. Celanese Corp. of America, 
62 USPQ 93, (34 TMR 270). 


The junior party contends that it has been deprived of an opportunity 
to take testimony to show that the senior party is not entitled to the regis- 
tration. Insofar as the question of priority with respect to the marks in- 
volved is concerned, which is the main, if not the only, question in an 
interference, there is no need for the taking of testimony since the junior 
party’s first date of use of the mark in issue is subsequent to the filing date 
of the senior party. Insofar as the junior party may wish to show that the 
senior party is not entitled to the registration by reason of facts not relating 
to priority, it is not precluded from doing so by an appropriately brought 
petition to cancel the senior party’s registration should the senior party 
obtain one, as pointed out in Societe Anonyme Mido v. Meyer & Studeli 


Societe Anonyme, supra. 


The decision of the Examiner of Interferences is affirmed. 

































B. A. ECKHART MILLING CO. v. BURRUS MILLS, INC. 
(Substituted for LIBERTY MILLS) 


No. 4392—Commissioner of Patents—April 21, 1953 










REGISTRATION PROCEDURE—INTERFERENCE 

Laches is not applicable in an interference proceeding; priority of adoption and 
use is the traditional question to be determined. 

Laches is an affirmative defense and must be pleaded pursuant to Rule 8(c) 
of the Federal Rules of Civil Procedure; laches cannot be raised for the first time 
in the argument. 

Pleadings are not provided for in an interference proceeding, Patent Office 
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Rules, Rule 23.1; affirmative defenses must be pleaded, Federal Rules of Civil 
Procedure, Rule 8(c); therefore, affirmative defenses may not be raised in an 
interference proceeding. 


Mere delay in asserting a trade-mark right, in the absence of proof of facts 
or circumstances giving rise to an estoppel, does not support the defense of laches. 


Appeal from Examiner of Interferences. 


Interference proceedings between B. A. Eckhart Milling Co. v. Burrus 
Mills, Inc. Serial no. 546,979 filed January 14, 1948. Burrus Mills, Ine. 
appeals from a decision for B. A. Eckhart Milling Co. Affirmed. 


Eckhart, Klein, McSwain & Campbell, of Chicago, Illinois, for B. A. Eck- 
hart Milling Co., appellee. 


Chauncey P. Carter, of Washington, D. C., for Burrus Mills, Inc., appellant. 


FEperico, Examiner in Chief. 


This is an appeal by one of the parties in an interference which origi- 
nally involved four parties. The interference was dissolved as to one 
party and another did not appeal from the decision of the Examiner of 
Interferences adverse to it, consequently only two parties remain in the 
case and are concerned with the appeal. 


The junior party, B. A. Eckhart Milling Co., is an applicant whose 
application for registration was filed on January 14, 1948. Use of the mark 
involved since 1885 is alleged. 


The senior party, Burrus Mills, Inc. (substituted for the original party 
Liberty Mills), is the owner of registration No. 333,381, which issued March 
17, 1936 on an application filed October 11, 1935. Use since March 1, 1935 
is claimed. The senior party took no testimony and is confined to the filing 
date in 1935 of the application which resulted in the involved registration. 


The Examiner of Interferences found that the testimony presented by 
the junior party established continuous use of the mark since as early as 
1890, and rendered judgment adverse to the senior party here (and also 
adverse to the third party who had made no appearance and is no longer 
involved). Burrus Mills, the senior party, has appealed. 


No issue of priority is raised by the appeal, the only errors specified in 
the notice of appeal, and the only matters argued, relate to laches. 


Before the Examiner of Interferences, the senior party urged laches on 
the part of the junior party. The examiner held that ‘‘laches is not perti- 
nent to an interference proceeding’’ and that ‘‘mere delay in asserting a 
right in a trade-mark in the absence of a showing of facts or circum- 
stances which would create an estoppel, does not support the defense of 
laches.”’ 
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With respect to the applicability of considerations of laches in an inter- 
ference, the examiners of interference have uniformly held that laches is not 
applicable and interferences have been practically confined to the traditional 
determination of the question of priority of adoption and use between the 
parties. The interference procedure is not designed, nor does it seem appro- 
priate, for the raising of such ‘‘defenses’’ of the type urged here. The 
question of laches was raised by the senior party for the first time in its 
brief before the Examiner of Interferences. It has uniformly been held 
that laches is an affirmative defense and must be pleaded, and laches has 
been refused consideration when raised for the first time in the argument. 
Here there was no pleading of the defense of laches, and it should be noted 
that Rule 8(c) of the Federal Rules of Civil Procedure requires matters 
such as estoppel and laches to be set forth affirmatively in a pleading; this 
was not done. Of course, no pleadings in an interference are provided for 
by the Patent Office Rules (Rule 23.1), which indicates that such affirma- 
tive defenses are not contemplated by the present interference practice. In 
any event the senior party, if it had desired to bring the question of laches 
in issue, would have had to have filed a pleading raising this affirmative 
defense, as required by the Rules of Civil Procedure. 


Insofar as the actual question of laches is concerned, if it were consid- 
ered applicable in an interference and properly in issue, the senior party 
has failed to make out a case that would entitle it to judgment. As stated 
by the Examiner of Interferences mere delay without anything further does 
not support the defense of laches. Here the senior party is relying solely 
on the mere delay of the junior party and nothing else. The senior party 
has not taken any testimony and obviously has not sustained any defense. 
The senior party refers to the following quotation from Wilson v. Graphol 
Products Co. Inc., 89 USPQ 382, 387; (41 TMR 591, 599) : 


‘‘Tt is our opinion that appellant’s registration constituted con- 
structive notice to appellee, and that appellee, having stood idly by for 
some ten years during which time appellants innocently conducted and 
built up their business until it was larger than that of appellee, is now 
precluded by laches from obtaining cancellation of appellants’ trade- 
marks. ”’ 


and argues that the appellee here has stood idly by for more than 10 years 
during which time appellant innocently conducted and built up its business. 
A distinction, among others, between this case and the Wilson case is that in 
the Wilson case the appellant had submitted testimony showing that it 
had innocently conducted and built up its business (see 76 USPQ 312, 83 
USPQ 2) and the finding of laches was based upon the proofs; in the pres- 
ent case the appellant has not submitted any testimony whatsoever, and 
hence has shown nothing. Appellant also stresses the fact that the junior 
party obtained a registration in 1891 which expired in 1921 and was not 
renewed, but there is no testimony showing that this fact, if it were other- 
wise relevant, had any effect on appellant’s conduct. It would necessarily 
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be held that appellant has not proven any defense of laches, if this matter 
were properly in issue. 


In view of the above, it is not considered necessary to discuss the pos- 
sible effects of a finding of laches on the outcome of an interference. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE E. D. BULLARD COMPANY 
Commissioner of Patents—April 23, 1953 


TRADE-MarK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Integral, structural, functional features of a product cannot be registered as 
a trade-mark. Where embossment on goods has well known functional purpose, it 
cannot be registered but if embossment is by choice or for convenience in fabrica- 
tion, it may be registered. Raised ribs are conventional strengthening features of 
protective headgear. 


Application Serial No. 572,831, filed January 26, 1949, by E. D. Bullard 
Company. Applicant appeals from refusal of registration. Affirmed. 


Charles S. Evans, of San Franciseo, California, and James Atkins, of 
Washington, D. C., for applicant-appellant. 


Feperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade Marks 
refusing registration on the Principal Register of an alleged trade-mark 
for ‘‘protective headgear’’. 


The drawing accompanying the application is an illustration of a 
hat of the type worn by firemen or miners and the specimens furnished 
with the application are advertising circulars containing pictures of 
the hat as worn by miners. In the advertisements the hat is called a 
‘‘hard boiled’’ hat and the descriptive matter shows that it is made of 
thick, stiff material and is worn for protection against blows, falling 
objects, and the like. The hat has over the crown, extending from the 
front to the rear, three raised ribs, the center one being somewhat 
longer than the two on each side. These ribs are formed in the structure 
of the material of the hat and the inside of the hat has corresponding 
grooves matching the projecting ribs on the outside, in other words 
the ribs are embossed. The statement of the application states that ‘‘the 
trade-mark comprises three parallel beads formed in the hat as shown 
in the drawing.’’ 


The examiner has refused registration on the ground that the 
alleged mark is merely a design constituting an integral portion of the 
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configuration of the protective hat and it is therefore deemed to be 
incapable of functioning as a trade-mark to indicate origin. The examiner 
points out that many decisions have held that a structural part of an 
article is not proper subject matter for trade-mark registration and 
that the purchasing public would, on seeing the alleged mark of the 
applicant, regard it as only a structural element of the hat. 


The described feature of applicant’s hat is functional for the ribs 
serve a purpose in the intended use of the hat. Such ribs are conventional 
strengthening devices and are even known on protective hats. For exam- 
ple, U.S. Patent 2,248,366, July 8, 1941, for a safety hat, discloses em- 
bossed reinforcing ribs on the crown of the hat and German Patent 
644,257 discloses reinforcing ribs along the crown of a miner’s pro- 
tective cap in substantially the same position as the ribs in applicant’s hat. 


Applicant argues that a trade-mark may be applied to the goods by 
being impressed thereon, and the application should be regarded in this 
light. However, the situation is not that of a trade-mark which might 
be applied to the goods in various different ways and happens to be 
applied by being embossed, by choice or for convenience in fabrication, 
but is instead that of an integral, structural, functional feature of the 
goods themselves, and this is not believed to be registrable as a trade- 
mark. 


The decision of the examiner is affirmed. 
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